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Clothing Coordinates .... 

Clover Farm Mutual 
Underwriters 

Clover Farm Stores 

Coca-Cola 

Cocomint 

Coffeemaster 


Colorbath 
Comfydry 
Confection Roll 
Copymaker 
Copymaster 
Correct Posture 
Corrosioneering 
Corrosioneers 


Couplate 

Crane 

Crane Heating Company 336 

Creation of a Master 
Hairdresser 

Crown 

Crowncup 

Crushproof 

Cultured Bemberg 

Cultured Cotton 

Cultured Mushroom Salt 

Curvallure 

Curvallure by Jantzen .... 

Cushionite 

Custom Finish 

Cytamin 


Dairy Isle 
Dairy Queen 
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Davy Crockett 
Dead-Locker 
Del Monte 
Dent-A-Min 
Dermatone 


_ Desert Gold 


DeSoto 
Diamond 
Diamond Brand Apples .. 
Diana 

Diana Deane 
Dickey 
Dickie Davis 
Dickie’s 
Dimple Bottle 
Di-N-Cal 
Dixiana 

Dixie Beau 
Dixie Belle 
Dixie Dew 


Do-It-Yourself 
Do-It-Yourself Show .... 
Dr. Pig 

Dog-E-Dite 

Doggie Dinner 

Dolcin 

Dramamine 

Drene 

Drillmaster 


Duart Kolor Treet 
Dubonnet 

Duckline 

Duet 


Dunhall Smoke Shop, 
a ae 

Dunhill 

Dura-Stone 

Durated Lighting 

Durex 

Durillium 

Durium 

Duro Test 

Duro-Velour 


Dutch Apple 
Dyanshine 
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E Z Up 
E-Z Waist Company, 
The 


Easy on the Eyes 


Ekco Products Company 764 
Ekcoware 764 
El Cochinito 

El Lechoncito 

Electrical Wonder Bed .. 
Electrojet 

Electrolux 


Emperor Norton 
Empson’s 

Enchanted Nights 
Enco’s Miti-Mite 
End-O-Pest 

Engineered Economy .... 
Enhance by Lily of 


Eriez 

Ernest Coty 

Esquire 

Esquire Custom Finish .. 


Eton ... 
Eton 6 
Even-Pul 
Everlastone 


Fairyland 

Famous 

Famous Appliance Shops 

Famous Carpet Cleaners 

Famous Carpet Cleaning 
Company 

Famous Curtain Cleaners 

Famous Oriental Rug & 
Carpet Cleaning Com- 
pany 

Famous Vacuum Shops .. 

Farmers Union 

Federal 

Federal Telephone and 
Radio Company 

Fer-In-Sol 

Fiat Sales and Service .. 

Fiesta 
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Figure Translations by 
521 


Fire Fly 

Firefly 

Firefly by Poirette 
Fisher’s 

Fit-Ez 

5-Star Kolor Treet 
Flame 
Flexachrome 
Flexstone 

Flextone 

Flexwood 

Flint 

Flint-Top 

Flying Red Horse 


Foodmaster 

Foot Charms 

Foothrills 

Ford 

Forever Uplift Bra 

Formula ‘B’ 

Fortilac 

Four Bells 

Frappemint 

Free 

Free-Westinghouse 

Freezomint 

Freihofer Baking Co., 
Philadelphia, Pa. ........ 1234 

Freihofer’s Hollywood .. 1234 

French Airline 

Freshlike 

Friendly 

Frontier 

Frosty Seas 

Fry Skillet 


G. H. Mumm & Co. ........ 
G. H. v. Mumm 

Gaines 

Gaines Dog Kruncheon .. 
Gaines Dog Meal 
Gaines with a Dog 
Galloping Dominos 
Gas-O- Matic 

Giant 

Giant elf (design) 

Girls 

Glamorise* 

Glo-Candle 

Glo-Coat 

Gold Bear 

Gold Rivet 

Golden Fleece 

Golden Sleep 

Grandma Moses 

Green Leaf 
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stripe on back 
(de- 


Green 
edge of knives 
sign) 

Grow-Rite 

Guaranteed Major Brand 

Guaranteed Radiator 
Protection 

Guaranteed Starting 

Guardian 

Guardian Life Insurance 
Company of America, 
The 

Guardian National Life 
Insurance Company .... 

Guardian Underwriters 
Insurance Company of 
Dallas 


Hair Color Bath 

Hair Dream 

Hair Dressers Choice, 
The—The World Over 

Hamburg Heaven 

Hank’s 

Hank’s Paint 

Happy Time 

Harris Bondwood 

Harris Mark 10 Adhe- 
sive 

Hartmann 

Harvestaire 

Harvestor, The 

Havanap 


’ Hawthorn Mellody 


Hearn’s Table Pride 
Heart’s Desire Homes .. 
Heinz 


Heirloom of Baden Beer 
Henderson 
Highland Mist 
Highway Patrol (televi- 
sion series) 
Hi-Jinx by Vanity 
Hi-Test 
Hog Uncles 
Holiday 
Holland 
Holly Glen 
Hollymatic 
Hollywood 
Hollywood Bread 
Hollywood Confidential 468 
Hollywood Hair Rollers . 


Holt’s Gun Gum Muffler 
Seal 

Holt’s Piston Seal 

Holt’s Supertune Com- 
pression Primer 


H (Cont.) 


Hotel Astor 
Huber’s Sunbeam Bread 713 
Hush 


Hy-Line 
Hyponex 


T 

T & T Associate, An .. 
Iceberg Mint 
Icy-Ade 
Ideal 


Impress by Rite-Form .. 
Inconel 

Inconel X 

Indian Checkers 

Inecto 


Ingrain Colored 
Inter-Collegiate Press .. 
Intercollegiate Press 
Bulletins 
International 
International R. C. ........ 
International Selenium 
Rectifiers 
International System 
International Tel. & Tel. 
Invictamint 
Iowa Farmers Union 
Iowa Union Farmer 
Iowa Union Farmer As- 
sociation 
ff) 7 om 
| | ao 
It’s a Meal 


Jim Clinton 

Jockey 

Johnson’s Cotton Tips .... 

Johnson’s Glo-Coat a 
Self Polishing Wax 
for Fl 

Jubilee 

Ju-C-Orange 


340 
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Junior Boot Shop 


B.. Zivepian Go. i... 

Kalart 

Karbon King 

Kasiri Cloth 

Kellogg 

Ken-L-Biscuit 

Ken-L-Ration Dogfood .. 

Kitchen Charm 

Kitchens of Sara Lee .... 

Klad-Ezee 

Kleenap 

Kleenex 

Kleerblu CMC _ Trans- 
parent Starch 

Kleerblu Plastic Starch - 

Kleinhans 

Kleinhans’ Cleaners, Inc. oe 

Klim 

Knight on horseback 
(design) 

Knit-Kins 

Knockabout 

Knoxall 

Kodak 

Kolor - Treet 

Kool-Aid 

Kork-Pak 

Kroma-Stone 


Lady Clairol 
Lady Esther 

Lady Ileen 
L’Aiglon 
Laminite 

Lamipol 
Lane-Wells 

La Plata Sextet 
La Playa Casino 
La Playa Havana 
La Playa Orchestra 
La Playa Sextet 
Larkettes 


Larkwood 

Larkwood Knee-Free .... 
Larkwood Lo-Highs 
Larkwood Vamp-Toe .... 
Lasco 

Lavender Mist 

Lavender Sachet Mist .. 
Lazy-Time Togs 

Leat 

Leaf that Protects, The 389 
eee 625, 975 
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Lerner’s 

Libby’s 

Lite Saver 

Like Fresh 

Like-Fresh 

Lilli Ann 

Lilli Annette 

Lilli-Dell 

Lincal 

Livestock Self Wormer 1274 

Living 67 

Living Cottons 

Locality Mayors of New 
York State, Inc. .. 

Longtong 

Look 

Look for the Leaf on the 
Package 

L’Oreal 

L’Oreal of Paris 

Louisville Slugger .... 

Lucky Leaf 

Lufkin 

OO ere ae 

Luther Burbank 

Luzerne 


M. C. Turner Realty Co. 448 
MM 150 
Made by Sgt. Eddy 
Madison 
Magazine of News Sig- 
nificance, The 
Magic 
Manteca 
Marcal 
Marcal Freezer Paper .. 
Margie Bell 
Marinello 
Marsalli’s Blue Ribbon .. 
Marsden 1280 
Marsden Lock Nuts 
Martinique 
Martinique by Somers- 
ville 
Mary King Hair Cream 369 
Mary King Hair Dream 369 
Masterlith 1543 
Mayflower 
McClelland’s Formula 
- 


McPhee’s Junior Boot 


Meg 
Meg Meter 


Meg Omega Meter 
Mentholatum 
Mercurochrome 
Merit 

Mervin Wave Clip 
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Michel 

Michigan Alcoholism 
Review 

Mictine 

Micturin 

Mile High 

Military Regulation 

Milton Kellem’s Ham- 
burger Heaven 

Minute Mop 

Miss Clairol 

Miss Marjorie’s 

Miss Nu Maid 

Miss Sunbeam 

Mist 

Mr. Boston Spot 


Miti-Mite 

Mixmaster 

Mobil Gas 

Monel 

Monofinish 

Monopoles Alfred Roth- 
schild 

Monopoly 

Monsanto Polyethylene .. 

Mosonex 

Motel Dorma Dell 

Motel Dorma Dell, Inc. 

Mother’s 

Mother’s Best 

Mother’s Pride 

Motor-Mite 

Motorists Wise Simoniz 939 

Mountain Patrol (televi- 
sion play) 

Mugs Up 

Mumm 

Mumm-Reims .................. 

Mumm’sche Kellerei, 
Hermann v. 

Mutual Insurance 


N 
ero 1279 


Nadeau’s Junior Boot 
Shop 

National Guardian Life 
Insurance Company of 
Madison, Wisconsin, 
The 

New Holland 

New Miracle Carpet 
Cleaners 

New Slant by Silf Skin 

Newsweek 

Next Week 

Nicadyne 

Night in Shanghai 

Ni-O-Nel 

Nisley Shoe Stores 

No Bugs M’Lady 

No-D-Ca 

No-Pitman Mower 
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Non-Tact 

None Better 

Nopco 

Norman G. Jensen Ine. .. 
Notoxide 

Nuclear Engineering 


Nu-Enamel 


Nu-Miracle Carpet 
Cleaning Company 

Nutsy the Clown 

Nylonized 


Oil-O- Matic 

Old Fashioned Mug 

Old Forester 

Old Foster 

Old Original Book- 
binder’s 

Old Time Locality 
Mayors Association .... 

Old Time Locality 
py Se ee 1209 

Old Valley 

Old World 

Olde Heirloom 

Omar Khayyam 

130” 

“ss. 

eh 

134” 

135” 

— 

139” 

1671 

Opaqueen 

Opco 

Opcofilm 

Orange-Glo 

Ornamental design for 
base of sewing machine 1406 

Orsatti 

Orsatti’s Pump Room .. 


Oval, maroon colored 
(design) 


Palm Beach 
Panador 
Pan-Am 
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P (Cont.) 


Panel for background 
(design ) 

Panonex 

Paper texture 

Paragon 

Paragon Oil 

Parcheesi 

yg  ——eEEeeee 

Partynaps 

Pasturgro 

Peanut Circus 

Pectasin 

Pectinol 

Peggy 

Peggy Newton 

Peggy Sage 

Pektizyme 

Pelonex 


Pepsi-Cola 
Pepto-Bismol 
Percmaster 

Percolating Action 
Perfect Bra 

Perfect Form 
Perfectform 

Perfume of the Month .. 1284 
Permacrete 

Permalite 

Perma-Mix 

Permanized 
Perma-Rock 
Perma-Rock Filter Aid .. 
Perma-Stone 
Perma-Stone Diatex ...... 
Perma-Surface 
Pest-Guard 

Peter Pan 

Phillex 

Phillips 

Phillips Manufacturing 


Pin Point 

Pin Pointer 

Pinch 

Pinch Bottle 

Pinched Bottle 

Pinched Decanter 

Pink Lady 

Pioneer Hi-Bred Corn 
Company 

Piston Seal 

Placin 

Plasticote 

Plasti-Cote 

Play Girl 

Play Girls on Parade .... 

Playboy 

Playboy Records 

Plex 


P (Cont.) 


Plexichrome 
Plexicolor 
Plexigum 
Plexi-Hue 
Plexite 
Plexophor 
Plextone 
Plextrum 
Plus Bra 
Pock-ette 

Form 
Poirette Firefly 
Poirette’s Firefly 
Polaroid 
Polka-dot (design) 
Pollyanna 
Polyethylene 
Polyfab 
Polyfilm 
Polyken 
Polylite 
Porcelaine de Paris 


Posture Pillow 

Posturepedic 

Potentiometer 
(configuration) 

Premium 

President’s Formula 

Prince de Saxe 

Process Equipment Co., 


Prom Plaid 
Pro-Mat 
Promat 

Promat Proton 
Proper-Pedic 
Protecto 


Protolac 


Oil 

Premium 

Regular 
Push-Button Refills 


Quaker City 

Quality 

Quality Court 

Quality Courts United, 
EE Ese 

Qvality Motor Court .... 

Quality Products 





Rally Squad 

Randomwood 

Range Rider, The 

Raponex 

Rectangular panel device 105 

Rectangular red band 
surrounding white 
band (design) 

Red and White 

Red Collar 

Red Diamond Brand 

Red Steer 

Reddy Kilowatt 

Redmanized 

Redmond 

Redmond *** The Big 
Name in Small Motors 1162 


Re-Lax-Or Electric 
Vibra Cushion, The .. 

Resort 

Resorter 

Revel by Formfit .... 


Richfield 

Rite-Fit 

Roadblock (television 
play) 

Rock Island 

Rocké 

Rocking Chair 

Rogers Bits O’Honey .. 

Roma 

Romeo 

Rose Leaf 

Rose Mint—Stingermint 1231 

Rothschild (A. Roth- 
schild et Cie) 

Rough Rider 

Rox 

Royal Canadian 

Royal Lancer Cloth 

Royal Palm 

Royal Plumage 

Royal Purple 

Royal Scot 

Rubb Air 

Rubbair 


O 

S. O. California 
SO Co. 

S. O. Indiana 

S. O. Kentucky 
S. O. New Jersey 
S. O. Ohio 


Safetyliner 
Safti-Liner 
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PAGE 

Salon Suits by Lilli Ann 1521 
Samsonite 
Santa Fe 
Sara Lee 
Sas 
Saturday Evening Post, 

The 1264 
Saunders Drive It Your- 

self System 


Save 5 Stations, Ine. .... 
Save-Go 

Save-More 

Save-More, Incorporated 315 
Save Way 311 
Save Way Stations, Inc. = 


Savon Gas 

Scandell 

Scotch Mist 68 

Scotch Mist Proofed .... 68 

Sea Garden 

Seafrost 

Seagram’s V.O. .............. 1389 

Sealskin 

Sealy 

Sealy Firm-O-Rest 
Posturepedic 

Sealy Posturepedic 

Season-All 

Sebastopol Diamond 

Sekonic 

Seminap 

Senior’s Junior Boot 


Shanghai 
Shave-King 
Shavemaster 
Shine-All 
Shredded Wheat 
Shur G 
Shush 
Sierra-Portex 
Siesta 
Silkinize 
Silver Dollar 
Silver- Mist 
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PAGE 
Skill Built Tool rel 


Sleeper Lounge Bed 

Sleeper Lounge, The 
V onder Bed 

Sleepy Time 

Slender-Cycle 

Slightly Scandalous 

Slim 

Slim-Cycle 

Slim Freez 

Slim-Ice 

Slim Jim 

Sliperfection 

Slipova 

Slumber-Kins 

Smoothweave 

Snap-On 

Snap-On Drawer Co. .... 

Snap-On Drawers 

Snor-No-Mor 

Snow Drop 

Socialite 

Soco 

Socony 

Socony-Vacuum 

Soft-Skin by Real-Form 521 


Soundscriber 

Soundscriber Recording 
Disc 

Southern Charm 

Spectakleer 

Spectator, The 

Specto-Kleer 

Speed-Wall 

Spice Islands 

Spice Islands Company 1244 

Spice Land 1245 

— Land Products, 
nc. 


Spirelette 
Spirella 
Sporteens 
Sportees 
Sportland 
Sportsman 
Stabrite 
Sta-Clean 
Sta - ful 
Staley 
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Staley Feeds 

Staley’s 

Staley’s Record 

Standard 

Standard Oil 

Standard Oil Company .. 

Stanolind 

Sta-Nu 

Star 

mar W. CO. Ges on. 

Star/Watch Case/Com- 
pany 

Starrett 

Starrett Radial Drills . 

Sta-Slim 

Stavite 

Starwhite 

Steak n Shake 

Steri-Clean 

Steri-Clean Diaper Com- 
pany, Inc. 450 

Sterilized 

Sterilized Diaper Service 450 

Still-Ful 

Strategy 

Stride Rite 

Stride Rite Shoe, The .. 1538 

Stride Well 

Stripes, black and white 
(design) 

Stroehmann’s 

Stronghold 

Sugar ’N Spice 

Sugar-N-Spice 


Sunbeam Bakers, Inc. .. 
Sunbeam Bread 
Sunbeam Shavemaster .. 
Sunkist 

Sunny 

Sunny Sol 

Sunshine 

Sunvis 

Super Seltzer 

Super Service 
Superflash 

Superman 

Superman Bread 
Supreme 

Sure-Fit 

Surf and Shore 

Surf ’N Sand 

Svelt-Eez 
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Table Pride 
Tabnaps 

Taper Tops by Jantzen 521 
Teanaps 

Teca 

Teca Auto-Surge 
Techni-Freeze 
Technicon 
Teeny-Big 

Telix 

Tenda 

Tender 

Texcon 

Texcor 


Therm-O-Lite 

Thermopane 

Three parallel ridges 
(design) 


Thrill-Mates 
Thunderbird 
Tidynaps 
Tilestone 
Tile-Tex 


Timex Heart 
Tiny Titan 
Today’s 
Today’s Fresh 
Toddler Traveler 
Tom Cat 
Toni 

Tonicool 

Tot Traveler 
Toy duck (design) 
Transactor 
Treasure State 
Tricoma 
Tricomatic 
Trim 

Trim Trio 
Trimclip 
Trimette 

Tri Taper 
Tropic Air 
Tropic-Aire 


Tropicaire 

Trulon 

Trylan 

Tube-O-Lube 

Turner Realty 

Turner’s West Seattle 
Realty 

Turtle Wax 

Turtleback 

Twin-Wheel 


” 
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U-Do-It 
Uncle Sam 
Unico Cork 
Union Farmer 
Unit-Bilt 

U. S. Farm Union News 700 


V-Ette Ingenue 
V-Joist 
V-Section 
Vacuum Grip 
Valid 

Valley 

Velour 
Vent-A-Soil 
Veramint 


Vinylite 
Virgin Queen 
Visinet 
Visqueen 
VitaponeX 
Vita-Slim 


Wall-Spread 
Wardrobe Maker 
Warner’s 

We Protect Your 


Wescott-Alexander, Inc. 

West Seattle Realty 

Westinghouse 

Wheaties 

White Diamond Brand .. 

White King 

White King Cocoa AI- 
mond 

William Freihofer Bak- 
ing Co. Allentown, 
Pa. 

Willia 


Wings Comics 

Winka 

Wiper-Kins 

Wizard 

Women wearing hosiery 
(design) 

Wonder Bar 

Wonder Bed 

Wonder Bench 

Wonder Car 
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Wonder Chair Wrap N’ Tie Yarkee Clipper Blended 
Wonder Cushioned Wyatt Earp Whisky 

Divan Yeasties 
Wonder Love Seat 
Wonder Value 
Wonderfoam 
Wool-Tone 
Wornova 
Wrap and Tie 
Wrap and Tie, and Walk 

into It 
Wrap and Tie, Slip into 
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I. TRADEMARK ACT OF 1946 


CONSTRUCTION 
Section 1 
Section 2 
Section 5 
Section 8 
Section 14 
Section 21 
Section 24 
Section 26 
Section 30 
Section 37 
Section 38 
Section 43 
Section 45 


II. REGISTRABILITY 


In GENERAL 

ABANDONMENT 

ASSIGNMENTS 

CERTIFICATION MARKS 
CLASSIFICATION 

COLLECTIVE MARKS 

Cotor MARKS 

CONCURRENT MARKS 
CONFUSINGLY SIMILAR MARKS 


Class of Goods 


CORPORATE AND TRADE NAMES 
DESCRIPTIVE TERMS 
DISCLAIMERS 

EVIDENCE 

GENERIC TERMS 

GEOGRAPHIC TERMS 

LauUDATORY MarKS 

LICENSES 

LIKELIHOOD OF CONFUSION see CONFUSINGLY SIMILAR MARKS 
MISREPRESENTATION 

PACKAGES AND CONFIGURATIONS 
PERSONAL NAMES 

PROHIBITED MARKS 

RELATED CoMPANY USE 

RIGHT TO REGISTER 





SURNAMES 
SYMBOLS 


III. REGISTRATION PROCEDURE 


APPLICATION 
Ex Parte REJECTION 
INTERFERENCE 
OPpposITION 
In General 
Pleading and Practice 
Evidence 
Defenses 


APPEALS 
To Commissioner 


IV. EFFECT OF REGISTRATION 


In GENERAL 
THE PRINCIPAL REGISTER 


Evidence 
Incontestability 


Importations 


REGISTRATION OF FOREIGN NATIONALS 
THE SUPPLEMENTAL REGISTER 


V. CANCELLATION PROCEDURE 


In GENERAL 
APPEALS 
To Commissioner 
R. S. 4915 


DEFENSES 
EVIDENCE 
PLEADING AND PRACTICE 


VI. COMMON LAW TRADEMARKS 


DESCRIPTIVE TERMS 
LICENSES 

NATuRE OF RIGHTS 

Scope oF PROTECTION 
SECONDARY MEANING MARKS 


VII. REMEDIES 


INFRINGEMENT 
Basis of Relief 
In General 
Colorable Imitations 
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Similarity of Goods 
Scope of Relief 
Accounting 
Attorney’s Fees 
Damages 
Injunction 
Evidence 
Estoppel 


UnFair COMPETITION 
Basis of Relief 
Dress of Goods 
False Designation of Origin 
False Trade Descriptions 
Trade and Commercial Names 
Trade Secrets 


Scope of Relief 
Injunction 
Territorial Limitations 


Defenses 


VII. COURTS 


JURISDICTION 

PLEADING AND PRACTICE 
PRELIMINARY INJUNCTION 
MorTIoNns 

FINDINGS 

ConFLict oF Laws 


CONTEMPT PROCEEDINGS 
APPELLATE PROCEDURE 


IX. STATE STATUTES 
X. COPYRIGHTS 


XI. PATENTS 





DIGEST OF CASES 


TRADEMARK ACT OF 1946 
CONSTRUCTION 


Section | 


Claim that no use was made of mark on the goods prior to application to register is u 


} | ‘ ‘ ‘ . “44 “4% 4 1. « 4 44 a wa 
ing suice the Mark SEASUN-ALL Was used in Comuection witn Cisplays, and the goods were 
quently shipped in commerce. Defendant's claim that it is entitled to use the mark concur 


in its area fails under proof of defendant's knowledge of plaintiff's prior use. 


Section Z 
A Supplemental Registration is a registration for purposes of refusing registration under 
Seetion 2(d), yet Section 26 precludes the declaration of an interference with it. 83 


The term CLOTHING CooRDINATES is “merely descriptive” when used in connection with 
shirts and while it may well be that applicant has so used the term and advertised the sale of 
shirts thereunder that it does identify the goods, the applicant failed to sustain the burden of 
demonstrating that fact, 85 


Application for mark PREsIDENT’s FORMULA used on a vitamin and mineral preparation, 
rejected as being deceptive under Section 2(a) in that it suggests that the formula is the same 
as or in some way related to the one prescribed for the President. 92 


In prior adjudication Court found certain amount of confusion inevitable as result of use 
by applicant and The Fred Gretsch Mig. Co. of the family name zi_pj1an and record shows no 
appeal irom finding so registration is precluded by Section 2(d). 258 


Applicant sought to register noLivay for outer shirts and lounging and beach robes and 
was opposed by registrant of identical mark for men’s, women's and children’s shoes and for 


rubber-soled canvas boots and shoes, Stipulated testimony showed substantial sales by opposer. 


examiner upheld opposition on grounds of likelihood of confusion but Asst. Commissioner 
reversed on the basis that since testimony imtroduced by opposer, from an earlier opposition in 
another matter, was based on women’s shoes and handbags, confusion between these articles 
and sport shirts was not likely. However, Section 2(d) of the 1946 Act provides that a mark 
shall not be registered if it so resembles a registered mark as to be likely, when applied to the 
goods, to cause confusion, aid opposer is entitled to the benefit of the goods enumerated in the 
earlier registration which ineludes men’s shoes, Use of identical mark on sport shirts and 
rubber-soled canvas shoes likely to cause confusion, 1001 


Application to register the photographs of four men each with the surname zILDJIAN is 
refused on basis of prior ruling that some public confusion is inevitable in use of identical 
surnames, and therefore registration is precluded by Section 2(d). 1027 


Section 5 


Application has been filed for trademark registration of design with words PERCOLATING 
action for steam boilers, water heaters and oil burners, Specimens are gummed labels showing 
subject matter with name and address WESCOTT-ALEXANDER, INC,, MADISON, NEW JERSEY. 

Applicant, partuer and stockholder of corporation and one of principal stockholders granted 
corporation exclusive license to use all his patents and trademarks, This use does not inure 
to applicant's benefit and rights in subject matter of application are owned by Wescott- 
Alexander, Section 5 of Trademark Act recognizes rights of owner but does not create right 
of ownership which did not theretofore exist 113 


Section 5 of the Lanham Act did not change the law concerning use as established by 
court decisions, or the concept of trademarks, nor was it intended to establish a system of 
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unlimited or franchising of trademarks comparable to patents. In cach case it must be deter- 


mained whether or not a mark as used by the applicant, or one subject to his control with respect 
to the goods, to identify the apphcant’s goods and to distinguish them from the goods oi 
others. 1028 


Section & 


Registrant is the owner of separate registratioms for the words YANKEE and CLIPPER, 
espectively, for whiskey. In accordance with the provisions of Section 8 of the Act of 1946, 
mt filed afhdavits of use within the sixth year, but the specimens of the mark submitted 
afidavit show 2 sailing vessel and the words YANKEE CLIPPER BLENDED WHISKEY. The 


hoe refused the afhdavits on the ground that the specimens did not show trademark 


a. 
YANKEE or CLiprer. Evidence shows use of YANKEE CLIPPER as an integral mark 


but does not show use of the words separately as trademarks. One may not select one of two 
words as 2 separate trademark which combine to give a unitary meaning. Section 8 imposes 
duty on Patent Office of deciding whether affidavit of use is sufficient, and cancellation of the 
mark if it as mo k camnot be presumed to be im use. Nor can the affidavit be accepted 


cellation affirmed. 998 


A statement in a Section 8 affidavit to the effect that the company filing it owns the mark 
and controls the quality of the goods upon which it is used because it is the exclusive distributor 
thereof im three states and a non-exclusive distributor in al] others, is insufficient to establish 
that use of the mark by the manufacturer of the goods inures to the benefit of afhant. The 
failure by afhant to establish a responsibility for the nature and quality of said goods resulted 

2 forfeiture of all rights im the registered mark and the title thereto passed to the firm which 
had been manufacturing the goods for some years subsequent to registration. 1152 


Registrant in verified affidavit states that he has not abandoned mark shown in registration 
and proposes to resume use of mark on goods when conditions warrant resumption. Examiner's 
refusal to accept affidavit on the ground that affidavit required by Section 8 of the statute must 
do more than negate any intention on part of registrant to abandon mark but must show that 
nonuse of mark is due to special circumstances is affirmed. 1409 


Decreased demand for a product and its resultant withdrawal from the market do not 
constitute special circumstances within the letter or spirit of Section 8 which would excuse 
the nonuse of a registered mark, and a verified statement that the registrant has not abandoned 
the mark does not constitute a showing from which the question of intent can be resolved; 
the affidavit must do more than negate an intention to abandon a mark but must go further 
and show that nonuse thereof is due to special circumstances which excuse nonuse. 1410 


Patent Office is without authority to accept affidavit filed after the expiration of the 6th 
year, and registration must be canceled. 1412 


Section 14 


Petition to cancel two registrations of morHer’s for oat and corn meals and wheat flours 
by user of MoTHER’s Best for wheat flour. Respondent moved to dismiss for failure to state 
claim upon which relief can be granted. Proceeding arose out of concurrent use proceeding 
between same parties and petitioner submits brief used in that proceeding which is improper 
and will not be considered. Sole issue is whether petitioner has pleaded damage. Both parties 
have used the marks for many years with knowledge and consent to each others use. Allega- 
tion that one registration was based on false oath of right to exclusive use which deprived 
petitioner of a concurrent use proceeding and forced it to assume burden of proof in instant 
proceeding against prima facie valid registration does not constitute damage within Sec- 
tion 14, 236 
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DIGEST OF CASES 


I. TRADEMARK ACT OF 1946 


CONSTRUCTION 


Section 1 


Claim that no use was made of mark on the goods prior to application to register is unavail- 
ing since the mark sEASON-ALL was used in connection with displays, and the goods were subse- 
quently shipped in commerce. Defendant’s claim that it is entitled to use the mark concurrently 
in its area fails under proof of defendant's knowledge of plaintiff’s prior use. 572 


Section 2 


A Supplemental Registration is a registration for purposes of refusing registration under 
Section 2(d), yet Section 26 precludes the declaration of an interference with it. 83 


The term CLOTHING COORDINATES is “merely descriptive” when used in connection with 
shirts and while it may well be that applicant has so used the term and advertised the sale of 
shirts thereunder that it does identify the goods, the applicant failed to sustain the burden of 
demonstrating that fact. 85 


Application for mark PRESIDENT’S FORMULA used on a vitamin and mineral preparation, 
rejected as being deceptive under Section 2(a) in that it suggests that the formula is the same 
as or in some way related to the one prescribed for the President. 92 


In prior adjudication Court found certain amount of confusion inevitable as result of use 
by applicant and The Fred Gretsch Mfg. Co. of the family name zILDJIAN and record shows no 
appeal from finding so registration is precluded by Section 2(d). 258 


Applicant sought to register HOLIDAY for outer shirts and lounging and beach robes and 
was opposed by registrant of identical mark for men’s, women’s and children’s shoes and for 
rubber-soled canvas boots and shoes. Stipulated testimony showed substantial sales by opposer. 
Examiner upheld opposition on grounds of likelihood of confusion but Asst. Commissioner 
reversed on the basis that since testimony introduced by opposer, from an earlier opposition in 
another matter, was based on women’s shoes and handbags, confusion between these articles 
and sport shirts was not likely. However, Section 2(d) of the 1946 Act provides that a mark 
shall not be registered if it so resembles a registered mark as to be likely, when applied to the 
goods, to cause confusion, and opposer is entitled to the benefit of the goods enumerated in the 
earlier registration which includes men’s shoes. Use of identical mark on sport shirts and 
rubber-soled canvas shoes likely to cause confusion. 1001 


Application to register the photographs of four men each with the surname ZILDJIAN is 
refused on basis of prior ruling that some public confusion is inevitable in use of identical 
surnames, and therefore registration is precluded by Section 2(d). 1027 


Section 5 


Application has been filed for trademark registration of design with words PERCOLATING 
ACTION for steam boilers, water heaters and oil burners. Specimens are gummed labels showing 
subject matter with name and address WESCOTT-ALEXANDER, INC., MADISON, NEW JERSEY. 

Applicant, partner and stockholder of corporation and one of principal stockholders granted 
corporation exclusive license to use all his patents and trademarks. This use does not inure 
to applicant’s benefit and rights in subject matter of application are owned by Wescott- 
Alexander. Section 5 of Trademark Act recognizes rights of owner but does not create right 
of ownership which did not theretofore exist. 113 


Section 5 of the Lanham Act did not change the law concerning use as established by 
court decisions, or the concept of trademarks, nor was it intended to establish a system of 
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unlimited or franchising of trademarks comparable to patents. In each case it must be deter- 
mined whether or not a mark is used by the applicant, or one subject to his control with respect 
to the goods, to identify the applicant’s goods and to distinguish them from the goods of 
others. 1028 


Section 8 


Registrant is the owner of separate registrations for the words YANKEE and CLIPPER, 
respectively, for whiskey. In accordance with the provisions of Section 8 of the Act of 1946, 
registrant filed affidavits of use within the sixth year, but the specimens of the mark submitted 
with the affidavit show a sailing vessel and the words YANKEE CLIPPER BLENDED WHISKEY. The 
Patent Office refused the affidavits on the ground that the specimens did not show trademark 
use of either YANKEE or CLIPPER. Evidence shows use of YANKEE CLIPPER as an integral mark 
but does not show use of the words separately as trademarks. One may not select one of two 
words as a separate trademark which combine to give a unitary meaning. Section 8 imposes 
duty on Patent Office of deciding whether affidavit of use is sufficient, and cancellation of the 
mark if it is not. Mark cannot be presumed to be in use. Nor can the affidavit be accepted 
as excusing its nonuse. Cancellation affirmed. 998 


A statement in a Section 8 affidavit to the effect that the company filing it owns the mark 
and controls the quality of the goods upon which it is used because it is the exclusive distributor 
thereof in three states and a non-exclusive distributor in all others, is insufficient to establish 
that use of the mark by the manufacturer of the goods inures to the benefit of afhant. The 
failure by affiant to establish a responsibility for the nature and quality of said goods resulted 
in a forfeiture of all rights in the registered mark and the title thereto passed to the firm which 
had been manufacturing the goods for some years subsequent to registration. 1152 


Registrant in verified affidavit states that he has not abandoned mark shown in registration 
and proposes to resume use of mark on goods when conditions warrant resumption. Examiner’s 
refusal to accept affidavit on the ground that affidavit required by Section 8 of the statute must 
do more than negate any intention on part of registrant to abandon mark but must show that 
nonuse of mark is due to special circumstances is affirmed. 1409 


Decreased demand for a product and its resultant withdrawal from the market do not 
constitute special circumstances within the letter or spirit of Section 8 which would excuse 
the nonuse of a registered mark, and a verified statement that the registrant has not abandoned 
the mark does not constitute a showing from which the question of intent can be resolved; 
the affidavit must do more than negate an intention to abandon a mark but must go further 
and show that nonuse thereof is due to special circumstances which excuse nonuse. 1410 


Patent Office is without authority to accept affidavit filed after the expiration of the 6th 
year, and registration must be canceled. 1412 


Section 14 


Petition to cancel two registrations of MOTHER’s for oat and corn meals and wheat flours 
by user of MOTHER’s BEST for wheat flour. Respondent moved to dismiss for failure to state 
claim upon which relief can be granted. Proceeding arose out of concurrent use proceeding 
between same parties and petitioner submits brief used in that proceeding which is improper 
and will not be considered. Sole issue is whether petitioner has pleaded damage. Both parties 
have used the marks for many years with knowledge and consent to each others use. Allega- 
tion that one registration was based on false oath of right to exclusive use which deprived 
petitioner of a concurrent use proceeding and forced it to assume burden of proof in instant 
proceeding against prima facie valid registration does not constitute damage within Sec- 
tion 14. 236 
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Section 21 


On appeal from Commissioner’s decision appellee moves, pursuant to Rule 13, to correct 
diminution of record, based on the omission from the printed record of testimony of witnesses 
on the ground of irrelevancy. Rules provide that appellant must file certified copy of record 
which shall consist of “so much only of the evidence as may be necessary to a decision,” but 
this is not authority for ex parte omission by appellant of parts it deems unnecessary if appellee 
deems otherwise and proceeds by motion to include the omitted parts. 622 


Section 24 


Action to cancel application on Supplemental Register, and hence also a registration under 
1920 Act, is provided for by Section 24 of 1946 Act which differs from Section 14 relating to 
actions for cancellation of other registrations. 505 


Petitioner seeks cancellation of Supplemental Registration of HAIR COLOR BATH for hair 
tinting and coloring preparations, alleging earlier and present use of COLORBATH as descriptive 
name for its hair coloring preparations and averring that respondent’s registration is damaging. 

Under Section 24, if registrant was not entitled to register the mark at the time of 
application, or if mark is not used by registrant or has been abandoned and petitioner is likely 
to be damaged by the maintenance of the registration on the register, the registration should 
be canceled. 1547 


Section 26 


A Supplemental Registration is a registration for purposes of refusing registration under 
Section 2(d), yet Section 26 precludes the declaration of an interference with it. 83 


Section 30 


The classification of products is expressly given to the Commissioner of Patents by 
Section 30, and registrants are not permitted to seek registration of the mark in other classifi- 
cations which are contrary to the classifications created by the Patent Office. 1159 


Section 37 


Section 37 which provides that in any action involving a registered mark the court may 
determine the right to registration, order the cancellation of registrations in whole or in part, 
restore canceled registrations and otherwise rectify the register, and Section 14 which provides 
for cancellation proceedings in the Patent Office, are concurrent remedies, not mutually exclu- 
sive. District court had jurisdiction of entire controversy and should have determined validity 
of defendant’s registration. Dismissal of complaint was error. 1469 


Section 38 


As used in Section 38 of Lanham Act, “false” and “fraudulent” are used in mutually exclu- 
sive sense, and damages are recoverable where registration is procured either by declaration 
which was incorrect or by declaration which was willful attempt to mislead and where injury 
has resulted as a consequence thereof; claim of punitive damages for unfair competition under 
Section 38 is not sustainable under circumstances. 594 


Section 43 


Plaintiff, manufacturer of dresses sold for $17.95, prevails under Section 43(a) of 1946 
Act where defendant sold dress similarly pictured in its advertisements but actually different 
for $6.95; plaintiff abandoned marketing its dresses as result of advertisement; plaintiff is 
entitled to compensatory damages for loss sustained by plaintiff on forced sale of its completed 
dresses and unused piece goods, and for loss of good will, cheapening of plaintiff's name, and 
exposure of plaintiff to ridicule. 302 
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Use by Freihoter Philadelphia subsidiary of label indicating it was licensed to sell 
HOLLYWoop bread was false representation and violation of Section 43(a) which provides a 
civil remedy by way of damages or injunctive relief against anyone using a false designation 
of origin, description or representation in connection with goods or services in commerce. Fact 
that false label was a mistake is no defense since Section does not require that the Act be 
willful or with intent to deceive. However, in order to justify damages there must be a showing 
of customer reliance on the false advertisement or label. The damage to Parkway was caused 
by Freihofer’s invasion of Parkway’s territory and not by false label according to the evidence. 
Injunctive relief does not require that purchasers be deceived but only that the false advertise- 
ment have a tendency to deceive but since the use of the false label had ceased prior to judgment 
by the trial court the issuance of an injunction is within the court’s discretion and the refusal to 
issue the injunction is not an abuse of discretion. 1232 


Section 45 


A wholly owned subsidiary completely controlled by the parent corporation is a related 
company under Section 45. 28 


Claim that no use was made of mark on the goods prior to application to register is 
unavailing since the mark sEASON-ALL was used in connection with displays, and the goods 
were subsequently shipped in commerce. Defendant’s claim that it is entitled to use the mark 
concurrently in its area fails under proof of defendant’s knowledge of plaintiff’s prior use. 572 


The assignee of a registration stands in the place of the registrant in all respects and is 
entitled to the benefit of all evidentiary presumptions. Dismissal of opposition to mark SHUSH, 
for douche kits, filed by assignee of registration of mark HUSH, for toilet preparations, upon 
ground that opposer had failed to prove continuous use subsequent to applicant’s filing date, 
reversed ; the registration is prima facie proof of such use. 1143 


II. REGISTRABILITY 


In GENERAL 


Subject matter consisting of names and sketches used in promotional contest comprises 
neither merchandise sold nor services performed in trade, and is not registrable. 75 


Cover design for jacket for single book is not registrable as a trademark. 80 


Texture of paper on which advertisements are printed is not a trademark for advertise- 
ments or anything else. 81 


Three-dimensional representations of the distinctive features of a “picture-mark” used as 
a point of sale attention getter is not itself registrable. An application for “a toy duck floating 
on water” used in connection with a cement base paint coating for masonry surfaces was 
rejected as being but a part of a merchandising display. 89 


Patent Office and courts have recognized “expansion of trade” doctrine under which trade- 
mark owner is entitled to prevent registration or use of his mark on all products which might 
reasonably be expected to be produced by him in the normal expansion of his trade. Doctrine 
does not apply where chalkboard products are added to line of metal-faced wood sheets. 210 


Application to register HAIR DREAM for hair dressing is opposed by registrant of pRENE for 
shampoo. Opposer’s mark used since 1934 with substantial sales and advertising. Record shows 
applicant has misspelled “Cream” as DREAM in phrase MARY KING HAIR DREAM and is therefore 
being used as the name of the goods rather than as a trademark. As such it is incapable of 
registration on the Principal Register and qualifies only for Supplemental Register unless it is 
offered as part of mark MARY KING HAIR DREAM. 368 
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Specimens submitted approximately one year after application date showing mark in block 
letters did not support a finding that the mark was in use on the filing date since the specimens 
filed at that time showed the mark set forth in a fancy display. 521 


Refusal to register “135” as a trademark for metal welding electrodes upon the ground 
that said designation had never been used apart from the mark NI-0-NEL, reversed; purchasers 
of the goods are skilled technicians who are likely to recognize the numerals as identifying 
specific products of specific manufacturers for specific uses. 524 


Under Acts of 1905 and 1946, party owns mark where he was and is exclusive United 
States distributor of foreign goods, where manufacturer had assigned, together with good will 
of company in the United States, right to register and use trademark in the United States; in 
addition, distributor undertook ‘to promote sale of goods and to prosecute actions for trademark 
infringement. 694 


Any symbols which, through adoption and use, have become associated with and have 
identified a product in the public mind can be protected as a trademark. 711 


Alertness of court to social values and function of the trademark flows from and parallels 
dual purposes of Lanham Act (1) to protect the public, and (2) to protect the investment of 
the trademark owner. 730 


Neither a French registration nor an abandoned United States application affords evidence 
of use or ownership of the mark in this country. 756 


WEKCO and EKCO present strange and unusual combinations of letters and should be placed 
in the category of coined or fanciful names, which should be given much broader degree of 
protection than words in common use. 

Concept of natural expansion of business in area of non-competing goods has two aspects: 
(1) possibility that trade practices of second user may stain owner’s reputation in minds of 
his customers, and (2) possibility that sometime in future he may wish to extend business 
into that market which second user has begun to exploit. 763 


Appellant added sticker to goods showing drawing of clown and words SEE NUTSEY THE 
CLOWN ON TV AND IN YOUR GROCERY STORES; this is nothing more than advertisement for char- 
acter known as NUTSEY THE CLOWN and does not show trademark use. 767 


Word mark which is separable feature of applicant’s composite mark is deemed to be 
registrable apart from design element. 777 


A domestic corporation formed by a foreign manufacturer to distribute its goods in this 
country and to which it assigned its United States rights in the mark LeITz was held to be the 
owner of the mark and entitled to registration thereof. The proof showing that the domestic 
corporation had itself manufactured products to which it had affixed the mark. 974 


A design used by applicant as an ornamental display on the base of its sewing machines 
was held to be a trademark where reproduced on gummed labels affixed to the carton. The 
fact that design served an ornamental purpose did not disqualify it as a trademark when used 
as such. Objection that the labels were so small as to prevent the mark from making a com- 
mercial impression was rejected, for it is not a question of whether the mark will be noticed 
but whether it will be understood as indicating origin. Also rejected was the claim that use 
of the mark on cartons which were not apt to be seen until after purchase had been made did 

not constitute trademark use. 1406 


Application to register mark identifying bank on printed forms, such as checks, bank 
drafts, deposit passbooks, and identification card forms is refused since these are necessary 
adjuncts to the rendering of banking services in which applicant is engaged. Mark identifies 
banking services but not the printed forms. 1425 


Specimens which consisted of mailing labels showing applicant’s trade name and address 
did not show trademark use. 1523 
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ABANDONMENT 


Nonuse during war does not constitute abandonment but is excusable nonuse. 252 


Mere nonuse for three years would not constitute abandonment in the absence of an intent 
to abandon trademark. 711 


Testimony of a customer that he had purchased wine bearing opposer's mark in June, 1950 
and March, 1955, no other proof of use having been offered, held to be prima facie evidence 
of abandonment and hence did not bar registration of the same mark by one who first used 
it in 1953. Testimony by the same witness that he had seen wine so labeled in opposer’s winery 
for many years and that he had considered mark synonymous with opposer was held conclusory 
and not a substitute for testimony of actual use. 756 


Luc-Ton Corporation applied to register srRATEGY and design for a “board game”; three 
months later application was made by Lieberman to register sTATEGY and a design for a “board 
game” involving military strategy. In interference proceeding Luc-Ton was held entitled to 
registration. On appeal by Lieberman Patent Office was advised that Luc-Ton Corporation 
had been dissolved; therefore, registration to Luc-Ton Corporation is denied. 1024 


If applicant believes that cited registration has been abandoned and that he is damaged by 
registration, he has to seek remedy by way of cancellation proceedings. 1275 


Registrant in verified affidavit states that he has not abandoned mark shown in registration 
and proposes to resume use of mark on goods when conditions warrant resumption. Examiner's 
refusal to accept affidavit on the ground that affidavit required by Section 8 of the statute must 
do more than negate any intention on part of registrant to abandon mark but must show that 
nonuse of mark is due to special circumstances is affirmed. 1409 


Decreased demand for a product and its resultant withdrawal from the market do not 
constitute special circumstances within the letter or spirit of Section 8 which would excuse 
nonuse of a registered mark, and a verified statement that registrant has not abandoned the 
mark does not constitute a showing from which the question of intent can be resolved; affidavit 
must do more than negate an intention to abandon a mark but must show that nonuse thereof 
is due to special circumstances which excuse nonuse. 1410 


ASSIGNMENTS 


Mere recital of reservation in assignment could not create trademark rights against others 
which assignor had not theretofore acquired by use, but recognition of assignor’s rights estops 
assignee to claim otherwise. 711 


Assignee of a registration stands in the place of the registrant in all respects and is entitled 
to the benefit of all evidentiary presumptions. Dismissal of opposition to mark suHusu, for 
douche kits, filed by assignee of registration of mark HuUsH, for toilet preparations upon ground 
that opposer had failed to prove continuous use subsequent to applicant’s filing date, reversed; 
registration is prima facie proof of such use. 1143 


An instrument which purported to grant exclusive license to use the marks TECA and 
BI-TRODE, each identified by its registration number, to a company which took over manufacture 
of the products was held to be an assignment not only of such marks but of the registered 
mark TECA AUTO-SURGE not mentioned therein. 1152 


Creator of a cartoon series, BELIEVE IT OR NOT, who thereafter caused to form a corporation 
for the purpose of minimizing income taxes and to which he assigned all his rights, title and 
interest in his business conducted under the said mark was held not to have assigned the mark 
to the corporation with the result that upon his death the mark vested in his executors and 
trustees. The whole course of dealing by the deceased indicated lack of intention to part with 
title to the mark. The fact that he had renewed registrations in his own name was considered 
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clear proof that he had no intention of giving up control of mark and, moreover, Sections 7 (b) 
and 33(a) of the Lanham Act provide that registration of a mark constitutes prima facie 
evidence of ownership. 1395 


CERTIFICATION MARKS 


Application for registration of certification mark MARSDEN for lock-nuts stated to be 
“used by persons authorized by applicant to certify the material, mode of manufacture, 
quality, accuracy and effectiveness of the goods.” Application is refused on the ground that 
MARSDEN appears to be name of a type of lock-nut made by licensees in accordance with patent 
owned by applicant but public is not advised of patent licensee relationship. 1280 


CLASSIFICATION 


Registration of mark FER-IN-sOL, for an edible liquid substance used as a dietary supple- 
ment, permitted in two classes, i.e. as a food and as a drug. 980 


Classification of products is expressly given to the Commissioner of Patents by Section 30, 
and registrants are not permitted to seek registration of the mark in other classifications which 
are contrary to the classifications created by the Patent Office. 1159 


Opposition filed by a manufacturer of vegetable laundry starch against application for 
registration of KLEERBLU, for a starch for laundry and industrial use, did not state grounds 
upon which relief could be granted where the charge was that applicant’s product was a chemical 
compound containing no vegetable starch. Starch is the recognized commercial name of a 
product useful for sizing, or stiffening fabrics and purchasers buy products for such purposes 
not because of the chemical structure. 1516 


COLLECTIVE MARKS 


Collective mark is creature of federal statute and was not recognized at common law; 
collective mark is owned and may be registered by group or association of which it is a 
symbol, but not by a user thereof. 711 


Applicant, a marketing association, is entitled to registration of its marks as collective 
marks where it authorizes five auction houses which sell mink pelts to tag with the appropriate 
mark the pelts of certain designated producers, applicant’s members and others who pay 
applicant its established fees, which pelts meet applicant’s established standards of quality, color 
and texture. 1034 


Applicant, non-profit membership corporation, seeks to register DFPA as a trademark for 
plywood produced by its regular and “provisional” members in accordance with plans and 
specifications of applicant which meet laboratory and research tests of applicant. Applicant 
by advertising and research promotes use of plywood. Record shows that applicant’s mark 
can be used only by members to identify plywood made according to applicant’s standards and 
specifications and distinguish their plywood from that of others. Use of mark is that of a 
collective mark and is registrable. 1428 


Cotor Marks 


Applicant seeks to register on the Principal Register a solid green circle with square un- 
colored cutout portion at the center for recording machines. Specimens filed are green VINYLITE 
recording discs and folders advertising recorders which describe discs and therefore applicant 
is in reality seeking to register a picture of the article which is not proper. 232 


Geometric figure of a particular color may be registered as a trademark provided it is in 
fact the distinguishing mark of applicant; where maroon oval was not accepted by public 
as a distinguishing feature of plaintiff’s goods, but merely served as background for actual 
mark, and was never used alone on packages, it is not a trademark. 332 
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Evidence that the legend “Reg. U.S. Pat. Off.” was used in connection with varied colora- 
tions of the registered mark, does not support defense of “unclean hands” where the colors 
were employed to distinguish different grades and qualities of the product and as part of the 
registered brand or trademark. 443 


Application to register as trademark for cutting knives a green stripe covering surface of 
back edge of knives has been filed. Although, in general color is not registrable, there are some 
industries where application of color to portion of article may indicate origin to purchaser. 
Since record is incomplete as to a statement that color identifies and distinguishes applicant’s 
products, appeal is suspended and applicant given leave to augment record. 1276 


CONCURRENT MARKS 


First user of the mark JIM CLINTON who subsequently assigned or abandoned in favor of 
another its rights in six states is entitled to a concurrent registration. 531 


Decision awarding unrestricted registration to the applicant for a concurrent registration 
of PLASTICOTE, used on a cleaning and polishing compound, excluding the states of California, 
Arizona, and Washington, was reversed upon the ground that applicant had admitted prior use 
by another of the mark pPLasticoTe, for similar products, and, moreover, registration cannot 
be broader in scope than requested in the application. 1146 


Two applications for concurrent use are filed for the same mark FRONTIER; one is used 
by Frontier on gasoline and displayed in a circle with illustration and mark is sought to be 
registered in a number of states. FRONTIER, displayed in block letters is registered for motor 
lubricating oil and registration is sought for gasoline, kerosene, and fuel oil for jet engines by 
Ashland for several states, other than those of the other party. Kecord shows that Frontier 
has used mark on gasoline in eleven western states, and Ashland, first user of mark, is confined 
to eastern states for use on gasoline and lubricating oils. Frontier is therefore entitled to 
registration in western states and Ashland’s registration is to exclude these states. 1497 


CONFUSINGLY SIMILAR MARKS 


(For easier reference the following section is arranged alphabetically by trademarks.) 


AG CHEM for a foliar nutrient and AGRIcO used on agricultural chemicals bear such slight 
resemblance to one another that even the most unwary purchaser would distinguish between 
them. 514 


Composite mark featuring three women’s torsos of different lengths with word ALBA and 
composite mark picturing three women of various heights wearing stockings, both for hosiery, 
are not likely to cause confusion or deception of purchasers. 217 


AMERICAN SPORTSMAN for men’s shirts and outer jackets is likely to be confused with 
SPORTSMAN and design for sleeping apparel. 74 


Application to register ANcor for floor surfacing is opposed by registrant of Ancor 80 for 
iron powder. Opposition dismissed on the ground that differences in trade channels, purchasers, 
and goods obviate probability of confusion. 1532 


APECO AUTO-STAT printing and developing apparatus for producing photocopies and supplies 
therefor is not likely to be confused with pHotostaT for similar goods; goods are expensive and 
potential purchaser is likely to be conscious of identity of manufacturer. 220 


ARMOR for chalkboard is not likely to be confused with armMorpLy for metal-faced wood 
sheets. 210 


No likelihood of confusion found between applicant’s mark consisting of an arrow design 
and word Arrow, for men’s wear, and applicant’s mark consisting of the words BELLE POINT and 
design of an arrow, for children’s, men’s and ladies’ clothing. 1015 
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Application to register BABY POSTURE for mattresses opposed by registrant of POSTUREPEDIC 
and outline drawing of woman’s torso for mattresses and box springs. Evidence shows that 
various manufacturers make and sell mattresses and box springs to opposer’s specifications and 
pay fee to opposer who provides national advertising. Opposer makes mattresses in three sizes, 
designated as BABY POSTUREPEDIC, CHILDREN'S POSTUREPEDIC Or POSTUREPEDIC. Applicant uses 
BABY POSTURE on label beneath which appears MADE BY SIMMONS. Since mattresses are 
purchased with care and usually with knowledge of manufacturer and, since opposer normally 
displays mark POSTUREPEDIC with SEALY and uses BABY POSTUREPEDIC to describe its crib mat- 
tresses, confusion is deemed unlikely. 362 


Considering differences in the goods and highly suggestive nature of the marks, there is no 
likelihood of confusion between BAR-B-QUIK for frozen barbecued chicken and barbecue sauce 
and BAR-BE-CHICK for canned meat product consisting of chicken meat and barbecue sauce. 492 


Marks BEAUTYKOTE and BEAUTYSHIELD when applied to paint or waterproof coatings have 
almost identical connotations which is sufficient to support a finding of likelihood of con- 
fusion. 374 


No likelihood of confusion found between registrant’s BIT-0-HONEY for candy bars and 
applicant’s ROGERS BITS 0’ HONEY for canned peas, and canned peas and carrots. 1009 


Although no confusing similarity was found between the word portion of the parties’ marks 
BLUE BELL and BELLE POINT, likelihood of confusion was found to exist in the bell design which 
formed part of each mark, the proofs showing that purchasers relied upon the bell design in 
buying registrant’s clothing products. 1013 


BLUE CREST and shield design for vitamin preparations is not confusingly similar to BLUE 
cross and representation of a cross for mineral oil proprietary products and pharmaceutical 
ingredients, since they differ in sound, appearance and commercial significance. 1507 


BLUE JEAN sox and design for women’s and girl’s sox is likely to be confused with BLUE 
JEAN for cotton flannel gloves; both gloves and sox are ordinarily sold in the same retail 
stores. 212 


Trademarks must be considered in their entireties and while BRIDE’s PRIDE and THE BRIDAL 
PAIR contain the implication of a bride and the second words both begin with the letter “P,” 
the marks are so different in sound, appearance and meaning that their concurrent use, the 
former for wedding and engagement rings and the latter for earrings, necklaces, keyrings, and 
anklets, is not likely to cause confusion. 1265 


Applications to register BRIGHT LEAF and LUCKY LEAF, each in association with a tobacco 
leaf, for insecticide-fungicide dust and spray, are opposed by registrant of ROSE LEAF, BLACK LEAF 
and BLACK LEAF 40, sometimes in association with a black tobacco leaf for tobacco extracts and 
nicotine solutions for insecticide purposes. Applicant concedes opposer’s priority but denies 
likelihood of confusion. Opposer had advertised its products extensively in conjunction with 
the phrases THE LEAF THAT PROTECTS and LOOK FOR THE LEAF ON THE PACKAGE. Under these 
circumstances purchasers familiar with opposer’s products are likely to assume that all of 
the products emanate from a single producer. Any doubt should be resolved in favor of 
opposer. 388 


No likelihood of confusion exists between CAMART and KALART both used on photographic 
equipment. 1483 


CAMPANA for paint products is not likely to be confused with same mark for various cos- 
metics items and toilet preparations. 65 


No likelihood of confusion found to exist between registrant’s CENCO, for scientific instru- 
ments and laboratory apparatus, equipment and supplies, and applicant’s use of the same mark 
for paper and plastic bags. 1016 
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CHARMIES for bedroom slippers is not likely to be confused with CHARM for wearing 
apparel including slippers; applicant previously registered SOUTHERN CHARM for shoes and 
slippers, and widespread use of CHARM and variants in advertising copy and other trademarks 
has conditioned minds of public so that purchasers look to matter used in conjunction with 
such words really to distinguish. 79 


COLORAL, for hair colorings and rinses, is not likely to cause confusion with CLarRoL, for 
hair dyes and hair lotions, CLAIROL and a drawing of two female heads, for hair tints, shampoo 
and hair dye removers, MISS CLAIROL, for hair tinting and LADY CLAIROL, for hair shade lighten- 
ing preparations; marks do not look alike and it is common knowledge that when hair color- 
ings are specified by brand name by the clientele of beauty shops, they are carefully pronounced 
by both customer and operator. Moreover, commercial impressions created by the marks 
are so different as to avoid probable confusion. . 1526 


Applicant’s mark CopYMASTER is for ammonia type dry process reproducer normally sold 
through office equipment dealers while opposer’s mark COPYMAKER for photographic reproduc- 
ing apparatus is sold through photographic supply dealers. While marks look and sound alike 
they do not create the same commercial impression and, therefore, confusion is deemed 
unlikely. 256 


CULTURED BEMBERG and CULTURED COTTON will be thought by fabric buyers to emanate from 
single source. 62 


Application to register p’AQUA for coats, trousers and overcoats, is opposed by registrant 
of pAKs for trousers, coats and shorts, and PADAK for topcoats and overcoats. Marks do not 
look or sound alike or possess similar suggestive significance; therefore, dismissal of opposition 
is affirmed. 658 


Registration of DAVENBED for convertible sofas is refused on the basis of the registration 
for DAV +N «BED. Since the goods are the same, confusion is deemed inevitable. 626 


Applicant seeks to register DERMATONE for liquid hand cleaner and registration is opposed 
by registrant of identical mark for chemical composition used in dermatology and in treating 
acne and dermatitis. Testimony shows that opposer has used mark on ointment and antiseptic 
soap since 1917, and while goods are noncompetitive and differ in characteristics, functions and 
uses, confusion is likely since they are sold through the same retail! channels. 654 


Application to register poG-E-DITE for vitamin and mineral dietary supplement for dogs, 
is opposed by registrant of DOGGIE DINNER for dog and cat food. Evidence shows substantial 
advertising of DOGGIE DINNER since 1927, and that products are sold through same channels. 
Testimony was taken with respect to confusion caused by applicant’s package DoG-E-DITE, but 
testimony appears to be based upon color of the package rather than the name, and, despite 
testimony to the contrary, marks do not look alike; therefore, confusion is not deemed likely, 
and dismissal of opposition is affirmed. 890 


Application to register DRILLMASTER for tractor or truck mounted rock drilling rig units 
is opposed by registrant of a composite mark dominated by DRILLMASTER for compressed air 
systems, and unitary apparatus consisting of compressors, valves and connections. While prod- 
ucts of both parties are expensive and purchased with care they are likely to be identified by 
the mark DRILLMASTER and purchasers will assume that they emanate from same source. There- 
fore, opposition is sustained. 1544 


Application for registration of puAt for electric shavers accepted for publication on the 
ground that it is not likely to be confused with pueET previously registered for the same 
goods. 1282 


DURATED LIGHTING and design for electric lamps is not confusingly similar to DURO TEST or 
DUREX for incandescent and fluorescent lamps, since marks do not look alike, sound alike nor 
create similar commercial impressions. 1508 

























DURILLIUM used for fabric coatings, is confusingly similar to puRIUM previously registered 
for a protective finish for all surfaces including textiles; registration of former mark 
refused. 94 


pust-oFF for household cleaning and polishing liquid is likely to be confused with SOIL-OFF 
for spot remover and household cleaner. 57 


ECONOMATIC for hot water tanks and range boilers is not likely to be confused with 
OIL-O-MATIC or GAS-O-MATIC for sundry fuel systems and devices. 51 


EGG-O-MAT for egg vending machine is confusingly similar to EGoMaTIC for egg candling 
machine, since evidence shows that equipment is often sold to the same customers and any 
doubt should be resolved in opposer’s favor. 888 


EL LECHONCITO for lard is likely to be confused with EL cOcHINITOo for the same goods; the 
marks mean “little suckler” and “little pig” respectively. 82 


Application to register ELECTROJET for vacuum cleaners is opposed by registrant of 
ELECTROLUX for identical goods. Since the marks must be considered in their entireties confu- 
sion is deemed likely. 360 


Picture of dancing elf, carrying little girl on its nose, for books, is not likely to be 
confused with picture of elf or with BOOK-ELF. 80 


As a consequence of the practice in the foundation garment industry to use the house mark 
in connection with model designations, it was found that purchasers are likely to purchase by 
house mark and to use the secondary mark or model name to identify the specific design of a 
given manufacturer’s garment. It was concluded, therefore, that applicant’s FIRE FLY, for 
foundation garments did not conflict with prior registration of FIREFLY and design for hosiery. 
Ordinarily manufacturers of hosiery do not manufacture foundation garments and the average 
purchasers are likely to know this. 520 


Application to register FOODMASTER for hand operated food choppers and cutters is opposed 
by registrant of MIXMASTER for electric food mixers. Purchasers are likely to assume that 
electric food choppers and manually operated food choppers emanate from the same source. 
Such confusion is within contemplation of prohibitory provision of Section 2(d) of the 
Act. 1540 


Application to register Frosty seas for variety of frozen sea food products is opposed by 
registrant of sEAFROST for frozen salmon and halibut and steaks and fillets therefrom. Applicant 
uses FROSTY ACRES on frozen vegetables, influencing selection of mark applied for. Marks 
do not look or sound alike and it is held that purchaser’s confusion is unlikely. 1502 





Application to register GAINES with picture of a dog’s head for cleaning, waxing and 
polishing household appliances is opposed by registrant of GAINES DOG MEAL with illustration 
of dog, GAINES DOG KRUNCHEON, and GAINES, all for dog food. 

Decision of Examiner of Interferences dismissing opposition is reversed on the ground 
that opposer’s mark is so widely known in association with dogs that purchasers are likely to 
associate subconsciously applicant’s mark with opposer’s, assuming that both products emanate 
from the same source, especially since products are sold in same retail outlets. 1493 


No likelihood of confusion found to exist between opposer’s mark GLO-coaT, for paint 
enamels and liquid polishes for finishing and coating floors and other surfaces, and applicant’s 
mark GLO-CANDLE as used in connection with bulk wax for molding candles. 1402 


Application to register HARVESTAIRE superimposed on large “H” in a disk for harvesters 
and parts therefor is opposed by registrant of THE HARVESTER for agricultural combines. 
Products of both parties are expensive and not carelessly purchased and identity and reputation 
are of great importance to buyers; since mark applied for is applicant’s corporate name it is 
unlikely that purchasers will be confused. Decision of Examiner of Interferences dismissing 
opposition is affirmed, 1503 
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Application to register HOLIDAY for men’s coats, topcoats and suits is refused as likely to 
be confused with registrant’s use of HOLIDAY for rubber boots and shoes. 1506 


HOLLYMATIC for automatic electrically operated hamburger patty molding machines is 
likely to be confused with same mark for water heaters, home heating appliances and cooking 
ranges. 646 


In an opposition proceeding involving the mark HoPE used in connection with expensive 
perfumes sold by applicant’s employees at special counters in large department stores, on the 
one hand, and denture products sold at ordinary drug counters on the other hand, the court 
held, in reversing the Assistant Commissioner, that current retail merchandising practices 
employed by the parties are not controlling on the question of purchaser confusion, and 
neither is the probable psychological impact of the marks in the surroundings in which the 
goods are sold, for these practices can change at any time. Also, fact that one product is a 
luxury product whereas the other is a necessity item is not of much importance on the question 
of confusion, for not only can prices be changed at any time but it is common for a single 
manufacturer to produce both types of goods. The court further discounted the fact, heavily 
relied upon by the Patent Office in finding no likelihood of confusion that the opposer, as other 
large drug houses, manufactured a long line of products each of which was sold under a separate 
trademark. The question of confusion was not free of doubt in the court’s mind and since 
doubt must be resolved against the newcomer, the opposition should have been sustained. 1266 


Application to register Hy-BrRD for live chickens and hatching eggs is opposed by regis- 
trant of HY-LINE for live and dressed poultry, seed corn, and hatching eggs. Resemblance 
between the two marks is likely to result in purchaser confusion or mistake that applicant’s 
application must be refused. 1434 


Application to register 1cy-apE for flavoring powder for soft drinks is opposed by regis- 
trant of KooL-Aip for prepared powder for flavored soft drinks. Since five-cent beverage 
powders are not likely to be carefully purchased, purchaser will be governed by a general 
glance and likely to be confused by same impression created by the marks. Opposition is 
sustained. 1545 


INTERNATIONAL for selenium rectifiers and photocells is likely to be confused with products 
of International Telephone and Telegraph Corporation which manufactures these products 
among many kinds of electronic equipment. 353 


“J” enclosed within 8-pointed star for watches and clocks and parts thereof is not likely to 
be confused with sTAR w. c. co. in a border, sTAR/WATCH CASE/COMPANY written in three lines 
with outline of 5-pointed star, STAR WHITE in border, or outline of five pointed star, goods 
listed being watch cases. 224 


JALOWALL for combination wall panel with jalousie window insert is not likely to be con- 
fused with JALCASE, JALLOy and JAL-puct for metal shapes. 207 


JcaP and K-capP for electrical condensers sound so much alike that confusion will inevitably 
result despite the fact that the products are not ordinary consumer items sold to the general 
public. 502 


Petitioner, registrant of yocKEy for variety of clothing items, including hosiery seeks 
cancellation of rocKEé registered for men’s and women’s hosiery on Supplemental Register. 
Examiner’s decision granting petition for cancellation is reversed on the ground that while 
both parties sell men’s hosiery through the same retail outlets, respondent has sold only hosiery 
under the mark rockf. Although there may be doubt as to the pronunciation of respondent’s 
mark, both marks are distinctly different in meaning and it is unlikely that consumer confu- 
sion would result. 1487 

There is no likelihood of confusion between KARBON KING with the head of playing card 
king, for a carbon remover sold directly to industrial users, and WHITE KING with or without 
the head of a playing card king, for soaps sold to general public and others for public use. 493 
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KLEENAP for paper napkins is likely to be associated with applicant’s well-known KLEENEX, 
and not with opposer’s registered marks for paper napkins HAVANAP, TIDYNAPS, TEANAPS, 
BOSSNAP, SEMINAP, PARTYNAPS, ADNAPS, TABNAPS, and ANAP. 645 


Application for KNIT-KINs, for infants’ and children’s knitted underwear, found confusingly 
similar to opposer’s WIPER-KINS for children’s bibs, the first word of each mark having been 
disclaimed. Notwithstanding applicant’s claim that the only similarity —KINS— is a recognized 
diminutive suffix, as well as the phonetic equivalent of the German word “Kind” for child, the 
court ruled that —k1Ns— had trademark significance and must be considered the dominant 
feature of the marks. 750 


KROMA-STONE for building wall facing simulating stone masonry is likely to be confused 
with PERMA-STONE for molds used in building construction and similar products. 357 


Purchaser confusion and deception is likely between LARKSPUR and LARKWooD, both for 
hosiery, when the circumstances and conditions surrounding the purchase of hosiery and the 
methods of displaying hosiery on shelves are considered, since the marks are similar in sound 
and appearance. 488 


Application to register LAZY-TIME TOGs for misses’ and children’s housecoats and robes is 
opposed by registrant of SLEEPY TIME and HAPPY TIME for loungewear. Evidence shows that 
the goods are similar and sold through the same trade channels. Registration is granted in view 
of the different psychological reaction created by the terms “sleepy,” “happy” and “lazy.” 
Confusion is not deemed likely between LAzY-TIME and SLEEPY TIME. 1509 


LIVING COTTONS as service mark for printing and chintzizing textile fabrics and applying 
thereto a wrinkle resistant and water repellent finish is not likely to be confused with LIvING 
for girdles. 67 


For more than a quarter century applicant sold seeds and bulbs under mark LUTHER 
BURBANK and opposer sold trees, shrubs and roses under same mark with portrait of Burbank; 
lack of evidence of actual confusion creates presumption against future confusion. 64 


MARTINIQUE for woolen piece goods is not likely to be confused with MARTINIQUE for 
shoes. 781 


Mark consisting of MEG, Greek letter Omega, and METER is likely to be confused with MEG, 
marks being used for meters. 636 


MISS MARJORIE’S for chocolate-covered cherries is not likely to be confused with MARGIE 
BELL for candy. 381 


MUGS UP for root beer is not likely to be confused with OLD FASHIONED MUG on illustration 
of mug for root beer. 894 


MUGS UP for root beer is not iikely to be confused with sEVEN-up or 7 up for soft 
drink. 895 


NEXT WEEK for weekly newspaper supplement is not likely to be confused with NEWSWEEK 
for weekly magazine. Commercial impressions created by marks on publications are so different 
as to avoid all likelihood of confusion. 1542 


Application for registration of NICADYNE for electric batteries is refused on the ground 
that NICADYNE is confusingly similar to NICA registered previously by another for electrical 
cells, storage batteries, dry and wet cells. Thirty existing registrations in the electrical and 
battery fields contain suffix pYNE indicating that it is not arbitrary in this connection and, 
therefore, confusion of purchasers is likely to result. 1275 


No likelihood of confusion exists between NoPco and opcoFILm for lubricants for industrial 


use, purchased by persons aware of the sources from which they buy and with whom they 
deal, 503 
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In a cancellation proceeding involving the marks OLDE HEIRLOOM for whiskey and HEIRLOOM 
for beer, both parties urge that a likelihood of confusion exists. Fact that the Commissioner 
doubts that the marks conflict does not preclude determination that petitioner has superior 
rights. 489 


Application to register OPAQUEEN for lightproof cotton sateen fabrics is opposed by regis- 
trant of VISQUEEN and VIS QUEEN for plastic film. Marks are not likely to be confused by 
purchasers since the goods are different in their uses, and marks neither sound nor look alike; 
opposition is dismissed. 1495 


No likelihood of confusion is found to exist between PEGGY NEWTON and peEcGy for line of 
cosmetics, and PEGGY SAGE with and without design for manicure preparations registered by 
opposer. Differences in surnames are sufficient to obviate any mistake of identity arising from 
use of popular first name PEGGY. 1535 


Application for PETER PAN, used in connection with cookies or cakes, having been denied 
because of conflict with another’s registrations of the same mark for bread, cake, and sweet 
rolls, and the registrant having consented to registration after pointing out that no confusion 
had developed during almost thirty-five years of concurrent use, application was passed for 
publication. 1286 


Application to register PERCMASTER for glass percolators is opposed by registrant of 
COFFEEMASTER with housemark sUNBEAM for electrical coffeemakers. Decision of Examiner 
of Interferences sustaining opposition is affirmed on the ground that purchasers might assume 
that applicant’s goods are nonelectrical variety manufactured by opposer; this is type of confu- 
sion against which statute is directed. 1536 


PERMANIZED for knitted piece goods, underwear and outerwear, is not likely to be confused 
with REDMANIZED for similar goods. 779 


Profusion of “Permas,” “Stones” and “Rocks” in building facing field leads to finding of 
lack of likelihood of confusion between PERMA-STONE and PERMA-ROCK. 981 


PLACIN for analgesic tablets is not likely to be confused with po_cin for medicinal prepara- 
tions for treatment of rheumatoid state. 773 


Purchasers might reasonably assume that PLEXICHROME, PLEXICOLOR and PLEXTONE are 
marks of single paint producer for three specifically different paint products which he sells, 
particularly in field where it is not uncommon for manufacturer to use common “root” as prefix 
or suffix of marks for its specifically different products; this is probable confusion within 
purview of Section 2(d) of statute. 208 


PLEXTRUM and PLEXTONE for paint products are likely to be confused. 642 


POLYFILM for polyethylene film is not likely to be confused with poLyKEN for pressure 
sensitive tape used on polyethylene film; taken into account is consciousness of product sources 
among industrial purchasers who are likely to recognize first two syllables of mark as coming 
from term “polyethylene.” 777 


PROPER-PEDIC and GOLDEN FLEECE are confusingly similar to POSTUREPEDIC and GOLDEN SLEEP, 
respectively, where all marks are used for mattresses and box springs. 1477 


Purchasers familiar with Pro-Tect-u aluminum awning shutters, storm shutters, canopies 
and jalousies are unlikely to assume that ProTecTo air conditioner covers are another product 
in the same line. 378 


The name PUMP ROOM has acquired special significance in America as exclusively identify- 
ing plaintiff's Chicago restaurant; it is unfair competition for defendants to use for their 
Philadelphia restaurant the name PUMP ROOM or plaintiff’s pump insignia although use of 
ORSATTI'S PUMP ROOM will not be enjoined where there is no reasonable likelihood of confusion 
between it and plaintiff's pump room. Persons patronizing either restaurant are unlikely to 
be confused. 456 
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RALLY SQUAD on megaphone design is not likely to be confused with BALLY, both marks 
being used for shoes. 644 


Application to register THE RANGE RIDER for denim or cotton work clothes is opposed by 
registrant of ROUGH RIDER and design for men’s and boys’ trousers. Opposer’s mark in use 
since 1919 and sales are nationwide. Applicant commenced use of its mark in 1953 and sales 
have been substantial. Evidence shows that opposer’s goods cover wide range of materials and 
styles particularly designed for casual wear in contrast to applicant’s work wear. In view of 
differences of goods and dissimilarities of the connotations and suggestiveness of marks, confu- 
sion is deemed unlikely. 370 


Marks resort for slacks and RESORTER for neckties look and sound alike but do not create 
the same commercial impression; since slacks and neckties are not associated in purchase and 
applicant uses its mark as a grade or style mark, no likelihood of confusion exists. 96 


Question of likelihood of confusion must be determined upon hypothetical grounds since 
applicant supplied no information concerning particular market place in which its mark is 
used. RICHEL for cosmetics and toiletries preparations is likely to be confused with MICHEL 
for similar goods. 897 


Application to register RITE-FIT and a design for slip covers is opposed by registrant of 
SURE-FIT for similar goods. Applicant introduced in evidence eleven third-party registration 
which include the suffix rir. Both marks are weak as descriptive terms. While opposer has 
registration on Principal Register as a secondary meaning mark, there is nothing in the record 
to indicate that it is still not a weak mark. While similarity of sound, meaning or appearance 
may be sufficient to indicate confusion, it is not necessarily so, and here marks are so distinct 
in sound and appearance as to overcome similarity in meaning. Dismissal of opposition 
affirmed. 1006 


Application to register ROYAL PALM with illustration of palm tree between the two words 
and a shining sun for work, dress, and sport shirts and slacks for men, women, and children 
is opposed by registrant of PALM BEACH with illustration of two palm fronds for piece goods 
of various content. Although opposer used his mark before applicant and has spent millions of 
dollars promoting it, decision of Examiner of Interferences dismissing opposition is affirmed, 
because marks do not look or sound alike and there is no likelihood of confusion. 1552 


Marks will not ordinarily be held confusingly similar simply because they each contain an 
identical suggestive word. No likelihood of confusion exists between ROYAL PURPLE and 
ROYAL PLUMAGE both used for hosiery, notwithstanding prior and extended use of the former 
mark and its use in connection with a crown device and feathers. 1480 


Likelihood of confusion exists between applicant’s RUBB AIR for rubberized curled hair and 
fibre, and RUBBAIR for doors of a protective nature with rubberized hair sections; there is noth- 
ing to indicate that both products are not sold to the same purchasing agents who may be 
aware of the rubberized curled hair in opposer’s doors and thereby be led to attribute a common 
source or trade connection between the products. 530 


Application to register RUsso and a design for use in connection with Mozzarella cheese 
has been refused by the Examiner on the basis of a prior registration for russo’s for alimentary 
pastes and spaghetti. Refusal of registration is affirmed since confusion is inevitable as both 
products are sold through the same outlets. 627 


S-W-F on arrowhead design is not likely to be confused with swirt or swiFt’s; both used 
on fertilizers and insecticides. 

SWFGRO Or SWFKILL is not likely to be confused with swirt or swiFtT’s; both parties make 
and sell fertilizers and insecticides, and marks should not be broken into separate components 
for purposes of comparison. 202 
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SAFETYLINER for pneumatic tires is not registrable in view of fact that it does not distin- 
guish applicant’s tires from opposer’s tires, in that opposer has advertised tires as having 
SAFETY LINER Or SAFTI-LINER. 192 


SEA GARDEN and OCEAN GARDEN for frozen shrimp create identical mental associations and 
the same commercial impression; a likelihood of confusion exists between them. 518 


There is no probability of purchaser confusion between a composite mark including the 
word SERVUE and a penguin, for commercial refrigerated display cases, and sERVEL for household 
refrigerators, freezers, water heaters, air conditioners and units incorporated by others, includ- 
ing applicant’s, in refrigerated display cases. 497 


Application to register SIERRA-PORTEX for tubing for anaesthetic airways is refused on the 
ground that it is confusingly similar to porTEX registered previously for similar goods. Regis- 
trant is the British manufacturer and applicant does not own the mark; he is merely the dis- 
tributor in the United States, using the British manufacturer’s PoRTEX in conjunction with its 
own mark SIERRA. 1277 


SILKINIZE is likely to be confused with stmoniz, goods being automobile polishes and 
related products. BE LUSTER WISE—SILKINIZE is likely to be confused with simMoNniz and 
MOTORISTS WISE SIMONIZ, goods being automobile polishes and related products. 938 


SILVER-MIST and SKY-MIST when applied to outer apparel for women are not likely to be 
confused with scoTcH-MIsT for men’s wear. 68 


SLEEPER LOUNGE, THE WONDER BED is not likely to be confused with BELL’s WONDER CHAIR 
for chair. 970 


SLIM-ICE for dietetic water ice is likely to be confused with stim for a low calorie skim milk 
and SLIM FREEz for an ice milk frozen dessert. 219 


Marks SPECTO-KLEER and SPECTAKLEER, both used on preparations for cleaning spectacles, 
are the same for all practical purposes. 88 


No likelihood of confusion found to exist between sprraL-x* for girdles, corsets, and 
corselets having a spiral construction, and SPIRELLA previously registered for corsets and 
brassieres or SPIRELETTE previously registered for corsets and girdles. 98 


Application to register sPORTEENS for women’s and children’s outer clothing is opposed by 
registrant of sporRTEES for dresses of woven fabrics. Marks are so similar that confusion is 
inevitable. 365 


STA-CLEAN for water repellent and stain repellent chemical is confusingly similar to sta-NU 
used on a liquid textile finishing composition. Resemblance of marks is likely to lead pur- 
chaser to assume that the chemical bearing it emanates from the same source. 1539 


Mark “sta - ful” for electric storage batteries, refused registration upon the ground of 
likely confusion with sTILL-FUL registered on the Supplemental Register for automobile storage 
batteries, notwithstanding that applicant had first used the mark and that registrant was not 
entitled to the registration. ' 83 


Application to register sTRIDE WELL for children’s shoes, sold through its own stores is 
opposed by registrant of STRIDE RITE and THE STRIDE RITE SHOE for shoes. The parties have used 
their respective marks for ten years. In the absence of evidence of confusion during period 
of contemporaneous use it is concluded that there is no likelihood of confusion in the future 
and opposition is dismissed. 1538 


Application to register SUGAR ’N SPICE is opposed by registrant of sUGAR-N-SPICE for iden- 
tical goods. The marks are confusingly similar and opposition is affirmed. 1511 


Applicant seeks to register SUPERMAN for bread and registration is opposed by National 
Comics, owner of registration for SUPERMAN as a comic strip character. Examiner dismissed 
opposition for failure to state a claim. Evidence shows that opposer licenses use of the word 
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SUPERMAN to Kellogg Company for use on its cereal boxes and also shows large advertising 
expenditures by licensee. Since the prime question is likelihood of confusion to purchasers, dis- 
missal of opposition was error since damage is apt to occur to the opposer in its relations with 
its licensees if registration is granted. 633 


SURF AND SHORE for bathing suits and knitted sportswear is likely to be confused with 
SURF’N SAND for women’s swim suits, blouses and skirts, shirts, shorts and robes. 75 


Application for registration of SVELT-EEz for ladies’ hosiery is opposed by registrant of E-z, 
FIT-EzZ and E-z-ON for undergarments, and E z uP for hosiery. Impression created by applicant’s 
mark is very different of that of opposer’s. Since marks do not look or sound alike, there is no 
likelihood of confusion and opposition is dismissed. 116 


TECH NI-FREEZE and TECHNICON are likely to be confused; both marks are used in connection 
with preparation of tissue for microscopic examination. 649 


TELIX for watches and parts is not likely to be confused with TIMEX and TIMEX HEART for 
clocks and watches. 227 


Application for registration of THRILL-MATES for women’s and children’s shoes is opposed 
by registrant of FOOTHRILLs for shoes and slippers of leather or kid. Record devoid of facts 
to aid in determination of question of possible confusion, since opposer entered field before 
applicant with its mark, public may be assumed to be familiar with his products. 

THRILL being a rather unusual word in connection with shoes it can be assumed that buying 
public familiar with opposer’s mark will associate it with applicant’s mark THRILL-MATES and 
assume both in line of same company. Opposition is sustained. 121 


TILE-TONE and FLEXTONE are not likely to be confused with TILE-TEX and FLEXACHROME, 
all being used on floor tiles. Reliance on advice of counsel based on Patent Office search fails 
to convince court that defendants deliberately adopted trademarks intending them to be con- 
fusingly similar to plaintiff’s. 164 


TINY TITAN with man and horseshoe magnet design as used on magnetic tools is not likely 
to be confused with MITI-MITE with somewhat similar design as used on similar goods. 54 


TONICOOL for shampoo is likely to be confused with Ton1 for permanent waving kits. 760 


TRICOMA for knitting machines, industrial sewing machines and parts thereof is not likely 
to be confused with tricomatic for knitting machines. 73 


TRYLAN for yarns is not confusingly similar to TRULON for window curtains and curtain 
fabrics, since they create different commercial impressions with only slight resemblance in 
sound and appearance. 1505 


UNICO CORK (CORK disclaimed) for cork tiles and rolls used in covering floors and walls 
of building structures is likely to be confused with unico for asphalt shingles, sheet roofing 
and similar goods; products involved are building materials of character customarily sold 
through same trade channels to same class of purchasers. 511 


It is incumbent upon newccmer to select mark which does not closely resemble another’s 
established mark applied to competitive goods. viTa in applicant’s mark vITAPONEX, used for 
fertilizer concentrates, would suggest the presence of vitamins and purchasers familiar with 
opposer’s HYPONeX, for plant food could reasonably believe viTAPONEX to be another product 
in opposer’s line. Opposition is sustained. 501 


Application to register vITA-sL1ImM for milk opposed by prior user of stim for same goods. 
Examiner sustained opposition but Commissioner reversed for lack of likelihood of confu- 
sion. 995 


Application to register WALL-SPREAD for paint is opposed by registrant of sPEED-wALL for 
the same goods. Since the differences in sound, meaning, and commercial impression of both 
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marks are significant, consumer confusion is unlikely and, therefore, decision of Examiner of 
Interferences, dismissing opposition is affirmed. 1551 


WEKCO for mops and various other cleaning implements is likely to be confused with EKco 
for household utensils. 763 


No likelihood of confusion found to exist between application for w1zarp used in connection 
with ash trays and registrations of same mark for household appliances, sporting goods, and a 
variety of automotive supplies and accessories. 101 


XCEL for motor fuel oils is not likely to be confused with x-L-o for lubricating oils, greases 
and pastes. 223 


Application to register ZEIKA as a trademark for optical equipment for use with cameras 
and projectors. Evidence shows applicant uses its mark in a script similar to that of LEICA 
and registration is refused on the basis of the LEICA registration since confusion would be 
inevitable. 624 


zOTOX ointment for relief of ivy, oak and sumac poisoning is not likely to be confused 
with zotos and zoTox hair waving preparations; former is ‘pharmaceutical and latter is 
cosmetic. 186 


Class of Goods 


Likelihood of confusion found to exist between JUBILEE for pasteurized process cheese 
spread, and the same mark used on fresh eggs. It is common knowledge that dairies often sell 
fresh eggs and that the same mark is used by them on such products. 95 


Wet and dry beverage coolers and coin control refrigerated vendors are two distinctly 
different types of coolers which are advertised to different types of industries and are sold 
through different trade channels to different purchasers. 184 


Application to register Look for face cream and bar soap are opposed by registrant of Look 
for magazine. Question is whether purchasers are likely to think that Loox face cream and bar 
soap are approved, sponsored or connected with LooK magazine. LOOK magazine has cosmetic 
advertising and carries out biannual nationwide drug and toiletries promotions in which it 
supplies to stores posters and displays with the legend FEATURED IN LOOK. Consequently many 
purchasers assume that Loox face cream and bar soap are sponsored or approved by the maga- 
zine which constitutes damage under the statute. Opposition sustained. 245 


Application to register TROPIC AIR for windows, screens and jalousies is opposed by regis- 
trant of TROPIC-AIRE for car heaters and conditioning units. Evidence shows applicant’s products 
are materials ordinarily sold through construction firms and hardware stores while opposer’s 
move through electrical appliance stores. Since there are substantial differences in the goods, 
trade channels and purchasers, confusion is not deemed likely. 248 


Application to register TROPICAIRE and design for aquarium aerators is opposed by regis- 
trant of TROPIC-AIRE for car heaters and ventilating units, and more recently also on electric 
blankets, roasters and air-conditioning units. While opposer’s products are sold in electrical 
appliance stores and applicent’s in pet shops they are both sold to the public and therefore it 
can be said their trade channels are comparable. While manufacturers of electrical household 
appliances do not normally make aquarium aerators, public may not know this and therefore 
confusion is deemed likely. Opposition is sustained. 249 


Application to register PINK LADY and design for wines is opposed by registrant of PINK 
LADY for fruit juices. Under Lanham Act it is not necessary to determine whether goods in 
an opposition proceeding are of the same descriptive properties and rulings in other cases 
establish only the law of the particular case on the basis of the facts presented therein. 
Producers of citrus fruits and juices do not ordinarily produce wines and, therefore, it is not 
thought likely that they would be considered to emanate from the same source. Opposition 
dismissed. 383 





52 ANNUAL INDEX, 1958 Vol. 48 T.M.R. 


Applicant’s use and registration of mark for cork bulletin boards does not give superior 
rights in regard to asphalt roofing materials; such use and registration are of no particular 
consequence as between building materials involved in proceeding. 511 


Application to register INGENUE for brassieres is opposed by registrant of INGENUE for 
shoes. Applicant registered V-ETTE INGENUE for brassieres in 1937. While goods are often sold 
in same stores, they are customarily sold in separate departments and confusion is deemed 
unlikely. 656 


Use of identical mark RICHFIELD on hosiery and gasoline, lubricants and storage batteries 
is not likely to cause confusion. Claim that nylons might be given away at service stations 
is mere speculation. 657 


Evidence shows that plaintiff had built up large business in the manufacture and sale of 
corn and soy bean products, including food and feeds, commencing in 1912, which it has sold 
under the mark sTALEY’s and a target or disk design. Defendant was founded in 1925 without 
knowledge of plaintiff's trademark, and manufactures and sells food and animal feeds under 
the mark sTALEY. Defendant had actual knowledge of plaintiff and its mark sTALEy’s as early 
as 1934. Plaintiff sold some of its products to defendant for eighteen years. Court found 
progressive encroachment by defendant in use of mark sTALEy in plaintiff's field. 

Claim by defendant that parties are in different fields, (1) the processing of corn and soy 
beans from which the by-products are primarily sold as ingredients to feed manufacturers, and 
(2) the manufacture and sale by defendant of mixed formula feeds, is overruled on the basis 
that “mixed” or “straight” feeds fed to animals are in same class. 730 


Goods of parties, mops, mop heads, and general line of kitchen utensils, are sold to same 
outlets to same class of customers, generally housewives, and are not apt to be purchased with 
any considerable degree of discrimination. 763 


In view of the fact that foundation garments are commonly advertised by use of a house 
mark in conjunction with a model designation and the average purchaser is likely to know that 
such items are not ordinarily made by hosiery manufacturers, no likelihood of confusion was 
found in an interference proceeding involving ENvy for men’s, women’s and children’s hosiery 
and ENVY BY VENUs for girdles. 1011 


Applicant seeks to register TROPIC-AIR for chemical room deodorizing compound, and is 
opposed by registrant of TROPIC-AIRE, used for heaters and ventilating units for motor vehicles. 
Evidence shows that while opposer had previously made window type air conditioners it does 
not now do so, and therefore confusion of source is not deemed likely since the two products 
are sold through different channels, and room deodorizers are not believed to fall within the 
area of normal expansion of a manufacturer of air conditioners. Opposition dismissed. 1022 


Application to register THERM-O-LITE for combination aluminum storm windows and doors 
is opposed by registrant of THERMOPANE for multiple glass sheet glazing units. Evidence shows 
opposer and its predecessor have made substantial sales under the mark THERMOPANE since 
1934. Applicant’s mark is also nationally advertised and sales have been substantial since 
1949. While goods of both parties are sold to home owners, it is unlikely that the purchaser 
of storm windows would confuse them with insulating glass. Therefore, THERM-O-LITE is not 
deemed confusingly similar to THERMOPANE. 1514 


In an opposition proceeding involving opposer’s registered mark Topay’s, used in connec- 
tion with canned fruits, vegetables, olives, salmon, dried fruit and raisins, and applicant’s mark 
TODAY’S FRESH, for fresh vegetables, no likelihood of confusion was found; while canned fruits 
and vegetables are purchased by brand name, fresh vegetables are likely to be purchased by sight 
with little or no consciousness of trademarks. Moreover, the marks were used concurrently 
since 1942 with no evidence of confusion. 1519 


No likelihood of confusion exists between applicant’s LILLI-DELL, for ladies’ hosiery and 
opposer’s LILLY ANN, and LILLI ANNETTE, for coats, suits and dresses, and SALON SUITS BY 
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LILLI ANN, for suits, jackets, coats and skirts; while there is no question that the products 
of the parties are so related that common origin would be attributed to them if both were 
sold under the same mark, differences between the marks are such as to make confusion 
unlikely. 1521 


Opposition to PePco for storage batteries filed by owner of registration for same mark, 
used in connection with the supplying of electrical energy for power, light and heat sustained; 
in view of the wide popularity of opposer’s mark and its display of electrical appliances under 
the marks of the manufacturers thereof, a substantial segment of the buying public in opposer’s 
territory would be likely to associate opposer with applicant's goods. Sufficient doubt of this 
existed to warrant refusal of the application. 1522 


In an opposition proceeding involving applicant’s mark Pro-maT for paints and opposer’s 
PROMAT for metal surface protective coatings, sufficient doubt existed as to likely confusion 
to resolve the question in favor of opposer—the prior user. While the products did not move 
through the same trade channels, the ultimate purchasers might be the same and the products 
are related in the sense that both might be made by a single producer. 1529 


CORPORATE AND TRADE NAMES 


Application for mark consisting of words PROCESS EQUIPMENT CO., INC. and design, rejected 
as being only trade name of applicant. 100 


A trade name, though not a trademark, is generally covered by trademark rules. The 
name of a newspaper is in the nature of a trademark. The Lanham Act includes “names” in 
its definition of trademarks. Hence, an injunction prohibiting use of “marks” and “words” 
comprehends use of plaintiff’s name as well. 699 


An opposer’s right to prevail upon the basis of its prior use of a word as a prominent 
part of its corporate name involves the same question as its right to prevail based upon use 
thereof as a trademark. 771 


Registration of AIR FRANCE over FRENCH AIRLINE for air passenger and freight transporta- 
tion services is refused on the ground that applicant fails to show use as a mark and that 
FRENCH AIRLINE is merely use as trade name. 1427 


Application to register PHILLIPS for compounds for degreasing metal parts is refused since 
there is nothing in the record showing trademark use of the mark for the products identified 
in application. Use of word or name only as part of corporate or commercial name is not 
trademark use. 1433 


DESCRIPTIVE TERMS 


SOIL-OFF has suggestive nature for a liquid cleaner as does pusT-orr for antistatic dust 
repellent polish. 57 


CULTURED when applied to fabrics does not have ordinary meaning or suggestion of 
“cultivated.” 62 


INGRAIN COLORED is descriptive as applied to open mesh woven material and not regis- 
trable. 70 


The term CLOTHING COORDINATES is “merely descriptive” when used in connection with 
shirts and while it may well be that applicant has so used the term and advertised the sale 
of shirts thereunder that it does identify the goods, the applicant failed to sustain the burden 
of demonstrating that fact. 85 


Application for WARDROBE MAKER rejected since specimens submitted showed that the 
words were used merely as an all inclusive description of skirts, jackets and separates. 91 


SNOR-NO-MOR is merely descriptive when used in connection with a device to prevent 
snoring ; registration refused. 93 
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Application for It’s A GIRL! used on whiskey accepted for publication; applicant used the 
designation as a trademark and it did not appear that anyone else used the same phrase on 
the goods. 99 


Application for KOLOR + TREET for coloring shampoo, opposed by maker of cosmetics includ- 
ing hair tinting and coloring preparations upon the ground that it had long used in a descriptive 
fashion such words as “treatments” and “color treatment” and that issuance of the registration 
would interfere with its continued use thereof. Such apprehension was held to be groundless 
since a registration cannot interfere with the right to use ordinary words in their primary 
sense; in view of the secondary meaning established by applicant, the application was 
approved. 107 


Application for registration of CORROSIONEERING for a newsletter on cements and general 
construction opposed by manufacturer of corrosion-resisting equipment used in the chemical 
and industrial arts using CORROSIONEERS and CORROSIONEERING in newsletters, advertising and 
the performance of engineering services. 

Opposer has used words CORROSIONEERS and CORROSIONEERING, which is obvious elision of 
“corrosive engineering,” in connection with his business before applicant. While it is true that 
they were used descriptively, applicant used CORROSIONEERING in the same way, and the Assistant 
Commissioner held that damage to opposer would result if applicant’s registration would issue. 
Therefore, opposition is sustained. 110 


PERCOLATING ACTION with picture of percolator tube used in a boiler is merely descriptive 
of action of such a boiler. 113 


SAFETYLINER for pneumatic tires is not registrable in view of fact that it does not distin- 
guish applicant’s tires from opposer’s tires, in that opposer has advertised tires as having 
SAFETY LINER Or SAFTI-LINER. 192 


SAFETYLINER is not descriptive nor deceptively misdescriptive as applied to pneumatic tube- 
less tires. 196 


SLIM is suggestive when applied to skim milk, frozen desserts made from skim milk and 
water ice. 219 


U. S. Plywood argues that Cincinnati’s use of RANDOMWoOoD is merely descriptive but record 
does not support this. Fact that third parties may use it in its primary sense has no bearing 
on Cincinnati’s use as descriptive ; evidence indicates that U. S. Plywood does use mark in its 
primary sense. Cincinnati is entitled to registration. 243 


Applicant seeks to register CHAMPIONS ON FILM for educational and training films but 
registration was refused as being merely descriptive. However, films do not feature “champions” 
but techniques for championship performance and mark is suggestive only and will be pub- 
lished. 358 


P.E.C. is refused registration as being merely abbreviation for substantive name of goods 
(printed electronic circuit), used by applicant in a manner which directs attention to fact 
that mark is merely an abbreviation for such. 372 


WAX is common descriptive name for some automobile polishes and applicant is requested 
to enter a disclaimer thereof. 376 
Applicant seeks to register BILL BARTLE’S BOURBON SANDWICH for use on glasses in his 


tavern. Evidence shows that applicant’s use does not qualify as trademark use but is merely 
descriptive matter and registration is refused. 391 


FILM, as part of the mark opcoriLM for a metal working lubricant and coolant, is not 
merely descriptive of the said product. 503 


In the absence of evidence showing likelihood of confusion, no finding of such effect could 
be made on a record which merely established that ac and CHEM, the constituent elements of 
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applicant’s mark AG CHEM, were common abbreviations of agriculture and chemical, which 
formed part of a competitor’s name, AMERICAN AGRICULTURAL CHEMICAL COMPANY. However, 
since AGRICULTURAL CHEMICALS could not be registered for foliar nutrients upon the ground 
of descriptiveness, the mark AG CHEM, an abbreviation thereof, was unregistrable on the Principal 
Register although display of mark might make it appropriate for the Supplemental 
Register. 514 


PARTY QUIz for phonograph records held descriptive of the goods. 521 


Applications for v-SECTION used on steel structural members, v-BEAM used on fabricated 
steel beams, and v-joIst used on fabricated steel joists, all refused; the marks are merely 
descriptive terms not functioning as trademarks. 526 


Application for oFFIcIAL for seal presses, rejected; the word as applied to the goods has 
a single primary connotation which is descriptive thereof. 527 


LONGTONG for barbecue implements is not merely descriptive and hence is registrable; while 
mark may be suggestive of certain qualities of the goods, it was not a normal use of the English 
language for descriptive purposes. 529 


Plaintiff, manufacturer of aluminum storm doors and windows, sues to restrain infringe- 
ment of its trademark SEASON-ALL. Defendant claims registration is invalid because mark is 
descriptive, and that plaintiff is barred by laches and estoppel. Evidence shows SEASON-ALL to 
be arbitrary when applied to aluminum doors and windows and is a valid registration. Claim 
that defendant Kantor originated term immaterial since he signed documents which claimed 
ownership in plaintiff. 572 


CONFECTION ROLL is not descriptive of cinnamon cake. 746 
OFFICIAL as applied to seal presses is merely descriptive. 774 


Applicant sought to register viTA-st1m for milk and was opposed by prior user of stm for 
same goods. Examiner sustained opposition but Commissioner reversed for lack of likelihood 
of confusion. Applicant’s milk is fortified by vitamins, hence viTA is descriptive, apart from 
applicant’s disclaimer. While s_Im is suggestive of effect of skim milk, it does not relate to 
physical properties of milk and hence is not descriptive. sLIm is dominant part of VITA-SLIM 
and concurrent use of two marks on identical goods would cause confusion. One may not appro- 
priate entire mark of another and avoid confusion by addition of descriptive term. 995 


Applicant seeks to register DUTCH APPLE and a design for ice cream, and is opposed by 
The Borden Company as prior user of DUTCH APPLE to describe a flavor of ice cream pies. 
Applicant’s business is that of selling ingredients of ice cream and promotional material to 
manufacturers who sell DUTCH APPLE ICE CREAM under their own trademarks. While applicant 
does, from time to time, test the finished product, there is no evidence of supervision or control 
by applicant. Opposer has used term DUTCH APPLE to describe its ice cream pies since 1941. 
Evidence shows DUTCH APPLE to be descriptive rather than indicating a single product coming 
from a single source. 1018 


PURE is not descriptive of plaintiff’s petroleum products except that it may be considered 
to have connotations referable to quality of plaintiff’s products; even if word were descriptive, 
it is nevertheless appropriate to hold it to be proper subject of trademark if it can be established 
that word has acquired secondary meaning. 1117 


The term PUSH-BUTTON REFILLS, used in connection with windshield wiper blades which 
are inserted by the use of a push-button release on the patented blade assembly is merely descrip- 
tive of the goods and is not registrable. 1155 


Application to register p0-1T-E-z for paint brushes is opposed by the registrant of U-pDo-IT 
for hardware materials, including paint brushes. Evidence shows substantial sales and adver- 
tising by applicant, and wide use of the phrase po IT YOURSELF in connection with home build- 
ing and maintenance. Opposer’s mark vu-po-1T tells “who to do” something, whereas appli- 
cant’s mark tells “how to do” something; since the terms do not look or sound alike and 
create different commercial impressions, registration will be permitted. 1158 
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UNIT-BILT for dentures and dental supplies is not merely descriptive of the goods since it 
does not describe the function or the goods. 1160 


Application to register the coined terni TEENY-BIG as a trademark for books. Registration 
refused by Examiner of Trademarks on the ground that the mark presented is merely the title 
of a book and, therefore, descriptive. Action of Examiner was affirmed by Assistant Commis- 
sioner. The cases have long held that a book title may not be registered as a trademark, irre- 
spective of whether the mark be arbitrary or not. Since title of book is the only way the book 
may be asked for, it necessarily describes the book. While it is possible and proper to register 
the name of a series of books, the title of a single book may not be registered. The name 
of a book series does not refer to the contents of the publication, but rather to the author, 
who is the source of the series. The title of a single book, however, refers to the specific 
content or theme of that book. 1255 


Application for registration of composite mark consisting of word CRUSHPROOF for flexible 
corrugated rubber hose with representation of goods is refused, since purchaser would con- 
sider this combination to be merely informative matter describing the goods. There is nothing 
in the record to support finding that matter is recognized as mark, distinguishing applicant’s 
goods from those of others. 1271 


Application to register LIVESTOCK SELF WORMER with illustration of the head of a cow 
for preparation for exterminating worms and other parasites from livestock is refused, since it 
is apt common name and is used as the only common name for the product. 1274 


Application to register on Supplemental Register of NH; in a semi-ellipsoidal line for 
anhydrous ammonia used as fertilizer. Since NHs is the chemical symbol for the goods it 
cannot serve to distinguish applicant’s goods. 1279 


Application to register vINKA used for wines is refused on the ground that vINKA is the 
equivalent of the Polish word “Winka” which is the diminutive of “Wino” and as such is an 
apt name used for wine. 1283 


Application for registration of THE SPECTATOR for women’s and misses’ wrap around 
dresses and aprons accepted for publication. While the word “spectator” is used from time 
to time descriptively in the women’s apparel field, applicant’s mark identifies and distinguishes 
its garments and its registration will in no way interfere with the descriptive use of the word 
“spectator” in that field. 1285 


An application for EE for powdered iron cores used in electronic equipment was refused 
where it appeared that applicant had originated a program of standardization of iron cores 
which it called ECONOMY ENGINEERING—subsequently shortened to EE—and program was adopted 
by competitors who also used the term and the abbreviation. The record, however, did not 
support a finding that E was a type designation for powdered iron cores although cut cores 
were so described by the trade. 1288 


Identical statements from members of the trade to the effect that BUG-PRoor designates 
applicant’s shelf paper were held to be entitled to no weight. Application for BUG-PROOF, as used 
in connection with insect killing shelf paper, rejected upon a finding that term is merely descrip- 
tive. Notwithstanding that the alleged mark had been featured in advertising and on the 
packages in large type, it had always appeared together with the mark PEST-GUARD and appli- 
cant provided no way to describe the properties of the paper other than by use of the words 
BUG-PROOF. 1421 


Application for TWIN-wHEEL for drive mechanisms for agricultural cutting machines is 
refused since term is merely descriptive for applicant’s mower drive containing twin flywheels 
with matched counterweights. 1423 


Application for TRANSACTOR for sales registering apparatus should be published under 
Section 12(a) since the term is not merely descriptive, but publication is subject to applicant’s 
showing of correct date of first use. Intercompany shipment does not constitute trademark 
use. 1426 
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Application for registration of TUBE-0-LUBE is highly suggestive when used on cartridges 
filled with multipurpose lubricating grease but is not merely descriptive and may, therefore 
be published under Section 12(a). 1431 


Application to register GUARANTEED STARTING as service mark is apt descriptive term for 
applicant’s winterizing motor service with a guarantee. Application does not identify the service 
and registration is refused. 1489 


Application to register GUARANTEED RADIATOR PROTECTION as service mark is refused on 
the ground that it is apt descriptive term to describe applicant’s automobile radiator winterizing 
service with a guarantee and does not identify the source. 1490 


Applicant seeks to register ESQUIRE CUSTOM FINISH for shoe dressing. Phrase can be 
registered only if the words cusTOM FINISH are disclaimed which have a descriptive significance 
in connection with the goods. 1500 


Application to register MASTERLITH for direct image paper plates used in offset duplicating 
is opposed by manufacturer and seller of office duplicating equipment, including lithographic 
plates and supplies for use in lithographic masters or plates for printing, asserting that regis- 
tration of MASTERLITH would interfere with its freedom to use “lithographic master” in its 
ordinary sense. Opposer’s answer to applicant’s interrogatories show no knowledge of use 
in the trade of MASTERLITH as descriptive term and therefore no probability of damage from 
registration of mark applied for. Registration will not interfere with opposer’s right to con- 
tinue use of “lithographic master” as common descriptive name. Opposition is dismissed. 1543 


HAIR COLOR BATH is apt descriptive name for hair coloring preparation and since petitioner 


and respondent have used “color bath” descriptively for their products, HAIR COLOR BATH is not 
a trademark and should be canceled. 1547 


DISCLAIMERS 


Disclaimer of CULTURED in CULTURED BEMBERG for fabrics will not prevent confusion with 
CULTURED COTTON. 62 


WAX is common descriptive name for some automobile polishes, and applicant is requested 
to enter a disclaimer thereof. 376 
Prior decision sustaining an opposition filed by user of EASY ON THE EYES for sheet, flat, 
plate and window glass, to application for E-z-EYE, for glass windows and windshields for auto- 
mobiles, is res judicata in opposition proceeding between same parties where the mark in the 
new application is dominated by E-z-EYE, which though disclaimed, is the only portion pur- 
chasers would be likely to use in purchasing applicant’s products. 499 
Disclaimed material forming part of registered trademark cannot be ignored; it is still 
part of composite mark which must be considered in its entirety. 970 
Application to register composite mark comprising house mark MONSANTO with stylized 
display on elliptical background of poLYETHYLENE, which is common descriptive name of goods, 
may be published under Section 12(a) upon receipt of disclaimer that “applicant claims no 
exclusive rights in ‘polyethylene’ as the name of the goods.” 1272 
Applicant seeks to register ESQUIRE CUSTOM FINISH for shoe dressing. Phrase can be 
registered only if the words CUSTOM FINISH are disclaimed which have a descriptive significance 
in connection with the goods. 1500 


EVIDENCE 
A label showing a registered mark is, standing alone, incompetent as evidence of anything 
other than its existence. 492 


Where applicant fails to take testimony its first use must be restricted, for opposition pur- 
poses, to the filing date of the application. , 494 
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Evidence shows series of unsuccessful attempts by applicant Lieberman to manufacture 
STRATEGY game. Mailing of rules to prospective customers insufficient to constitute trademark 
use. Since record fails to show any sales of the game under the mark, registration is 
refused. 1024 


GENERIC TERMS 


FRY SKILLET is refused registration on the Supplemental Register in that it is name of 
item for which registration is sought. 76 
Notwithstanding that applicant may have originated the term PISTON SEAL for a worn cyl- 
inder compensator, it could not secure a registration therefor in view of the fact that it was 
the commonly recognized name of the product in the trade. 1163 


GEOGRAPHIC TERMS 


LUSSERNA is found confusingly similar to geographical term LUZERNE, and petition for 
cancellation is sustained. 505 


LAUDATORY MARKS 


Application for registration of sKY-ROOM as a service mark for air transportation, services 
denied; the record showed that the said words were used merely to identify a special room on 
applicant’s luxury flight and not to identify and distinguish applicant’s air transportation 
service. 87 


Application to register the phrase It’s A MEAL as a mark for restaurant services is réfused 
on the grounds that it is merely an advertising slogan used as an informative statement. Affi- 
davits offered by applicant as to what customers think when seeing the phrase It’s A MEAL are 
not entitled to any weight. 630 


Application to register as a service mark the phrase WE PROTECT YOUR HEALTH is refused 
as a mere advertising statement which does not qualify as trademark use. Affidavits offered by 
applicant as to what customers think when seeing the phrase WE PROTECT YOUR HEALTH are 
not entitled to any weight. 632 


LICENSES 


Registration of FRESHLIKE for canned vegetables issued one day before filing of application 
for trademark registration of LIKE FRESH for canned vegetables and fruits, and interference 
was instituted. Interference party gave applicant permission to use mark under special license 
who agreed not to infringe or contest validity of title to mark. Although opponent contends 
that agreement was executed by mistake, terms are clear and if relief is to be sought it must 
be under jurisdiction of an equity court. 117 


Applicant has not exercised such control over nature and quality of goods sold by others 
under mark as is necessary to preservation of rights, where it. cannot name those entitled to 
use mark. 197 


Contract or license between association registering collective mark and its members is 
absolutely essential to existence and use of collective mark; this is not true of ordinary trade- 
mark. Trademark license is agreement governed by same rules as are applicable to interpreta- 
tion of contracts generally. License without provision as to exclusivity is not necessarily 
non-exclusive; reading of both contract and assignment leads to conclusion that plaintiff was 
to have exclusive use of mark in designated territory. 711 


In all cases where it is asserted that use by a related company inures to the benefit of the 
applicant, it must appear that applicant controls nature and quality of the goods and that the 
goods are so marketed that purchasers are advised as to the proprietorship of the goods. 
Purchasers must be informed of the applicant’s connection with the goods, else applicant may 
not claim that the use inures to his benefit, irrespective of the terms of any agreement which 
may exist between him and another. 
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Section 5 of the Lanham Act did not change the law concerning use as established by court 
decisions, or the concept of trademarks, nor was it intended to establish a system of unlimited 
or franchising of trademarks comparable to patents. In each case it must be determined 
whether or not a mark is used by applicant, or one subject to his control with respect to 
the goods, to identify applicant’s goods and to distinguish them from the goods of others. 1028 


An instrument which purported to grant an exclusive license to use the marks TECA and 
BI-TRODE, each identified by its registration number, to a company which took over the manu- 
facture of the products was held to be an assignment not only of such marks but of the regis- 
tered mark TECA AUTO-SURGE not mentioned therein. . 1152 


Exclusive licensee of HOLLYwoop bread for Philadelphia area sells to National Stores in 
Philadelphia who in turn sells it in Allentown area which is area of Wm. Freihofer for same 
product. In retaliation Wm. Freihofer sells to subsidiary in Philadelphia. Rights of parties 
determined by terms of license which musi be strictly construed. Nothing in license precludes 
bona fide within territory to purchaser who may make sales outside territory and therefore 
Parkway did not violate its license. 1232 


A trademark licensee is estopped to question his licensor’s ownership of the mark 
licensed. 1395 


Applicant, non-profit membership corporation, seeks to register DFPA as a trademark for 
plywood produced by its regular and “provisional” members in accordance with plans and 
specifications of applicant and which meet laboratory and research tests of applicant. Applicant 
by advertising and research promotes use of plywood. Record shows that applicant’s mark can 
be used only by members to identify the plywood made according to applicant’s standards and 
specifications and distinguish their plywood from that of others. Use of mark is that of a collec- 
tive mark and is registrable. 1428 


LIKELIHOOD OF CONFUSION see CONFUSINGLY SIMILAR MARKS 
MISREPRESENTATION 


Applicant seeks to register the mark MICHIGAN ALCOHOLISM REVIEW and design in which 
part of the design incorporates a seal similar to the insignia of the State of Michigan. The 
Examiner held the seal portion unregistrable and required removal of the center portion but 
since the portion of the insignia in question is not the coat of arms and the seal does not falsely 
represent connection with the State of Michigan, the registration sought does perform the 
function of identifying applicant’s peication and distinguishing it from publications issued by 
others and is, therefore, registrable. 628 


PACKAGES AND CONFIGURATIONS 


Registration refused for design consisting of bottom border of label decoration. Subject 
matter of application was not so used as to create any commercial impression, it was only part 
of the decorative scheme for applicant’s labels. 104 


There is nothing in law which states either that a trademark may not be an integral 
feature of the article or that an integral feature of an article may not be a trademark; there- 
fore fact that subject matter of application is an integral feature of helmets is not a basis for 
refusing registration ; question is whether feature performs a utilitarian function. Even though 
object may identify applicant’s product, it is unregistrable if it performs utilitarian function. 
Three beads in crown of applicant’s hats and helmets are registrable since they serve no 
utilitarian function. 188 


Applicant urges that color and configuration of goods constitute a design and are regis- 
trable under the Act but configuration of goods is mentioned only in connection with Supple- 
mental Register and Patent Office has uniformly refused to register configuration of goods 
on Principal Register. 232 
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Application to register “the Y-shaped raised portion from which the terminals extend” 
for hermetic terminals. Record shows that terminals bear trademark FusiITE and that while 
some purchasers recognized raised Y portion of terminals as applicant’s, it is not presently 
sufficient to indicate secondary meaning. 367 


The configuration of an article, like a package or the dress of the goods, cannot properly 
be registered as a trademark, even on the Supplemental Register, unless it is intended primarily 
to indicate origin of the goods and is of such nature that the ordinary purchaser would be 
likely to consider that it indicated such origin. 992 


Bottle held registrable on Principal Register. Fundamental question of registrability of 
container on Principal Register is question of fact, whether container is a trademark—a symbol 
or device—identifying applicant’s goods and distinguishing them from those of others. 

Where a container of distinctive appearance is adopted to identify and distinguish appli- 
cant’s brand, and there is no other way of identifying such brand and where the public for 
many years used the description of the container to order applicant’s product, the container 
may be a trademark and may be registrable on the Principal Register. 1031 


Application to register the face of a package on the Principal Register was refused where 
it appeared that the matter presented was merely a label which was not shown to be a mark 
distinguishing applicant’s goods. 1163 


PERSONAL NAMES 


A man will hardly ever be denied all use of his own name in business although he will 
be restrained from using such name in a form which would permit him to deceive and to trade 
unfairly on the good will of another entitled to use the same name. 

Use by one Alphonse Godefroy Hermann de Mumm of G. H. v. MUMM in connection with 
the sale of Rhine wine was held to infringe upon the plaintiff’s trademark Gc. H. MUMM & CO. 
used on champagne. Defendant was permitted, however, to use the name HERMANN VON 
MUMM’SCHE KELLEREI, previously used by his father, or his own name GODEFROY HERMANN VON 
MUMM if accompanied by a statement disclaiming any connection with plaintiff. 28 


Application for mark pAvy crocKeTT for canned oysters accepted; the objection which 
precluded registration of the many applications for the said mark in connection with a variety 
of articles for children, following release of a popular motion picture so titled, did not exist 
with respect to the mark for which application was made. 97 


Application for GRANDMA MOSEs for framed fabric prints produced by designers who 
stylized and adapted paintings by Grandma Moses, accepted for publication; a name which has 
been so used as to acquire a primary significance as a means of identifying and distinguishing 
goods is a trademark. 1150 


PROHIBITED MARKS 


Application for mark PRESIDENTS FORMULA used on a vitamin and mineral preparation, 
rejected as being deceptive under Section 2(a) in that it suggests that the formula is the 
same as or in some way related to the one prescribed for the President. 92 


Applicant seeks to register the mark MICHIGAN ALCOHOLISM REVIEW with design in which 
part of the design incorporates a seal similar to the insignia of the State of Michigan. The 
Examiner held seal portion unregistrable and required removal of the center portion but 
since the portion of the insignia in question is not the coat of arms and the seal does not falsely 
represent connection with the State of Michigan, the registration sought does perform the 
function of identifying applicant’s publication and distinguishing it from publications issued 
by others and is, therefore, registrable. 628 
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RELATED CompPANy U'sE 


A wholly owned subsidiary completely controlled by the parent corporation is a related 
company under Section 45. An exclusive distributor in the United States has a sufficient inter- 
est of its own in the mark to entitle it to register the mark in its own name. 28 


Application has been filed for trademark registration of design with words PERCOLATING 
ACTION for steam boilers, water heaters, and oil burners. Specimens are gummed labels show- 
ing subject matter with name and address WESCOTT-ALEXANDER, INC., MADISON, NEW JERSEY. 
Applicant, partner and stockholder of corporation and one of principal stockholders granted 
corporation exclusive license to use all his patents and trademarks. This use does not inure 
to applicant’s benefit and rights in subject matter of application are owned by Wescott- 
Alexander. 113 


In all cases where it is asserted that use by a related company inures to the benefit of the 
applicant, it must appear that applicant controls nature and quality of the goods and that goods 
are so marketed that purchasers are advised of the applicant’s connection with the goods, 
else applicant may not claim that use inures to his benefit, irrespective of the terms of any 
agreement which may exist between him and another. 

Section 5 of the Lanham Act did not change the law concerning use as established by 
court decisions, or the concept of trademarks, nor was it intended to establish a system of 
unlimited or franchising of trademarks comparable to patents. In each case it must be deter- 
mined whether or not a mark is used by applicant, or one subject to his control with respect 
to the goods, to identify and to distinguish them from the goods of others. 1028 


Statement in a Section 8 affidavit to the effect that the company filing it owns the mark 
and controls quality of the goods upon which it is used because it is the exclusive distributor 
thereof in three states and a non-exclusive distributor in all others, is insufficient to establish 
that use of the mark inures to the benefit of affiant to establish a responsibility. Nature and 
quality of said goods resulted in a forfeiture of all rights in the registered mark and the title 
thereto passed to the firm which had been manufacturing them for some years subsequent to 
registration. 1152 


Applicant seeks to register DAIRY ISLE for ice cream products, sherbets, mixes and concen- 
trates. Evidence shows that applicant supplies buildings and equipment in various states to 
persons who agree to operate under the name DAIRY ISLE and who manufacture the products in 
accordance with formulae controlled by applicant. The products do not move across state 
lines, but applicant contends that the retail establishments are “related companies” and there- 
fore applicant is engaged in interstate commerce. However, the interstate commerce aspect 
applies only to the buildings and machinery. The products do not move across state lines and 
therefore are not sold in commerce, and registration must be refused. 1156 


One who was engaged in the business of rendering advisory, consultive and advertising 
services to affiliated food wholesalers and retailers, all of whom identified their connection 
with applicant by use of the mark CLOVER FARM STORES, was held entitled to registration of 
the said mark as used in connection with insurance services where it appeared that applicant 
had negotiated an insurance plan for its members, implemented by an underwriter through 
an insurance company; both were held sufficiently under applicant’s control by reason of the 
fact that applicant had established the standards for the policies and, further, because three 
of its stockholders were directors of both the underwriting company and the insurance com- 
pany. Notwithstanding that applicant was not licensed to engage in the insurance business, 
it was, therefore, held entitled to register the mark for fire and property insurance ser- 
vices. 1419 


Application filed by an individual was void where specimens showed the name of a corpo- 
ration rather than that of applicant, notwithstanding applicant’s claim that he controlled the 
corporation through stock ownership and actively managed the corporation. The user of a 
mark is the owner and only he is entitled to register it, it did not appear that applicant had 
ever used the mark. 1516 
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RIGHT TO REGISTER 


It may be that there is no commerce in KASIRI CLOTH as such until cloth leaves applicant’s 
factories tailored in form of men’s suits; however mark identifies cloth or fabric and is pro- 
moted as mark identifying fabric; registration of same mark is thus denied for men’s 
suits. 77 


BAHIA WEAVE is used to identify fabric and is not on evidence registrable for sport coats 
and suits. 78 


ACRIFLAN for slacks, the labels of which bear an additional trademark as well as applicant’s 
trade name, held registrable; to some purchasers the mark might suggest a fabric and to 
others it might suggest slacks. Since applicant is a manufacturer of slacks mark is registrable 
for such goods. 516 


Since evidence shows that applicant is neither a baker nor seller of bread but merely 
furnishes outer wrappings bearing the representation of SUPERMAN, the proof does not indicate 
use of the mark requisite under the statute and therefore proceedings are suspended pending 
final action by the Examiner on applicant’s ex parte right to register. 633 


A trademark must be appurtenant to some enterprise related to the marketing of goods; 
philosophically and legally, it is impossible for a mark to exist in gross. However, a merchant 
as well as a manufacturer may own a trademark. 974 


Application to register PHILLIPS for compounds for degreasing metal parts is refused since 
there is nothing in the record showing trademark use of the mark for the products identified 
in application. Use of word or name only as part of corporate or commercial name is not 
trademark use. 1433 


Hearn Bros. applied for registration of TABLE PRIDE for bread, canned vegetables, and 
mayonnaise on April 8, 1954, asserting use since March 26, 1954. On November 23, 1954, 
Soule-Gibbs & Co. filed application to register also TABLE PRIDE for fruit and berry preserves, 
canned fruits and vegetables asserting use since March 23, 1954. Hearn Bros. failed to prove 
use in commerce since its prior use of mark was presumptively shown by the record to be 
limited to its food stores in the Wilmington, Del. area. It is, therefore, concluded that there 
is no interference between a valid application and an invalid one and that Soule-Gibbs is 
entitled to registration. 1553 


SECONDARY MEANING MARKS 


In opposition proceeding involving registered mark pI-N-cAL for fertilizers and application 
for LINCAL for same goods, petition for refusing to reverse action to strike defense is denied. 
Applicant alleged that opposer’s mark is descriptive name of ingredients of goods and defense 
that mark is inherently incapable of distinguishing his products is not stricken on motion. 
Applicant has burden of going forward in pleaded defense; if proved, opposer’s registration 
would be inconsistent with applicant’s equal right to use common descriptive name of ingredients 
of goods. 109 


The elements generally considered in determining whether a mark has acquired secondary 
meaning are the length of use, the nature and extent of advertising and the efforts taken to 
promote a public consciousness thereof in connection with a particular product. 941 


Where background display of a mark is sought to be registered, proof of secondary meaning 
is necessary only where the display portion is not itself inherently distinctive in the sense that 
it serves as an unmistakable, certain and primary means of identification. Where it is mere 
background, secondary meaning must be shown. If the background display so blends with 
the word marks with which it is used as to create a single impression, then only one composite 
mark exists and the display may not be separately registered. 1399 
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SERVICE MARKS 









LIVING COTTONS as service mark for printing and chintzizing textile fabrics and applying 
thereto a wrinkle resistant and water repellent finish is not likely to be confused with LIVING 
for girdles. 67 


Applicant is distributor selling registrant’s trademarked products and is non-exclusive 
licensee of registrant, obtaining licensees in foreign countries to manufacture products under 
registrant’s patents, supplying to such licensees assistance, data, information and “know-how” 
furnished to applicant by registrant; applicant obtains no registrable rights in ERIEz for engi- 
neering services relating to magnetic separating devices which is substantially identical to 
registrant’s service mark. 71 











Application for registration of sKY-ROOM as a service mark for air transportation services 
denied; record showed that the said words were used merely to identify a special room on 
applicant’s luxury flight and not to identify and distinguish applicant’s air transportation 
service. 87 














Application for service mark registration for u-po-iT for leasing of home and garden 
construction and maintenance tools and equipment is opposed by registrant of vu-po-1T for 
furnace cement, putty, roof surfacing materials and roof cements. Facts show that applicant 
renders management consultant service to three stores owned by third parties. Applicant does 
not render service of leasing tools and use by stores does not identify his services and does 
not inure to his benefit. 

Since applicant does not own U-Do-IT for services and since opposer would be likely to be 
damaged by the confusion and assumption of a trade connection between it and another using 
U-DO-IT mark, applicant is not entitled to registration. 119 











DO IT YOURSELF SHOW as service mark for promoting sale of goods of others through 
expositions, fairs and trade shows is not likely to be confused with u-po-1T for furnace cement, 
putty, patching plaster and similar articles. 214 


Applications for HEART’S DESIRE HOMES both with and without heart design, for home 
construction services was rejected where it appeared that applicant constructed all of its homes 
in one state although it did advertise across state lines and made contracts of sale through 
the mails and other channels in interstate commerce. 519 


















Application to register the phrase It’s A MEAL as a mark for restaurant services and 
registration is refused on the grounds that it is merely an advertising slogan used as an 
informative statement. Affidavits offered by applicant as to what customers think when seeing 
the phrase It’s A MEAL are not entitled to any weight. 630 






Application for registration of PERFUME OF THE MONTH as service mark is refused on the 
ground that applicant may render a service to the merchants with its displays but PERFUME OF 
THE MONTH merely refers to one of several items the retailer is selling and does not function 
as a mark identifying applicant’s services. 1284 






Application to register mark identifying bank on printed forms, such as checks, bank drafts, 
deposit passbooks, and identification card forms is refused since these are necessary adjuncts 
to the rendering of banking services in which applicant is engaged. Mark identifies banking 
services but not the printed forms. 1425 






Application to register BLITZ-GUN as service mark for performance of perforating opera- 
tions in oil wells is refused, since record shows that mark applied for is used only to identify 
explosive charge carrier but does not identify applicant’s services. 1432 






Application to register GUARANTEED STARTING as service mark is apt descriptive term for 
applicant’s winterizing motor service with a guarantee. Application does not identify the 
service and registration is refused. 1489 
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Application to register GUARANTEED RADIATOR PROTECTION as service mark is refused on 
the ground that it is apt descriptive term to describe applicant’s automobile radiator winterizing 
service with a guarantee and does not identify the source in application. 1490 


SLOGANS 


Application for 1t’s A GIRL! used on whiskey accepted for publication; applicant used the 
designation as a trademark and it did not appear that anyone else used the same phrase on 
the goods. 99 


Applicant having shown extensive use of THE BIG NAME IN SMALL MOTORS in connection 
with electric motors with the result that the said phrase had come to identify and distinguish 
applicant’s goods, the mark was passed for publication. 1161 


StyLeE DESIGNATIONS 


Although a style designation may be used in such a way as to identify and distinguish the 
goods, applicant failed to demonstrate that ETON 6, used on shirt collars, had achieved such a 
character, it being clearly apparent that the word ETON is a common descriptive name of a type 
of collar. 86 


A trademark may include a grade or quality designation without losing its trademark 
character. 433 


SUGGESTIVE MARKS 


LONGTONG for barbecue implements is not merely descriptive and hence is registrable; while 
the mark may be suggestive of certain qualities of the goods, it was not a normal use of the 
English language for descriptive purposes. 529 


Application to register KNIT-KINS, for infants’ and children’s knitted underwear, found 
confusingly similar to opposer’s WIPER-KINS for children’s bibs, the first word of each mark 
having been disclaimed. Notwithstanding applicant’s claim that the only similarity —KIns— 
is a recognized diminutive suffix, and a finding that it was somewhat suggestive of the goods, 
the court ruled that —k1ns— had trademark significance and must be considered the dominant 
feature of the marks since the disclaimer relegated the admittedly descriptive first words to 
a position of minor importance. 750 


AGATE-TOP and FLINT-TOP are primarily suggestive as applied to paints. 879 


DURA-STONE, EVERLASTONE and PERMA-STONE are suggestive in connection with building 
facing materials; suggestive marks are narrowly restricted to particular kind of goods on 
which they may be used. 981 


Applicant is entitled to registration and opposition is dismissed, where, although applicant’s 
trademarks AUTUMN HAZE, ARGENTA and DESERT GOLD are suggestive of color designations for 
mink pelts, there is nothing in the record to show they are generic, and proofs show that the 
marks identify and distinguish the mink pelts of applicant’s members and other authorized users 
of the marks. 1034 


Application for registration of TUBE-0-LUBE is highly suggestive when used on cartridges 
filled with multipurpose lubricating grease but is not merely descriptive and may, therefore be 
published under Section 12(a). 1431 


Applicant seeks to register STRIDE WELL for children’s shoes, sold through its own stores 
and is opposed by registrant of STRIDE RITE and THE STRIDE RITE SHOE for shoes. Parties have 
used their respective marks—both highly suggestive when applied to children’s shoes—for 
ten years. In the absence of evidence of confusion during period of contemporaneous use it is 
concluded that there is no likelihood of confusion in the future and opposition is dis- 
missed. 1538 
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SURNAMES 


Application to register photographs of four men each with the surname ZzILDJIAN is refused 
on basis of prior ruling that some public confusion is inevitable in use of identical surnames, 
and therefore registration is precluded by Section 2(d). 1027 


SYMBOLS 


Three-dimensional representations of the distinctive features of a “picture-mark” used as 
a point of sale attention-getter is not registrable. Application for “a toy duck floating on 
water” used in connection with a cement base paint coating for masonry surfaces rejected 
as being but a part of a merchandising display. 89 


Appellant sought to register a maroon oval upon which it normally displays its mark 
MARCAL, but registration was refused. An action was brought in the District Court, and after 
receiving evidence that the public accepted the oval as a symbol of appellant’s goods the Court 
dismissed the complaint on the grounds that the evidence was insufficient to show that the 
oval distinguished appellant’s goods. 1393 


Where the background display of a mark is sought to be registered, proof of secondary 
meaning is necessary only where the display portion is not itself inherently distinctive in the 
sense that it serves as an unmistakable, certain and primary means of identification. Where 
it is mere background, secondary meaning must be shown. If the background display so blends 
with the word marks with which it is used as to create a single impression, then only one 
composite mark exists and dispiay may not be separately registered. 1399 


A design used by applicant as ornamental display on the base of its sewing machines was 
held to be a trademark where reproduced on gummed labels affixed to the carton. The fact 
that design served an ornamental purpose did not disqualify it as a trademark when used as 
such. The objection that the labels were so small as to prevent the mark from making a com- 
mercial impression was rejected, for it is not a question of whether the mark will be noticed 
but whether it will be understood as indicating origin when noticed. Also rejected was the 
claim that use of the mark on cartons which were not apt to be seen until after the purchase 
had been made did not constitute trademark use. 1406 


TITLE 


An exclusive distributor in the United States has a sufficient interest of its own in the 
mark to entitle it to register the mark in its own name. 28 


Application for service mark registration has been filed for u-po-1T for leasing of home 
and garden construction and maintenance tools and equipment and is opposed by registrant 
of u-po-1T for furnace cement, putty, roof surfacing materials and roof cements. Facts show 
that applicant renders management consultant service to three stores owned by third parties. 
Since applicant does not own vu-po-IT for services and since opposer would be likely to be 
damaged by the confusion and assumption of a trade connection between it and another using 
U-Do-IT mark, applicant is not entitled to registration. 119 

Applicant has not exercised such control over nature and quality of goods sold by others 
under mark as is necessary to preservation of rights, where it cannot name those entitled to 
use mark. 197 

Applicant contends that members of cooperative, rather than cooperative itself, are true 
owners of mark; contention is without force; opposer’s members claim no right of ownership 
in mark as against opposer; fact that opposer does not personally retail its goods does not 
detract from its proprietary rights. 511 

Contract or license between association registering collective mark and its members is 
absolutely essential to existence and use of collective mark; this is not true of ordinary trade- 





66 ANNUAL INDEX, 1958 Vol. 48 T.M.R. 


mark. License without provision as to exclusivity is not necessarily non-exclusive; reading of 
both contract and assignment leads to conclusion that plaintiff was to have exclusive use of 
mark in designated territory. 711 


Application to register LIVESTOCK SELF WORMER with illustration of the head of a cow for 
preparation for exterminating worms and other parasites from livestock is refused, since it is 
apt common name and is used as the only common name for the product. 1274 


Application to register on Supplemental Register NHs in a semi-ellipsoidal line for 
anhydrous ammonia used as fertilizer. Since NH; is the chemical symbol for the goods it 
cannot serve to distinguish applicant’s goods. 1279 


An application filed by an individual was void where the specimens showed name of a 
corporation rather than that of applicant, notwithstanding applicant’s claim that he controlled 
the corporation through stock ownership and actively managed the corporation. The user of 
a mark is the owner and only the owner is entitled to register it. It did not appear that the 
applicant had ever used the mark. 1516 


III. REGISTRATION PROCEDURE 


APPLICATION 


Registration is withheld until satisfactory evidence supporting date of first use is sub- 
mitted. 54 


Registration is refused where mark was not in use at time when application was filed. 
Registration is withheld pending submission within thirty days of amendment setting forth 
correct dates of first use. 220 


If mark is properly registrable on the Principal Register it will not be removed to Supple- 
mental Register on motion by applicant. 251 


Description of goods unduly lengthy and should be made more general by amend- 
ment. 252 


Trademark is an arbitrary sign, word, or design, or any of them in combination, used by 
manufacturer of or dealer in a particular product to differentiate his goods from other similar 
articles, which has been accepted by the public as a distinguishing mark for that purpose. 
It is a question of fact whether mark that plaintiff desires to register is in fact a distinguishing 
mark. 331 


Application made by Rosenberg but goods made by Landers, Frary & Clark. No showing 
of control by Rosenberg. Evidence indicates that manufacturer is real user of mark without 
any showing of how use inures to benefit of applicant. Application should not have been 
published. 360 


Registration will be withheld pending submission of evidence of use of mark on jackets 
and shirts prior to date of application. 370 


Registration is refused where there was no use of applicant’s mark in some of items recited 
in application prior to filing date thereof. 382 


If applicant should ultimately prevail registration will be withheld pending showing of 
ownership of mark at time of filing of application. 388 


Where registration was refused to applicant on ground that term had not been used as 
trademark, consent to registration could not cure defect. Where Patent Office found likelihood 
of confusion, and court in later 35 U.S.C. 146 proceeding granted consent judgment holding 
applicant entitled to registration but not ruling on question of likelihood of confusion, Patent 
Office was still precluded by terms of 1946 Act from issuing any registration. 652 
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Since appellant has not shown trademark use, it is unnecessary for court to pass on ques- 
tion of veracity of representations made in application; court notes, however, that mere dis- 
crepancy between testimony in opposition proceeding and oath in application would alone 
constitute such falsity as would justify refusal of registration without affording applicant 
opportunity to explain inconsistency. 767 


Nature of word PERMANIZED, suffix of which suggests it is used in connection with treat- 
ment or process, requires that if applicant prevails, registration be withheld pending showing 
satisfactory to Examiner that applicant is in fact using word as trademark to identify and 
distinguish goods, rather than to certify to purchasers that fabrics have been subjected to certain 
process. 779 


Record creates presumption that dates of use set forth in application are incorrect and 
it may be that there was no interstate use prior to filing of application; registration may be 
withheld until applicant makes satisfactory showing as to facts. 894 


Registration will be withheld in event applicant prevails unless phrase ROOT BEER CONCEN- 
TRATE is substituted for CONCENTRATE FOR MAKING SOFT DRINKS so that goods are properly 


identified. 895 


Application for TRANSACTOR for sales registering apparatus should be published under 
Section 12(a) since the term is not merely descriptive, but publication is subject to applicant’s 


showing of correct date of first use. Intercompany shipment does not constitute trademark 
use. 1426 

























Ex Parte REJECTION 





Action by Examiner in drawing inference that mark was not used during one year period 
prior to application, in face of evidence of order for labels in October and testimony of their 
immediate use, improper in ex parte matter despite fact that earliest invoice was dated in 


March following. 234 












INTERFERENCE 





Allegations of use contained in an application cannot be used as evidence of such use in 
inter partes proceedings under Rule 2.126. In an interference proceeding, failure of one appli- 
cant to offer any evidence to establish its alleged date of first use was held to entitle the other 
party to registration of the same mark based upon a Japanese registration. 106 






Registration of FRESHLIKE for canned vegetables issued one day before filing of application 
for trademark registration of LIKE FRESH for canned vegetables and fruits, and interference 
was instituted. Interference party gave applicant permission to use mark under special license 
who agreed not to infringe or contest validity of title to mark. Although opponent contends 
that agreement was executed by mistake, terms are clear and if relief is to be sought it must 
be under jurisdiction of an equity court. Registration of opponent’s mark LIKE FRESH is estopped 
by record and is refused. 117 


Applications to register RANDOMWoOD by Roddis Corp. for plywood wall panels and by 
U. S. Plywood for fabric backed veneer. Subsequently Cincinnati filed for same mark for 
prefinished wood flooring strips asserting prior use. Roddis Corp. application was assigned 
to U. S. Plywood. Evidence shows that Cincinnati used mark on flooring strips prior to U. S. 
Plywood’s use on fabric backed veneer. Since records show that both products are sold through 
contractors and floor and wall covering distributors, confusion is deemed inevitable. 243 















Application by German manufacturer to register sas for leather working machinery in 
which it recites German registration of 1915 (renewed) and its U. S. registration of 1924 
(expired). Application also filed by U. S. distributor for sas and design asserting use since 
1948. Evidence shows that registration of German manufacturer was not renewed in 1944 
due to war. In 1928 manufacturer and distributor signed 10 year contract by which distributor 
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had exclusive U. S. sales rights and agreed not to use marks beyond term of agreement. 
Contract extended in 1948 for two years but included clause leaving it open for negotiation 
as to trademark to be used in U. S. but distributor continued to import and sell sas machines. 
German manufacturer entitled to registration. 252 


Since statute precludes institution of interference between applications for registrations 
on Supplemental Register, practice is to send to issue application having earliest filing date 
and then refusing registration on later filed applications on ground of probable confusion with 
previously registered mark ; although party filed its application to register on Principal Register 
earlier than applicant, application as originally filed was not sufficient for registration on 
Supplemental Register, since mark had not been in use for year preceding original filing date, 
and filing date of amendment must therefore be considered filing date of party. 379 


Request for withdrawal of decision on reconsideration and interference is denied. Since 
decision on the petition for reconsideration came down within the 30 days appeal period time 
for appeal is not tolled. 390 


Dissolution by interference is proper where opponent’s prior registration prevented regis- 
tration by applicant of its mark under trademark rule 2.92 which states that marks “must have 
been decided to be registrable by each party except for the interfering mark.” 760 


Letters written by a party to an interference proceeding which contained factual allega- 
tions, as well as correspondence and copies of agreements between them, were given considera- 
tion insofar as they constituted admissions against interest but disregarded as incompetent for 
all other purposes. 1413 


Hearn Bros. applied for registration of TABLE PRIDE for bread, canned vegetables, and 
mayonnaise on April 8, 1954, asserting use since March 26, 1954. On November 23, 1954, 
Soule-Gibbs & Co. filed application to register also TABLE PRIDE for fruit and berry preserves, 
canned fruits and vegetables asserting use since March 23, 1954. Hearn Bros. failed to prove 
use in commerce since its prior use of mark was presumptively shown by the record to be 
limited to its food stores in the Wilmington, Del. area. 

It is, therefore, concluded that there is no interference between a valid application and 
an invalid one and that Soule-Gibbs is entitled to registration. 1553 


OPpposITION 


In General 


Cases concerning opposer’s permitting use of its mark by others in such manner as to 
represent source, and concerning applicant’s good faith in selection of its mark, require considera- 
tion only if it is concluded that applicant’s mark is likely to cause confusion, mistake or decep- 
tion of purchasers. 54 


Predecessor of opposer purchased such rights as assignor had in trademark sorL-orr for 
hand soap and registration thereof; mark was probably not in use by assignor at time of 
purchase, but was renewed by predecessor; such predecessor was not entitled to renew, and 
opposer may not rely on such registration. 57 


Allegations of use by another, albeit other is alleged to be a “related company,” lead to 
a conclusion in absence of any proof that opposer is not entitled to relief; in absence of facts 
it must be presumed that alleged user is entitled to such rights in mark as may exist. 207 


Advertisements raised question whether opposer’s mark is in fact trademark, but it is not 
necessary to pass on question since issue involves matter of probable damage to opposer. 779 


Opposer, a rival marketing association, is not entitled to any relief in an opposition proceed- 
ing where its members have no right to use applicant’s marks unless they meet applicant’s 
standards and requirements established for such use of the marks, since registration will not 
change the existing situation. 1034 
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Pleading and Practice 


Application for registration of CORROSIONEERING for a newsletter on cements and general 
construction is opposed by manufacturer of corrosion-resisting equipment used in the chemical 
and industrial arts using CORROSIONEERS and CORROSIONEERING in newsletters, advertising and 
the performance of engineering services. 

Opposer has used words CORROSIONEERS and CORROSIONEERING, which is an obvious elision 
of “corrosive engineering,” in connection with his business before applicant. While it is true 
that they were used descriptively, applicant used CORROSIONEERING in the same way, and the 
Assistant Commissioner held that damage to opposer would result if applicant’s registration 
would issue. Therefore, opposition is sustained. 110 


Application for registration of KORK-PAK for compositions for thermal insulations and 
sound deadening is opposed by a competitor, manufacturer of same goods sometimes referred 
to as “corkpack” or “corkpacked” product. Opposer’s pleading does not allege that his rights 
are equal or superior to applicant’s and is insufficient to form basis of relief. Since opposer 
failed to state claim upon which relief can be granted opposition is dismissed. 124 


Analysis of pleadings will not support holding that applicant has pleaded estoppel by 
alleging that at one time it granted rights to third parties to use mark for semi-frozen dairy 
product and that opposer’s rights are derived from third parties, but that applicant has not 
granted any rights of ownership in mark for machines. 197 


Where opposer consented to abandonment of application, there is nothing pending before 
Patent Office against which opposition lies; matter of whether opposer is entitled to judgment 
by default for failure to answer is moot and Patent Office does not pass upon moot ques- 
tions. 215 


Applicant took testimony but opposer rested on registration and filed no brief. Applicant 
incorporated in 1934 and has used sPorRTEENS since that time. Sales have been nationwide with 
substantial advertising. Evidence of use prior to registrant’s date of 1940 rebuts presumption 
created by opposer’s registration and shifts burden of going forward to registrant which 
registrant failed to assume. Applicant entitled to registration and opposer’s registration will 
be canceled. 365 


Applicant presented no evidence, so its first use is restricted to filing date of its applica- 
tion. 378 


Federal Rules of Civil Procedure, without more, are not applicable to proceedings in 
Patent Office; they apply only to extent that Patent Office has adopted similar rules. There 
is no specific Patent Office rule providing for counterclaims in opposition or cancellation 
proceedings. 505 


Questions raised by an opposition are rendered moot by a rejection of the opposed applica- 
tion on the ground of abandonment. 523 


Under a motion to dismiss, the pleading should be viewed in the most favorable light to 
plaintiff. 633 


Opposer is entitled to benefit of any doubt which exists as to likelihood of confusion, where 
it is prior user. 642 


Failure to strike opposer’s testimony regarding sales and advertising under its marks 
as not the best evidence did not prejudice applicant’s claim that opposer showed no actual 
damage apart from such testimony since the latter was under no burden of showing actual 
damage but only a likelihood thereof and for that purpose it is common to demonstrate a 
confusing similarity between the marks. 

An opposer has the burden of proof but where he relies upon a registration a prima facie 
case is made out which places upon the applicant the burden of proceeding to refute it. 750 
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Burden of proof rests upon opposer to establish his superior right to use of the mark relied 
upon in the notice of opposition. After the testimony periods it was improper to present 
further documents to the examiner notwithstanding that a final hearing had not been set. 756 


A pleading of confusion is a conclusion rather than a fact. 770 


Opposer need not be registrant or exclusive owner of mark where opposer shows he would 
be damaged. 995 


Opposer is entitled to rest on the goods recited in registration since Section 7(d) holds 
that a registration is prima facie evidence of validity of registration. Question of whether 
opposer has used mark on all goods recited in registration can be resolved only in cancellation 
proceeding. 1001 


Third party registrations which include puro and pDuRA are of no help in determining 
confusion between applicant’s mark and opposer's. 1508 


An opposition filed by manufacturer of vegetable laundry starch against an application for 
registration of KLEERBLU, for a starch for laundry and industrial use, did not state grounds 
upon which relief could be granted where tiie charge was that applicant’s product was a chemical 
compound containing no vegetable starch. Starch is the recognized commercial name of a 
product useful for sizing, stiffening or starching fabrics and purchasers buy products for such 
purposes according to the result achieved, not because of the chemical structure. 1516 


Evidence 


Miscellaneous reports purporting to show what has taken place in East Germany in connec- 
tion with property and business of German establishment held incon*petent as evidence. 47 


a 
For more than a quarter century applicant sold seeds and bulbs under mark LUTHER 
BURBANK and opposer sold trees, shrubs and roses under same mark with portrait of Burbank; 
lack of evidence of actual confusion creates presumption against future confusion. 64 


Affidavits of “carbon copy” variety are not entitled to much consideration since it does 
not appear how affiants have found what mark means to purchasers. 70 


Applicant is distributor selling registrant’s trademarked products and is non-exclusive 
licensee of registrant, obtaining licensees in foreign countries to manufacture products under 
registrant's patents, and in this dual capacity is supplying to such licensees and potential 
licensees assistance, data, information and “know-how” furnished to applicant by registrant; 
applicant obtains no registrable rights in subject matter of application which is substantially 
identical to registrant’s service mark. 71 


Fact that parties sold goods concurrently in nearby areas for 17 years without any evidence 
of confusion would seem to support finding that parties are not competitors. 184 


Although pharmaceuticals and cosmetics are often made by single manufacturer, it is 
well-known that when such is the case, trademarks used on the two goods seldom, if ever, 
look alike or sound alike or have similar meanings or connotations or significance. 186 


Charge that opposed application is part of unwarranted plan to monopolize word suN for 
variety of products does not form basis of claim upon which opposition can be sustained. 205 


Invitations to bids sent to manufacturers reflected common practice of employing trademarks 
for which bids were requested, and such evidence did not show actual confusion. 220 


Application to register COPY MASTER for diazo-type reproducing machines is opposed by 
one asserting prior use of copy MAKER for photographic reproducing apparatus. Evidence shows 
opposer’s product to be a table tripod with a lighted platform to be used in connection with 
POLAROID Land Camera for photographing documents. Opposer proved sales in years prior to 
date of first use by applicant and advertising in subsequent year, while product was being 
redesigned for later model cameras which gives opposer standing to oppose. 256 
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Labels attached to pleadings but not otherwise identified by witnesses will not be con- 
sidered. 363 


Showing by opposer of large-scale use and advertising is not essential to conclusion of 
probable damage. 374 


If applicant should ultimately prevail registration will be withheld pending showing of 
ownership of mark at time of filing of application. 388 


Where parties in an opposition proceeding do not take testimony each party is limited 
to its filing date as its first use date. 502 


Trade periodicals, commercial registers and technica! bulletins are incompetent for the 
purpose of proving that one is well-known in the trade as a manufacturer of specific 
materials. 503 


Applicant points out that during period of contemporaneous use no evidence of actual 
confusion has come,to attention of either party, but considering fact that statutory test is likeli- 
hood of confusion, and fact that evidence of actual confusion is usually difficult to come by, 
point is not well made. 636 


Letters are by no means conclusive on question of confusion, but under circumstances are 
entitled to consideration as indication of probable confusion. 649 


That there has been no actual confusion between marks is of course not conclusive in 
opposition; while court on occasion has given weight to absence of actual confusion in deter- 
mining likelihood of confusion, it is settled that actual confusion need not be shown, ultimate 
consideration being likelihood of confusion. Contention is without significance that appellee’s 
marks are classified differently from appellant’s marks in the Patent Office. 763 


Party alleging violation of his trademark rights has the burden of establishing some rela- 
tionship between the goods or other factors from which a likelihood of confusion may be 
inferred. 771 


It is common knowledge that manufacturers of shoes do not manufacture or sell woolen 
fabrics. 781 


Presumption of use arising from early registrations could hardly be used to predicate 
argument that there would be no likelihood of confusion because two marks had been used 
in same market place for quarter of century without confusion. Argument that experience has 
shown that there is no actual confusion; fictitious use could not support such an argument. 
Allegation of use in application of third party is not competent evidence in opposition proceeding 
not involving third party. 897 


Opposer is entitled to rest on the goods recited in registration since Section 7(d) holds 
that a registration is prima facie evidence of validity of registration. Question of whether 
opposer has used mark on all goods recited in registration can be resolved only in cancellation 
proceeding. Opposition sustained. 1001 


Opposer is not damaged by registration of AZURENE, a misspelling of “azurine,” meaning 
“azure” or “sky-blue,” since mink pelts are not sky-blue, and therefore opposer could not 
properly use “azurine” in its primary sense truly to describe a color of mink pelts. Examiner’s 
decision sustaining opposition is reversed. 1034 


Application to register po-1T-E-z for paint brushes is opposed by registrant of u-po-1T for 
hardware materials, including paint brushes. Evidence shows substantial sales and advertising 
by applicant and wide use of the phrase po IT YOURSELF in connection with home building and 
maintenance. Opposer’s mark vu-po-1T tells “who to do” something, whereas applicant’s mark 
tells “how to do” something, and since the terms do not look or sound alike and create different 
commercial impressions, registration will be permitted. 1158 


Where documentary evidence of opposer’s use is lacking for a period immediately prior 
to applicant’s use, the oral testimony must be examined with care to see that it is definite and 
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consistent. Oral testimony shows substantial sales throughout the period in question, and 
therefore opposer’s rights are shown to be superior. 1511 


Opposer’s claim that registration of applicant’s mark OLD ORIGINAI. BOOKBINDER’S, for soups, 
french dressing, coffee and lobster, would impair opposer’s right to use BOOKBINDER’S in connec- 
tion with its restaurant business was held to be without merit where it appeared that applicant 
and its predecessors had used the name BOOKBINDER’s for a restaurant since 1865 and opposer 
had commenced use of the same word in 1935. Applicant’s use of the mark applied for as a 
trademark for the products listed vested it with rights entitling it to registration. Such regis- 
tration would not be inconsistent with any rights opposer might have. 1523 


Defenses 


In an opposition proceeding involving an application for SHAVE-KING for electric shavers, 
opposition pleading prior use of SHAVEMASTER on electric shavers and a registration of that 
mark for safety razors and blades, the prior use of such mark on electric shavers was held to 
be the opposer’s primary source of reliance, the registration alleged being merely incidental. 
Failure to request affirmative relief in connection with affirmative defense asserted in an opposi- 
tion proceeding is not ground for dismissal of such defense under Rule 2.106 (b). An affirma- 
tive defense which alleged that opposer used its mark SHAVEMASTER as a descriptive designation 
rather than a trademark for its electric shavers did not constitute a collateral attack upon 
a registration for safety razors and blades alleged by the opposer but rather was a relevant 
defense upon the question of confusion. 42 


In opposition proceeding involving registered mark pI-N-cAL for fertilizers and application 
for LINCAL for same goods, petition for refusing to reverse action to strike defense is denied. 
Applicant alleged that opposer’s mark is descriptive name of ingredients of goods and defense 
that mark is inherently incapable of distinguishing his products is not stricken on motion. 
Applicant has burden of going forward in pleaded defense; if proved, opposer’s registration 
would be inconsistent with applicant’s equal right to use common descriptive name of ingredients 
of goods. 109 


With respect to laches, applicant cannot rely on mere lapse of time. Laches is affirmative 
defense which must be proven by party raising it. There can be no laches in opposing an 
application within time fixed by statute for such opposing. 897 


APPEALS 


To Commissioner 


The request for withdrawal of decision on reconsideration and interference is denied. 
Since the decision on petition for reconsideration came down within the 30 days appeal period 
the time for appeal is not tolled. 390 


A petition to the Commissioner to exercise supervisory authority concerning a decision of 
the Assistant Commissioner will be treated by the latter as a request for reconsideration. 771 


IV. EFFECT OF REGISTRATION 
In GENERAL 


Presumption of use arising from early registrations could hardly be used to predicate 
argument that there would be no likelihood of confusion because two marks had been used 
in same market place for quarter of century without confusion having arisen. This is argument 
that experience has shown that there is no actual confusion and fictitious use could not support 
such an argument. 897 


Registration is prima facie evidence of ownership of mark, validity of registration and — 
exclusive right to use mark subject only to intervening rights, if any, of others. 1497 
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THE PRINCIPAL REGISTER 
Notice 


Evidence that legend “Reg. U.S. Pat. Off.” was used in connection with varied colorations 
of registered mark, does not support defense of “unclean hands” where the colors were 
employed to distinguish different grades and qualities of the product and as part of the regis- 
tered trademark. 443 


In connection with a claim for an accounting of profits, it is immaterial under Section 29 
that the plaintiff failed to display statutory form or notification with its registered mark if, 
in fact, the defendant had actual notice of such registration. 484 


A federal registration issued to one party does not divest another, who previously used 
the same mark in a limited area, of the rights created by such use. Moreover, notwithstanding 
such registration, the prior user has exclusive right to use mark in its trading area. Right to 
a federal registration and right to use the mark in a particular area are separate and distinct 
from one another; the right to use the mark in a particular area does not flow from the right 
to such registration. 941 


Where party chooses a mark inherently weak, his competitors may come closer to his mark 
than if a strong mark were involved. 1006 


Evidence 


Expired registration is evidence only that registration issued, and is not evidence of any 
existing rights in mark shown therein. 47 


A registration constitutes prima facie evidence of ownership and use of the mark, such 
presumption of use relating back to the filing date of the application. Use of a registered mark 
will be implied even in the absence of evidence relative thereto. Opposer has burden of proof 
but where he relies upon a registration a prima facie case is made out which places upon the 
applicant the burden of proceeding to refute it. 750 


Ownership of a registration constitutes prima facie evidence of ownership and use of the 
mark ; it is also prima facie evidence of continuing use subsequent to the filing date. 1143 


Incontestability 


A registration incontestable pursuant to Sections 1065 and 1115(b) of Title 15 U.S.C. is 
conclusive evidence of the registrant’s exclusive right to the use of the mark in commerce or 
in connection with the goods specified in the registration. 443 


Importations 


Use of a registered mark only in foreign commerce and registration in the United States 
confers upon the registrant the undoubted right to use the mark in domestic commerce if and 
when it chooses to do so. 494 


Cancellation of mark PORCELAINE DE PARIS for chinaware and crockery issued to importer 
is sought by French manufacturer of the same goods using the same mark displayed in identical 
manner. Since it is apparent that respondent is merely importer and reseller of petitioner’s 
goods bearing its mark it was not entitled to registration, and petition to cancel registration 
is affirmed. 1533 


REGISTRATION OF FOREIGN NATIONALS 


Vesting order of Attorney General in 1953 could have vested only such property stated 
therein which was in United States prior to January 1, 1947; opposition based on registration 
which expired in 1945 is dismissed because nothing in record indicates that company had any 
trademark, any existing registration, any good will or indicia of business between 1947 and 


1953. 47 
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In an interference proceeding, the failure of one applicant to offer any evidence to establish 
its alleged date of first use was held to entitle the other party to registration of the same 
mark based upon a Japanese registration. 106 


THE SUPPLEMENTAL REGISTER 


A Supplemental Registration is a registration for purposes of refusing registration under 
Section 2(d), yet Section 26 precludes the declaration of an interference with it. 83 


Nature of registration on Supplemental Register includes absence of any effect of the 
registration as prima facie evidence of its validity, of the registrant’s ownership of the mark, 
or of the registrant’s exclusive rights. 505 


V. CANCELLATION PROCEDURE 


IN GENERAL 


In the absence of a petition for cancellation there is no authority for canceling a registra- 
tion issued to one who adopted the mark after another’s widespread use of a similar mark 
and who was not entitled to registration at the time of application. 83 


Action to cancel application on Supplemental Register, and hence also a registration under 
1920 Act, is provided for by Section 24 of 1946 Act which differs from Section 14 relating 
to actions for cancellation of other registrations. 505 


Plaintiff has no standing to seek cancellation because it has no right to use name or 
pictorial matter shown in registration. 694 


APPEALS 


To Commissioner 


Petitioner, registrant of JockEy for variety of clothing items, including hosiery seeks 
cancellation of RocKE registered for men’s and women’s hosiery on Supplemental Register. 
Examiner’s decision granting petition for cancellation is reversed on the ground that while 
both parties sell men’s hosiery through the same retail outlets, respondent has sold only hosiery 
under the mark rocKE. Although there may be doubt as to the pronunciation of respondent’s 
mark, both marks are distinctly different in meaning and mental association and it is unlikely 
that consumer confusion would result. 1487 


Petitioner, registrant of vicArA for synthetic protein fiber seeks ‘cancellation of vycASHMA 
for woven alpaca fabric with knitted cotton backing. Although petitioner’s earlier use of mark 
is undisputed and products of both parties reach the same consumer as fabrics made into outer 
apparel, examiner’s decision sustaining petition is reversed on the ground that marks neither 
sound nor look alike and customer confusion is unlikely. 1492 


R. S. 4915 


Owner of registrations for NYLONIZED, which were canceled from Supplemental Register 
because one had not been used prior to registration and the other was merely descriptive, had 
a right to proceed in the Federal District Court against the Commissioner alone without joining 
the parties who had initiated the cancellation proceedings. 705 


DEFENSES 


Action of Examiner sustained in refusing to consider defense of laches in proceeding 
whereby petitioner sought to cancel registration issued as an oversight on an application filed 
after petitioner’s opposition to registrant’s prior application to register same mark was sustained 
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on ground of likelihood of confusion. Laches is affirmative defense and must be proved by 
party raising it; mere lapse of time is not sufficient as proof. 505 


EVIDENCE 


In view of highly suggestive significance of petitioner’s trademark st1m when applied to 
skim milk and manner of use of SLIM by petitioner and its licensees, it is thought unlikely that 
purchasers seeing STA-SLIM on respondent’s skim milk would think it is same product as that 
packaged by numerous dairies as SLIM. 49 


Products of parties, polyester resins and extruded plastic parts for electric lighting fixtures, 
might reasonably be attributed to single producer; when same mark POLYLITE is used on them 
and products are advertised under same mark in periodicals directed to same readership, it 
seems inevitable that manufacturers in plastic industry will attribute common origin to them 
or assume some kind of trade connection; petition for cancellation is granted. 59 


Petition to cancel Supplemental Registration of CAM-LOK for welding equipment by regis- 
trant of CAMLOc for machine tools and rotatable stud fastening devices for general industrial 
uses. Products of both parties sold to industrial users. Evidence shows confusion has arisen, 
hence damage will be presumed and since petitioner’s use clearly antedates respondent’s, mark 
will be canceled. 228 


Petition to cancel registration of INTERCOLLEGIATE PRESS BULLETINS for weekly newsletter 
on college events by registrant of INTER-COLLEGIATE PRESS for graduation announcements, books 
and cards. Evidence shows petitioner has used phrase and corporate name since 1913 and has 
substantial business devoted to high school activities but little advertising since 1931. Use of 
phrase has been as corporate and trade name until recently. Respondent has published news- 
letter devoted to college activities since 1936 purchased by colleges. Petitioner fails to show 
that purchasers of goods are same or that they move through same trade channels. There is 
little opportunity for confusion and petition is denied. 230 


Petitioner sought to cancel Supplemental Registration of wrap N’ TIE for dresses and 
brunch coats on basis of its prior use of WRAP AND TIE for aprons, dresses and brunch coats. 
Examiner dismissed petition but canceled registration ex parte. Both parties appeal. Petition 
seems to claim ownership and prior use of trademark but evidence casts cunsiderable doubt 
as to use other than as an advertising phrase. Registration should have been canceled on basis 
of prior and contemporaneous use by petitioner by amending petition to conform to the 
proofs. 234 


Respondent’s acquiescence in petigjoner’s use of mark might constitute estoppel but pleading 
is insufficient as pleading of abandonment. Petition dismissed. 236 


Petition to cancel Supplemental Registration of H. a. coLe’s for pine oil disinfectant on 
basis of registration of CcoLe’s for pharmaceuticals, lotions and disinfectants. Evidence shows 
that petitioner has used mark coLe’s for many years on many products and has widely adver- 
tised mark. Respondent knew of petitioner’s use prior to its application to register H. A. COLE'S 
since it had been enjoined by petitioner in previous litigation over same marks. Confusion is 
inevitable and registration should not have issued and will be canceled. 359 


Petition to cancel Supplemental Registration astor for frozen turkey by registrant of 
HOTEL ASTOR for coffee and tea and astor for coffee, tea and spices. Evidence shows that peti- 
tioner has had substantial sales under the marks since 1905. Its seasoning products include 
poultry seasoning, sage, thyme, marjoram, and celery seed, all of which are commonly used 
in preparing fowl. The products are sold in the same outlets as fowl and might be thought 
to emanate from the same source and, therefore, since confusion is likely the petition to cancel 
is granted. 385 


Petition to cancel vALip for writing paper by registrant of vALLEY for similar goods. 
Record shows priority on the part of petitioner but also shows constructive notice of respon- 





76 ANNUAL INDEX, 1958 Vol. 48 T. M.R. 


dent’s claims of ownership of the mark vaLip since 1923 and actual knowledge since 1935. 
Since no evidence of confusion is shown, petition will be denied as the marks do not create 
similar commercial impressions and petitioner has not discharged his heavy burden, during 
long period of concurrent use, of showing confusion. 387 


The trade practices employed by a registrant may not be considered in a cancellation 
proceeding, for a registration confers rights unlimited by such practices and they may change 
at any time. 1483 


Cancellation of mark PORCELAINE DE PARIS for chinaware and crockery issued to importer 
is sought by French manufacturer of the same goods using the same mark displayed in identical 
manner. Since it is apparent that respondent is merely importer and reseller of petitioner’s 
goods bearing its mark it was not entitled to registration; petition to cancel registration is 
affirmed. 1533 


Petitioner seeks cancellation of supplemental registration of HAIR COLOR BATH for hair 
tinting and coloring preparations, alleging earlier and present use of COLORBATH as descriptive 
name for its hair coloring preparations and averring that respondent’s registration is damaging. 
Under Section 24, if registrant was not entitled to register mark at the time of application, or 
if mark is not used by registrant or has been abandoned and petitioner is likely to be damaged 
by the maintenance of the registration on the register, registration should be canceled. 1547 


PLEADING AND PRACTICE 


Petition to cancel two registrations of MOTHER’s for oat and corn meals and wheat flours 
by user of MOTHER’s BEST for wheat flour. Respondent moved to dismiss for failure to state 
claim upon which relief can be granted. Sole issue is whether petitioner has pleaded damage. 
Allegation that one registration was based on false oath of right to exclusive use which 
deprived petitioner of a concurrent use proceeding and forced it to assume burden of proof 
in instant proceeding against prima facie valid registration does not constitute damage within 
Section 14. Respondent’s acquiescence in petitioner's use of mark might constitute estoppel 
but pleading is insufficient as pleading of abandonment. Petition dismissed. 236 


Petitioner seeks cancellation of supplemental registration of BAK -A + PIE for dehydrated 
apples on basis of prior use of BAK - A «PIE for identical goods. Petitioner, a consultant to 
baking industry, has registration for service mark of map of U. S. upon which stands chef 
holding pie and cake; he agreed to sell respondent’s apples for commission and redesigned 
trademark to apply to dried apples. Petitioner granted respondent right to use label for dura- 
tion of agreement, whereupon respondent secured registration of mark. Subsequent difficulties 
decided petitioner to grant right to use label to third party who likewise supplied petitioner 
with dried apples. Record shows petitioner’s rights and that respondent has used mark 
BAK «A «PIE only sporadically since termination of agreement, while petitioner’s use has been 
continuous. These facts created rebuttable presumptions which respondent failed to meet. 
Damage to petitioner must be inferred and registration will be canceled. 239 


Petition to cancel vaLip for writing paper by registrant of vALLEY for similar goods. 
Record shows priority on the part of petitioner but also constructive notice of respondent’s 
claims of ownership of the mark vALin since 1923 and actual knowledge since 1935. Since no 
evidence of confusion is shown petition will be denied as the marks do not create similar com- 
mercial impressions and petitioner has not discharged his heavy burden of showing con- 
fusion. 387 


Summary judgment granted canceling supplemental registration of sorTors with rabbit 
design, for leather shoes in view of prior registration of sor-Toz for women’s and misses’ 
leather shoes. 770 


In a cancellation proceeding involving the marks OLDE HEIRLOOM for whiskey and HEIRLOOM 
for beer, both parties urging that likelihood of confusion exists; fact that the Commissioner 
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doubts that marks confiict will not preclude a determination as to which of the parties has 
superior rights. 489 


Federal Rules of Civil Procedure are not applicable to proceedings in Patent Office; they 
apply only to extent that Patent Office has adopted similar rules. There is no specific Patent 
Office rule providing for counterclaims in opposition or cancellation proceedings. 505 


Ordinarily, petitioner for cancellation must show that he is using mark at time his petition 
is filed if petition alleges abandonment; this, however, is not inflexible rule of law; for example, 
decision to suspend use pending final delineation of rights of respective parties is practical 
business decision which does not affect petitioner’s standing to contest retention of mark on 
register. 638 


VI. COMMON LAW TRADEMARKS 


DESCRIPTIVE TERMS 


SKIL is misspelling of English word in common use. Being used in somewhat imaginative 
sense it is not merely descriptive as applied to electric power tcols and can constitute valid 
trademark and is entitled to protection from infringement and unfair competition at least to the 
extent that it has acquired secondary meaning. 1221 


LICENSES 


Suit for unfair competition, violation of Lanham Act, General Business Law and Section 
964 of Penal Law. Plaintiff, producer of popular TV series, LIFE OF WYATT EARP, seeks prelimi- 
nary injunction restraining defendant from use of the mark wyatTr EARP on children’s playsuits. 
Defendant moves for stay to compel arbitration in accordance with contract. Evidence shows 
plaintiff licensed use of mark wyATt EARP to defendant for year, but failed to renew and 
granted license to another manufacturer. Defendant has refused to discontinue use of mark 
WYATT EARP. Plaintiff claims WYATT EARP has acquired secondary meaning, but defendant 
claims WYATT EARP is a historical figure that is free to use. Where symbol is not fanciful but 
merely descriptive, plaintiff bears heavy burden of proving likelihood of confusion. If plaintiff 
can show at trial that it has invested WYATT EARP with commercial significance and defendant's 
acts are likely to result in consumer confusion, plaintiff is entitled to relief. Evidence indicates 
that name and characterization of wyATT EARP as televised have become identified in minds of 
consuming public with merchandise bearing mark. Defendant is selling wyATt EARP playsuits 
because merchandise is identified with program and plaintiff but has omitted name from play- 
suits since expiration of its license, but boxes bear WYATT EARP and OFFICIAL OUTFIT. 596 


In an infringement action brought against a trademark licensee, the licensee was held 
to have no right to intervene, for the action would not be res judicata as to it and the grant 
of such application would unduly delay the trial. 1245 


NATURE OF RIGHTS 


Plaintiff secured an injunction against the use by defendant’s parent company and by its 
subsidiary of the mark souto in plaintiff’s 15-state trading area on the ground that sonio is a 
contraction of and signifies to the purchasing public STANDARD OIL OF OHIO Or STANDARD OIL, 
permitting defendant to benefit from plaintiff's reputation and good will. Defendant, in urging 
reversal denies infringement or unfair competition, contends plaintiff is estopped by laches 
and is guilty of unclean hands, charges error in the admission of survey results and the testi- 
mony of public witnesses, and argues the court erred in granting a “split injunction.” 168 


PURE is not descriptive of plaintiff's pétroleum products except that it may be considered 
to have connotations referable to quality of plaintiff’s products; even if word were descriptive, 
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it is nevertheless appropriate to hold it to be proper subject of trademark if it be established 
that word has acquired secondary meaning. 1117 


Use of wWooL-TONE in advertising circulars and invoices, with no proof of use on rugs or 
the labels thereof, is insufficient to establish trademark rights. 1139 


Score OF PROTECTION 


Rights to trademark extend throughout entire territory actually served by owner or cov- 
ered by his advertising and also at least to area which would provide room for probable or 
anticipated expansion. 711 


WEKCO and EKCO present strange and unusual combinations of letters and should be placed 
in the category of coined or fanciful names. Concept of natural expansion of business in area 
of non-competing goods has two aspects: (1) possibility that trade practices of second user 
may stain owner’s reputation in minds of his customers, and (2) possibility that sometime in 
future he may wish to extend a business into that market which second user has begun to 
exploit. 763 


SECONDARY MEANING MARKS 


Test of secondary meaning is likelihood of consumer confusion. Plaintiff has established 
likelihood that public would believe defendant's playsuits sponsored by plaintiff. Lack of direct 
competition not fatal, since when secondary meaning is established, use of a trade name, even 
upon non-competing goods, may be enjoined. Customers purchasing defendant’s goods are 
diverted from plaintiff’s licensee to its direct pecuniary injury as well as injury to its reputa- 
tion. Plaintiff entitled to preliminary injunction. 596 


SKIL is misspelling of English word in common use. Being used in somewhat imaginative 
sense it is not merely descriptive as applied to electric power tools and can constitute valid 
trademark and is entitled to protection from infringement and unfair competition at least to 
the extent that it has acquired secondary meaning. 1221 


VII. REMEDIES 


INFRINGEMENT 


Basis of Relief 
In General 


Where parties are selling same product in same general field of business, absence of compe- 
tition has no effect upon issue of trademark infringement as distinguished from that of unfair 
competition. 

While entire mark must be considered as whole, descriptive word (TILE) cannot constitute 
dominant part of it; whatever confusion may be caused by fact that same descriptive word 
appears in two marks in question must be discounted. 164 


An infringement results where only part of a trademark is appropriated if the partial 
appropriation results in confusion as to the source of origin of the goods sold under the 
infringing mark. 433 


In order to state claim for infringement, plaintiff had to allege facts showing that defen- 
dants had used mark or imitation (1) in commerce; (2) without consent; (3) in connection 
with the sale, offering for sale or advertising of services; (4) in a manner likely to cause 
confusion or mistake or to deceive purchasers as to the source or origin of such services. 477 


Under Section 32(1) of the Lanham Act the touchstone of intringement is not similarity 
itself but a similarity likely to cause confusion or mistake or to deceive purchasers. Likelihood 
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of confusion is not susceptible to scientific determination, but is subjectively determined by 
the trial judge based on his visceral reactions. 1228 


Colorable Imitations 
Knife designations SLIM-JIM and MR. SLIM are confusingly similar to TRIM-TRIO. 160 


No likelihood of confusion exists between A’LURE for brassieres and CURVALLURE for similar 
products, the defendant having always used its mark along with its well-known trademarks 
JANTZEN and picture of a diving girl. 337 


Parties are both clothing manufacturers and plaintiff claims trademark infringement of 
its mark pDICKIE’s by defendant’s use of mark pICKIE DAVIS for similar goods. Plaintiff had 
previously successfully opposed defendant’s application to register its mark, but defendant 
continued to use mark. Plaintiff sued and defendant counterclaimed for cancellation on the 
ground that plaintiff’s mark was descriptive and is primarily merely a surname. 608 


Physicians, when prescribing drugs by trademarks, direct the pharmacist to fill the pre- 
scriptions with drugs bearing those trademarks. Defendants, retail pharmacists, willfully 
infringed plaintiff's registered trademarks, CHERACOL, ZYMACAP, and CorRTEF, by substituting 
drugs of other manufacturers when filling physicians’ prescriptions calling for plaintiff’s drugs 
by plaintiff’s trademarks. 726 


Dilution 


Action for trademark infringement and unfair competition seeking to enjoin defendant’s 
use of a symbol of an armored knight on horseback and carrying a banner which is almost 
identical with armored knight used by plaintiff for many years. Plaintiff abandoned claim 
under Lanham Act and proceeded solely on theory of trademark dilution. District Court 
rejected dilution theory and dismissed complaint on ground that mark was used on non- 
competing services which precluded confusion. Evidence shows wide use of armored knight 
as trademark some prior to plaintiff's use. Therefore mark is not a strong mark calling 
for application of dilution theory since it already has been diluted long since. Affirmed. 323 


Use of the word BEEFEATER as name of a restaurant serving food and liquor is likely to 
create confusion and to dilute the distinctive quality of plaintiff's trademark BEEFEATER for 
gin. 341 
Notwithstanding a lack of similarity between the magazines of the respective parties, 
plaintiff’s containing fiction by well-known authors as well as pictures of women in various 
states of undress and defendant’s consisting solely of pictures of nudes or near nudes, the court 
found that defendant’s title PLAY GIRL was likely to create confusion with and to dilute signifi- 


cance of plaintiff's PLAY Boy. 466 


Similarity of Goods 


Plaintiff, manufacturer of aluminum storm doors and windows, sues to restrain infringe- 
ment of its trademark sEASON-ALL. Defendant claims registration is invalid because descriptive, 
and that plaintiff is barred by laches and estoppel. Evidence shows SEASON-ALL to be arbitrary 
when applied to aluminum doors and windows and is a valid registration. 572 


DICKIE DAVIS is confusingly similar to DICKIE’s when used on similar goods. Fact that 
plaintiff makes play clothes and defendant makes tailored clothes does not bar injunction, since 
trademark owner will be protected in allied fields. 608 


Action by prior user of DRAMAMINE to enjoin defendant’s use of BONOMINE, both used for 
motion sickness remedies. Both products stem from organic amines; many drugs contain 
“amine” suffix. Confusion deemed unlikely since physicians, druggists and customers generally 
use high degree of care when purchasing medicines. Charge of trademark disparagement is 
dismissed where particular advertisement was due to error of trade publication. 617 
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In cases of infringement and unfair competition it is the confusion of origin and not the 
confusion of goods which controls. If the product on which a trademark is used by another 
is fairly within the normal field of expansion of the registrant’s business, the latter is entitled 
to relief. 

Temporary injunction granted to restrain defendant’s use of STARRETT on foreign made 
machine tools as infringing upon and constituting unfair competition with plaintiff’s prior use 
of the same word on hand tools and measuring instruments. 1130 


Plaintiff publishes monthly magazine pLAyBoy for which it has trademark registration and 
also sells phonograph records under same mark. Defendants sell phonograph records under 
the name PLAYBOY RECORDS. Under Act of 1946 fact that products are unrelated is not deter- 
minative with respect to existence of cause of action for trademark infringement. Similarity 
of goods is factor relevant to question of likelihood of confusion, but likelihood of confusion 
is now ultimate criterion. Complaint at bar contains sufficient allegations for trademark infringe- 
ment on plaintiff’s magazine. 1216 


Plaintiff, registrant of sPICE ISLANDs for spices and other food products, using SPICE 
ISLANDS COMPANY as its trade name, is entitled to an injunction restraining defendant from 
the use of SPICE LAND as trademark and trade name for the packaging and selling of spices. 
Marks are confusingly similar and plaintiff is entitled to protection. 1244 


Scope of Relief 
Accounting 


No pecuniary damage having been shown in an action for trademark infringement and 
unfair competition, a request for an accounting was denied. 28 


In connection with a claim for an accounting of profits, it is immaterial under Section 29 
that the plaintiff failed to display the statutory form or notification with its registered mark 
if, in fact, the defendant had actual notice of such registration. The right to an accounting 
is not a mandatory one by virtue of the Lanham Act but rather depends upon a showing of 
material damage to the plaintiff which may exist even if the products of the parties are not 
directly competitive. 484 


Accounting is a form of equitable relief and does not necessarily follow mere showing 
of infringement. But where infringement is shown and competition is present, then burden 
is on infringer to show that profit was not attributable to infringing mark, but costs will be 
denied in the absence of fraud. 608 


Plaintiff was entitled to recover defendants’ profits made in their acts of substituting drugs 
of other manufacturers when filling physicians’ prescriptions calling for plaintiff's drugs by 
plaintiff’s trademarks. 726 


When called upon to account for his profits, an infringer has the burden of proving all 
costs once the injured party establishes the total sales of the infringing article. Where the 
former’s books do not allocate costs between the infringing article and other goods, the sales 
ratio method is properly used except if it would lead to an unfair result. 

An accounting is not required in all cases of trademark infringement or unfair competition, 
not where an injunction satisfies the equities of the case, nor where willfulness is absent, nor 
without a showing of substantial damage to the plaintiff or profits to the wrongdoer. The: 
period of accounting does not end automatically with the last of the deceptive advertisements, 
for sales subsequently made might be due to such prior ads. Acting in reliance upon the 
advice of an attorney constitutes good faith only where the infringer is otherwise completely 
innocent. A lower court decree which is subsequently reversed does not protect the party from 
accounting for profits made during the interim. 817 


Penalty is not contemplated by 15 U.S.C. 1117, in determining award of profits to one 
whose trademark has been infringed. Plaintiff, owner of trademark, is not required to submit 
evidence of lost sales as a predicate for recovery of profits; defendant has burden of proving 
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that some or all of profits made by it had no cause or relation to infringement; where it is 
impossible to isolate profits attributable to infringer, trademark owner may be entitled to 
windfall, but if infringement only created a portion of profits, trademark owner’s recovery 
should be limited to that portion of net gains. 1117 







Attorney’s Fees 





Counsel fees may be allowed as costs in exceptional cases in the discretion of the trial 
court but ordinarily they will not be awarded unless required by statute. 433 





Plaintiff was entitled to recover a reasonable attorney’s fee in the sum of $5,000 and costs 
in a suit for infringement of plaintiff's trademarks by defendants, retail druggist, who had 
substituted other products for plaintiff's products when filling physicians’ prescriptions calling 
for plaintiff’s products by plaintiff's trademarks. 726 






Attorney’s fees are not generally awarded to the prevailing party in infringement actions 
except where the defendant’s conduct is willful and calculated to trade upon the defendant’s 
good will. 817 






Damages 


Plaintiff, manufacturer of dresses sold for $17.95, prevails under Section 43(a) of 1946 
Act where defendant sold dress similarly pictured in its advertisements but actually different 
for $6.95; plaintiff abandoned marketing its dresses as result of advertisement; plaintiff is 
entitled to compensatory damages for loss sustained by plaintiff on forced sale of its completed 
dresses and unused piece goods, and for loss of good will, cheapening of plaintiff’s name, and 
exposure of plaintiff to ridicule. 302 










There being no actual damages, court cannot award punitive damages. 1117 


Injunction 

One who was an officer of a corporation enjoined from infringement held to be personally 
bound thereby in connection with his own use of a similar mark at a subsequent time notwith- 
standing that such mark contained a part of his own name. 28 


Rule 54(c) of the Rules of Civil Procedure provides that judgment shall grant relief to 
the party entitled and, therefore, limitation of injunction to marketing operations was proper, 
and plaintiff is entitled to an injunction against the use of soHIO in its 15-state territory in 
marketing operations. Judgment affirmed. 168 










Defendants, retail pharmacists, were enjoined from substituting or passing off other prod- 
ucts for plaintiff's products when filling physicians’ prescriptions which called for plaintiff's 
goods by plaintiff’s trademarks CHERACOL, ZYMACAP and CORTEF. 726 






Where no actual damages nor loss of business was proved, and there was no showing of 
fraud or palming off, injunctive relief would have satisfied equities of infringement case. 970 





Defendant cannot justify his own infringement by showing similar acts by strangers. 
Defendant directed to file report showing compliance with injunction and plaintiff was awarded 
damages for infringement. 1477 












Evidence 


Where there is no proof that any customer was confused and evidence consisted of testi- 
mony of investigator, offered to show confusion on part of clerks and salesmen, court thought 
such evidence unsatisfactory because of its susceptibility of varying inferences. 164 


Plaintiff, a paint manufacturer who formerly supplied its specially developed shades of 
paint to defendant for distribution by the latter under a private brand, the labels of such 
paint bearing the same identification code and shade name employed by plaintiff as well as a 
secondary mark—AaGATE-Top—suggested by plaintiff to tie in with its own use of FLINT-TOP on 
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similar paint, was held entitled to injunctive relief when, after terminating the relationship, 
defendant continued such labeling on the paint of another supplier, carefully formulated to 
simulate plaintiff's shades. Evidence showed that many retail dealers had used such similarities 
in passing off defendant’s paint as product of plaintiff. Proof further showed that professional 
painters frequently ordered by code number and paint manufacturers do not copy the shades 
and codes of competitors but strive for individuality of their own. In view of the former busi- 
ness relationship between the parties, a closer scrutiny than otherwise was required. 879 


Plaintiff publishes monthly magazine pLayBoy for which it has trademark registration and 
also sells phonograph records under same mark. Defendants sell phonograph records under 
the name PLAYBOY RECORDS. 

If defendants used mark prior to plaintiff’s first use, then there is no infringement. If 
plaintiff's use was prior to that of defendants’, plaintiff is entitled to recover for infringement 
of its registered mark. Since complaint does not show which party used mark first on phono- 
graph records therefore, question cannot be determined on motion to dismiss complaint. 1216 


Intent of defendant to capitalize on the reputation and good will of plaintiff would, if 
present, justify an inference of confusing similarity. Although evidence of actual confusion is 
not essential to a cause of action for infringement, lack of past confusion during six years of 
concurrent use is evidence that there is no likelihood of confusion. 1228 


Action for trademark infringement and unfair competition. Appellant adopted mark 
PERFECTFORM in 1944 for slips, panties, pajamas, and bed jackets, and its sales and advertising 
have increased steadily through 1952 and decreased thereafter. Appellant secured registration 
on Supplemental Register in 1948. In 1951 defendant adopted PERFECT ForM for brassieres. 
Application for registration denied on basis of appellant’s registration. Application renewed 
in 1955 and again refused. Defendant has used name PERFECT BRASSIERE CO. since 1932, desig- 
nated brassieres as PERFECT BRAS Or PERFECT alone, and argues that suffix Form is descriptive 
and its use is valid. Appellant argues its sales fell as result of the sales of defendant’s inexpen- 
sive PERFECT FORM bras. Some evidence of mail confusion. 1456 


Estoppel 


Plaintiff's delay in bringing suit is excusable because of lack of competition between the 
parties when plaintiff first learned of infringement. 572 


Sales and business relationship of eighteen years held insufficient to bar plaintiff from 
injunctive relief. Defense of estoppel and counterclaim held barred by Lanham Act. 730 


Surveys 


Court disregards results of surveys conducted by both sides and draws its own conclusions 
from an inspection of the feed bags. 730 


UNFAIR COMPETITION 


Basis of Relief 
Dress of Goods 


Acts of defendants in sale of knives imitating features of plaintiff’s knife constitutes unfair 
competition. 160 


Plaintiff, by the prior use of its STANDARD OIL trademark in its 15-state territory, acquired 
the right at common law to the exclusive use of marks and trade names STANDARD OIL COMPANY, 
STANDARD OIL, STANDARD, SO, SO CO, sOcO and SOLITE as defendant similarly had acquired rights 
to the STANDARD name and trademarks in Ohio. Defendant adopted mark soHto in 1926 and 
extended it to gasoline in 1928 and began to use it as part of corporate name of its subsidiaries 
in 1938. By its extensive use the term soHIO has become synonymous with defendant’s corpo- 
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rate name. Evidence shows wide use and substantial advertising by plaintiff of its trademarks, 
and that s. 0. means STANDARD OIL. 168 
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Plaintiff seeks injunction based on unfair competition by defendant in its use of a suitcase 
design similar to that used by plaintiff. Plaintiff claimed its suitcase design had acquired 
secondary meaning, and offered the expert testimony of a designer and the results of a public 
poll, directed solely to retail dealers. Proof that the design had acquired secondary meaning 
with dealers does not prove secondary meaning with ultimate consumers. 579 
















































and Motion for temporary injunction was denied where it appeared that defendant slavishly 
inder copied details of plaintiff’s vibrating pillow and advertisements used in promoting defendant’s 
product featured sketches of a female using it in various postures, these sketches being nearly 
If | identical to those prepared by plaintiff. Mere similarity in the products is not enough in the 
ment § absence of patent infringement or secondary meaning. Moreover, no proof was adduced to show 
ono- § that the sketches, even if “trademark symbols,” were calculated to deceive and pass off defen- 
1216 | dant’s product as plaintiff's. 1241 
d, if False Designation of Origin 
m is 
3 of Plaintiff purchased debtor’s business who manufactured and sold hair wave clips, all- 
1228 purpose clips, and rollers. Purchase included the good will, trademarks, trade names, equip- 
ment, and all other assets. Defendants whose bankrupt company was purchased by plaintiff 
ark formed new company, manufacturing and selling the same items in competition with plaintiff, 
teed using cards, labels, and boxes that are colorable imitations of plaintiff's items for packaging 
tion [— the products, leading to confusion of purchasers. 
res. Plaintiff is entitled to temporary injunction from unfair competition and defendants are 
wed required to recall from sale all items whose use is enjoined. 1202 
sig- le P . os 
ll Plaintiff seeks to restrain use of its trademark WESTINGHOUSE as part of the joint mark 
oy FREE-WESTINGHOUSE. Plaintiff and defendant jointly developed and sold electric sewing machines 
456 for which plaintiff supplied the motors. Since 1919 defendant has sold the machines under 
| the joint name. In 1953 Free ceased manufacturing the sewing machines and canceled all 
orders for WESTINGHOUSE motors. Defendant now imports machines on which it uses the name 
FREE-WESTINGHOUSE and which contain no WESTINGHOUSE product. Defendant enjoined from 
the representing that machines contain plaintiff's product, but Court refused to enjoin use of term 
572 FREE-WESTINGHOUSE on motion for preliminary injunction. 1390 
we Under New Jersey law likelihood of confusion is test, and secondary meaning of plaintiff’s 
30 mark need not be shown. Evidence shows defendant’s adoption of mark to be deliberate in 
face of Patent Office rejection. Fact that mark is basically descriptive does not excuse fraudu- 
lent appropriation. Test is whether public is likely to be deceived by the alleged infringing 
i name. Competition need not necessarily exist between parties. 1456 
730 False Trade Descriptions 
Defendants are enjoined from falsely representing their designations to be duly registered 
trademarks. 160 
The sale of one product in response to orders or calls for another constitutes unfair com- 
petition; customers ordering COCA-COLA and COKE are entitled to receive actual notice that 
PEPSI-COLA is being furnished in response to such orders; sellers’ failure to give such notice 
air of the substitution constitutes unfair competition. 987 
60 . a p : , , F . 
Motion for temporary injunction to restrain defendants from displaying signs which state 
ed that they can no longer serve SEAGRAM’S V. 0. because it does not conform to specifications on 
YY, bottle is granted. 1389 
its 
ad Trade and Commercial Names 
es Proof of competition is not essential to sustain an injunction where the similarity of name 





used tends to induce confusion in the public mind. Use of word KLEINHANS in connection with 
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dry cleaning business conflicts with petitioner’s long prior use of same word in connection with 
retail boys’ and men’s clothing business. 26 


Use of DUNHALL, DUNHALL SMOKE SHOP and DUNHALL SMOKE SHOP, INC., enjoined at 
behest of A. Dunhill of London, Inc., known as Dunhill, and owner of trademark DUNHILL. 182 


SAVON GAS is patently descriptive. When trade name denominates goods and is affixed to 
them, there is little legal difference between it and a trademark; putting name on gasoline 
pumps is regarded as affixing name to goods. Even if plaintiffs had established secondary 
meaning for SAVON GAS as applied to gasoline they could not prevent defendants from using 
such a descriptive word as SAVE, so long as it was not used so as to mislead ordinary purchaser 
into thinking that goods sold by defendants were those sold by plaintiffs. 310 


JUNIOR BOOT SHOP is only dressed-up way of saying “children’s shoe store” and words are 
not qualified for registration for trademark under California law. 

Where party relies on doctrine of secondary meaning, he must of course establish that 
the term has acquired in the minds of the public an identification with his business. Actual 
fraud is unnecessary and proof that public will probably confuse two businesses because of 
similarity of names is all that need be made in order to entitle plaintiff to injunctive 
relief. 344 


Action for trademark infringement and unfair competition by SNAP-ON TOOLS CORPORATION 
against use by defendant of term SNAP-ON DRAWERS. Defendant argues that it should be free 
to use the term SNAP-ON under the theory of the SHREDDED WHEAT case but the Court holds 
the cited case to be distinguished. 

Evidence shows plaintiff has acquired secondary meaning in the term SNAP-ON and defen- 
dant began use of the name SNAP-ON DRAWERS with knowledge of plaintiff’s prior and extensive 
use of its trademark. Therefore, evidence amply supports trial court’s finding of infringement 
and unfair competition and injunction will be affirmed. 348 


To establish abandonment of trade name it is necessary to show acts indicating practical 
abandonment and actual intent to abandon. Acts, which unexplained, would sufficiently establish 
abandonment, may be answered by showing there never was an intention to give up and relin- 
quish the right claimed. 448 


PIN for a trade publication unfairly competes with ptTN used to distinguish an earlier and 
competing publication. User of PIN having only recently entered the field can change its name 
without too serious results. 453 


Plaintiff seeks temporary injunction against use by defendant of corporate name GUARDIAN 
NATIONAL LIFE INSURANCE COMPANY, but court holds that there is little likelihood of confusion. 
Evidence shows Louisiana Secretary of State may refuse to issue corporate charter if confus- 
ingly similar to name of a domestic or foreign corporation, and therefore his issuance of charter 
to defendant is entitled to weight by court on motion for preliminary injunction. Fact that 
there was some confusion in mail deliveries is not persuasive and temporary injunction is 
refused. 602 


A partnership engaged in the customhcuse brokerage business under the name of BORDER 
BROKERAGE COMPANY from 1927, continues the business until 1942 when, by changes in per- 
sonnel, it no longer meets qualifications of the Licensing Act and loses its customhouse license, 
but continues to use its name in the insurance business. During 3-year interval when plaintiffs 
were unable to comply with the licensing regulations, defendant, with knowledge of the plain- 
tiff’s prior use of the name, incorporated as BORDER BROKERAGE CO., INC. and engaged in the 
customhouse brokerage business. Shortly thereafter plaintiffs complied with the regulations 
and were issued new customhouse license. Evidence shows no intention on the part of plaintiffs 
to abandon the name BORDER BROKERAGE COMPANY with respect to the brokerage business, and 
confusion between the two names is inevitable. Therefore, plaintiff is entitled to an injunction 
requiring defendant corporation to change its corporate name. 844 
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Contract between parties provides that names are sole and exclusive trade names and 
property of plaintiffs; court thinks that words “trade names” and “property” are used in their 
legal sense and refer to rights which law customarily gives to trade names and property ; 
further provision to the effect that plaintiff’s ownership of names includes variations thereof 
does not enlarge rights to these names, but merely describes what law woul! do anyway, 
namely, forbid use of all similar names. 

Because businesses are identical in method of operation and use similar methods of adver- 
tising, chance for confusion on part of public is greater than would be the case if dissimilar 
businesses were involved, and matter of similarity of names must be closely scrutinized. 


BILL BENTON is not an infringement of JIM CLINTON, names being used in clothing enter- 
prise. 1133 


Plaintiff markets product called LAVENDER MIST, a lavender scented spray and seeks to 
enjoin defendant’s use of LAVENDER SACHET MIST; existence of several users in field casts doubt 
on whether title is exclusive with plaintiff or in public domain; motion for temporary injunction 
denied. 1142 


Action by MARSALLI’s BLUE RIBBON COFFEE CO. INC. against BLUE RIBBON PRODUCTS CO. INC. 
for declaratory judgment as to right to use trade name, and cross complaint by defendant. 
Evidence showed that Marsalli had operated a restaurant in San Francisco, and in this capacity 
purchased coffee from the defendant. Defendant has operated under its trade name for many 
years selling a high grade of coffee, with substantial sales and advertising along the west 
coast. Plaintiff attempted to purchase an interest in defendant but was refused, and then 
organized the plaintiff company and entered into active competition selling coffee to restaurants 
and hotels throughout northern California. Trial court found that the words BLUE RIBBON had 
secondary meaning in the coffee trade, indicating the product of defendant, and there was 
evidence of likelihood of confusion largely based on opinion evidence and that the selection 
of the words BLUE RIBBON by plaintiff was not coincidental but based on an intention to trade 
on the reputation of defendant ; therefore, injunction granted by the trial court is affirmed. 1210 


Plaintiff, owner of registered mark sk1L sAw for electric hand tools and accessories seeks 
to enjoin defendant from using name SKILL BUILT TOOL COMPANY and mark SKILL BUILT for 
thermometers and charcoal grills, sold throughout Massachusetts in stores carrying plaintiff's 
products. 

Plaintiff is awarded injunctive relief, since skIL as applied to power tools and related 
hardware has acquired secondary meaning in Massachusetts for persons trading in or purchasing 
such items, and there is reasonable probability that defendant even in absence of actual compe- 
tition may detract from the reputation created by plaintiff. 1221 


Trade Secrets 


Plaintiff appeals from dismissal of complaint against Harvard and Dean Griswold of 
Law School alleging that a series of reports on foreign tax systems published by Harvard 
Law School embodies an idea owned exclusively by plaintiff. Evidence shows that plaintiff 
wrote Griswold requesting his suggestions on an Argentinian tax service to be supplemented 
with similar services for other Latin American nations. After negotiations, terminated by 
Griswold, plaintiff published Argentine tax service. Subsequently Harvard Law School, in 
cooperation with United Nations, published another series of reports on tax systems. Plaintiff 
makes no claim that defendants have copied text of his loose-leaf tax service but claims that 
they have stolen his idea. Plaintiff has no property right in idea unless it was original and 
novel conception. Voluntary public disclosure of an idea by originator makes it public prop- 
erty. Idea will be protected only if acquired under such circumstances that the law will imply 
a contractual or fiduciary relationship between the parties. 319 


Plaintiff manufactures and sells parquet flooring called Bonpwoop under exclusive franchise 
from Swiss corporation. Contract between plaintiff and Swiss corporation requires that all 
formulas and processes be kept confidential, but trusted executive of plaintiff left plaintiff's 
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employ and formed separate company with Dallas distributor which is now manufacturing 
parquet flooring in accordance with secret processes and formulas of plaintiff. Evidence shows 
Dallas distributor had knowledge of confidential nature of processes. The general rule is 
that one may not use trade secrets gained as an employee to his independent profit. Fact 
that minor variations are made in processes does not aid defendants, and fact that one of the 
processes is not currently used by plaintiff does not bar injunctive relief. 833 


Plaintiff sells aluminum doors, the parts of which it has made to its design. In 1954 plain- 
tiff conceived new sliding door, called PANADOR. Plaintiff submitted blueprints of components 
of the necessary dies to defendant, who manufactured the components and subsequently sold 
components to plaintiff's former customer. Evidence shows no fiduciary relationship between 
parties and no agreement that dies would not be used on work of other customers. Defendant 
made no disclosure of confidential information furnished by plaintiff. No damage has been 
established, nor any unfair competition. Findings of district court not “clearly erroneous” 
and therefore must be affirmed. 850 


Under California Law, disclosure in confidence of an idea and representative scripts for a 
series of radio and television programs based upon the files of state police agencies, furnishes 
no cause of action against one to whom the idea was so disclosed and who subsequently 
participated in the development of a television series using a similar theme. California has 
abrogated the rule of protectability of an idea and accepts only traditional theory of common 
law copyright. 950 


Written contracts in which employees agreed not to disclose or use any information or 
data of the employer to the employer’s detriment, are not in restraint of trade or lacking in 
mutuality. Moreover, apart from such contracts, employees were bound, as a matter of law, 
to maintain secrecy and confidence of their employer regarding its trade secrets which they 
learned in the course of the fiduciary relationship between employer and employees. 

Where defendants, past employees of plaintiff, wrongfully disclosed and used its trade 
secrets, in violation of an express contract and of the fiduciary duty imposed by law, plaintiff 
was entitled to a permanent injunction against such conduct. 1194 


Action for breach of confidential disclosure where details of patentable device were dis- 
closed to defendant prior to issuance of patent, and defendant exploited details to its advantage. 
Plaintiff entitled to relief whether action be designated a “trade secret” case or breach of 
confidence. Each case must be examined on its particular facts to determine whether confiden- 
tial relationship exists. Does not result as a matter of law because parties occupy position of 
Licensor and Licensee. 1375 


Where firm violates express agreements and opens secret tool and exploits modification 
thereof, partner and director not active in management and not participating in misuse of 
trade secret is not liable for damages. 1383 


Plaintiff sold chain saws through its mail order and retail stores which were manufactured 
and warranted by defendant and, in turn, warranted by plaintiff. Purchasers sent in warranty 
cards to retailer, who sent cards on to defendant. When plaintiff began to manufacture and 
sell its own chain saws, defendant still had 23,000 cards which it circularized for replacement 
parts; but plaintiff seeks injunction against further circularization of warranty list on ground 
that it constitutes misuse of a trade secret. Under Pennsylvania law, a customer list secured 
under conditions of trust is a trade secret, but there was no express agreement between parties 
as to secrecy nor any restriction upon defendant’s use of cards. Failure to demand return of 
cards negates implied agreement. Judgment for defendant affirmed. 1386 


Scope of Relief 
Accounting 


There is no basis under Illinois law for assessment of treble damages or payment of 
attorneys’ fees based on unfair competition claims. If finding of unfair competition is made, 
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it does not necessarily follow that prevailing party is entitled to monetary award or accounting 
of profits; injunction may suffice. 587 


Action for unfair competition based on misappropriation of trade secrets by former 
employee of plaintiff. Judgment for plaintiff included an injunction and accounting of profits. 
Accounting hearings were held and an account filed, to which certain exceptions were taken. 
On the allowance and disallowance of some of the exceptions, both parties appealed. Where 
defendant orders machines incorporating plaintiff's trade secrets from National, who placed 
orders with American Screw Products, and defendant was controlled by same person, 20% 
charge of American Screw Products was not allowable as cost in determining defendant’s 
profits. Where judgment provides that defendant account for “all avails or profits” involved 
in the manufacture of the infringing machines, this is held to include profits involved in the 
sale of the ink, type and solvents accompanying the infringing machines. The general rule 
in trademark cases is that the infringer in an accounting may not set off losses in one year 
against profits of subsequent years, and in the exceptions where the losses are a necessary 
preliminary to the establishment of the profitable sale, the burden of establishing the deducti- 
bility of the loss is on the wrongdoer, which defendant has failed to establish; therefore, the 
trial court’s judgment permitting the offset is reversed. 858 


Accounting will be denied where injunction satisfies equities of case. 866 


Despite lack of evidence that plaintiff’s loss was due to defendant’s wrongful use of its trade 
secrets, an accounting was granted to determine cause and extent of such loss. 1194 


Where firm violates express agreements and opens secret tool and exploits modification 
thereof, partner and director not active in management and not participating in misuse of the 
trade secret is not liable for damages. 1383 


Damages 


Court follows ruling that Lanham Act does not create independent ground for federal 
jurisdiction, nor sanction claim for damages for unfair competition in United States between 
American citizens; claims under facts of case are governed by state law. 587 


Issue of damage and disposition of infringing machines to be disposed of separately in 
further hearing. 834 


Action for damages and injunctive relief against defendants “passing off” on calls for 
SEVEN-UP; plaintiff moves for preliminary injunction but motion denied and action dismissed 
for lack of jurisdiction. No diversity of parties and plaintiff fails to establish that damage 
threatened or sustained by plaintiff exceeds jurisdictional amount of $3,000. Value of plaintiff’s 
good will not proper to establish jurisdictional amount unless plaintiff alleges defendants’ acts 
will cause total destruction of good will. 957 


Injunction 


Plaintiff secured an injunction below against the use by defendant’s parent company and 
by its subsidiary of the mark sonzo in plaintiff’s 15-state trading area on the ground that son10 
is a contraction of and signifies to the purchasing public STANDARD OIL OF OHIO Or STANDARD OIL, 
permitting defendant to benefit from plaintiff’s reputation and good will. Defendant, in urging 
reversal denies infringement or unfair competition, contends plaintiff is estopped by laches and 
is guilty of unclean hands, charges error in the admission of survey results and the testimony 
of public witnesses, and argues the court erred in granting a “split injunction.” 168 


Defendant enjoined from use of STALEY or STALEY’s as a trademark and from emphasizing 
the name STALEY in defendant’s corporate name. 730 


Court refuses to add words “or any other acts in violation of plaintiff’s trademark rights 
or in unfair competition with plaintiff” because court can rule only on what is before it, not 
on possible future conduct. 746 
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Plaintiff is entitled to injunction against defendant’s use or disclosure of plaintiff’s mastic 
or of the two machines used in the parquet manufacture. 833 


Laches is not a bar to an injunction restraining future infringements although it will be a 
bar to the recovery of profits and damages. 941 


No actionable wrong is committed in offering a product bearing a popular brand at a very 
low price in order to sell a more costly competitive product of another manufacturer, no passing 
off having been shown. Even if injunctive relief is available to halt disparagement of the 
well-known brand, specific loss of trade or fully persuasive convincing evidence of disparage- 
ment must be shown. 962 


Agreement that “at no time will we infringe or copy any of your designs” is unenforceable 
and should not have been the basis of judgment where no unfair competition was proved. 969 


The owner of the registered trademarks cCocaA-coLa and COKE is entitled to an injunction 
restraining seller from selling or offering for sale in response to calls or orders for COCA-COLA 
or COKE, PEPSI-COLA or any other product without at that time giving the customer actual notice 
that he is not receiving the product identified by the trademarks cocaA-coLa and COKE. 987 


Plaintiff markets product called LAVENDER MIST, which is a lavender scented spray, and 
seeks to enjoin defendant’s use of LAVENDER SACHET MIST; existence of several users in field 
casts doubt on whether title is exclusive with plaintiff or in public domain, and motion for 
temporary injunction is denied. 1142 


Remedy in trade secrets case is often that of perpetual injunction. While an injunction of 
limited duration might be more appropriate, it would seem that an abuse of discretion would 
have to be shown, and the issue has not been raised by the parties. Petition for rehearing 
overruled. 1375 


Territorial Limitations 
In an action involving as plaintiff one who had used the mark BLUE RIBBON for grocery 
products, including paper products, in a limited area of Illinois and Iowa prior to any use by 
the defendant of the same mark on similar products, an injunction was issued to restrain the 


latter from using the mark in said area, notwithstanding its use of the mark there for a period 
of years and its acquisition of a federal registration. 941 


In an action brought by proprietor of the famous PUMP ROOM restaurant in Chicago against 
one operating a restaurant in Philadelphia under the same name who also used a similar pump 
design, the lower court’s ruling permitting the defendant to use such name if preceded by defen- 
dant’s surname and if plaintiff did not open a place of business within ninety miles of Philadel- 
phia was reversed, the appellate court holding that plaintiff was entitled to an injunction barring 
all use of the name by defendant. 1251 


Evidence 


Controlling factors in test of confusing similarity are appearance, sound and meaning; 
test is not solely one of “juxtapositional comparison,” and confusing similarity may result from 
significance alone. Evidence shows that sonto is the contraction of s. 0. onto and its value 
lies in its suggestion of STANDARD OIL, proved by extrinsic evidence. Proof of actual confusion 
is positive proof of likelihood of confusion. 168 


Action for unfair competition based on defendant’s use of the title THE VIRGIN QUEEN for 
a motion picture, claiming infringement of plaintiff’s rights in the title of plaintiff’s play vircIN 
QUEEN which was never produced but was advertised. Plaintiff claims its title had acquired a 
secondary meaning, but one may not monopolize words in common usage, and the title stems 
from a well-known historical personage. Evidence shows that plaintiff failed to establish any 
secondary meaning in title, and defendant is allowed its costs. 619 


Action for unfair competition and an accounting based on plaintiff’s use of MicTURIN for 
tablets for relief of infection in urinary tract. Defendant, with knowledge of plaintiff’s mark, 
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adopted MIcTINE for tablets to relieve hypertension and nephrosis. Both drugs dispensed by 
prescription and both marks stem from Latin root “miction” and are similar in sound, sugges- 
tiveness and derivation. Possibility of confusion not eliminated because products are dispensed 
by prescription. Physicians and pharmacists not infallible and there can be no likelihood of 
confusion where medicine is concerned. Defendant enjoined. 866 


Defenses 


Failure of plaintiff to object to use of sOHIO in connection with production and pipe line 
activities does not bar plaintiff from: relief with regard to use of sOHIO in marketing and 
defendant’s persistent use after prompt objection constituted fraud. Actions of defendant con- 
stituted progressive encroachment. 

Use by plaintiff or its subsidiaries of UTOCO, PAN-AM, AMOCO Or STANOLIND, is not at issue 
and does not constitute unclean hands. 168 


Right to relief under New York Penal Law Section 964 must be established in a clear 
and convincing manner and relief lies where a respondent fails to establish a true factual issue ; 
such an issue does not exist where respondent admits deliberate appropriation of the name 
NEW MIRACLE in connection with its carpet cleaning business for the purpose of causing confu- 
sion with petitioner’s NU MIRACLE name for a similar business, in order to retaliate for an 
alleged infringement by the latter. 454 


Defendants are estopped by agreement from denying that plaintiff’s wrapper and trademark 
have acquired unique and distinctive position in trade. 746 


Plaintiff having been aware of defendants’ use of the word FAMOUs on reconditioned sewing 
machines originally manufactured by it and not having complained thereof and the defendants 
having voluntarily discontinued use of the word in television advertising prior to institution 
of suit, a judgment prohibiting use thereof was reversed. Having had knowledge of defendants’ 
practices and not having complained thereof, plaintiff was estopped from preventing use of 
its name on sewing machines originally manufactured by it and thereafter reconditioned by 
defendants with parts purchased from other sources. 962 


Placing notices on seller’s premises that PEPSI-COLA is sold exclusively did not relieve seller 
of duty to advise customers ordering CocA-coLA and COKE of the identity of the merchandise 
he was receiving. 987 


Defendants’ contention that complaint does not state cause of action for unfair competition 
between magazine and the records. Plaintiff’s claim is based upon theory of unfair competition. 
Under Illinois law question is whether defendants’ conduct will cause confusion in the trade 


and the purchasing public. Palming off is no longer the test and competition is not requi- 
site. 1216 


Surveys 


Results of public recognition surveys are properly admissible to establish secondary meaning 
and likelihood of confusion. Defendant’s charge of hearsay is not valid where persons conducting 
interviews testified. The technical adequacy of the surveys goes to the weight of evidence. 168 


Plaintiff seeks injunction based on unfair competition by defendant in its use of a suitcase 
design similar to that used by plaintiff. Plaintiff claimed its suitcase design had acquired 
secondary meaning, and offered the expert testimony of a designer and the results of a public 
poll which was directed solely to retail dealers. The persons conducting the survey testified 
regarding the reaction of the dealers when shown photographs of suitcases of the parties and 
a third party. Survey fails in proving likelihood of confusion where confined to casual observers 
and not prospective purchasers. Survey evidence is admissible to show state of mind of person 
interviewed as an exception to the hearsay rule. While survey shows evidence of secondary 
meaning among dealers, it is not persuasive, since such experts buy only after careful inspec- 
tion. Therefore complaint will be dismissed. 579 
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VIII. COURTS 


JURISDICTION 


Jurisdictional amount to sustain federal diversity jurisdiction is determined by the amount 
of injury, present and prospective, inflicted upon plaintiff's trade name by defendants’ conduct. 
In an action involving two restaurants, both using the name PUMP ROOM, the requisite federal 
jurisdictional amount was not established where it appeared that plaintiff operated no restaurant 
within 100 miles of defendants’ and there was no evidence of confusion or proof that residents 
of defendants’ area had been to plaintiff's restaurant or that defendants’ customers had even 
heard of plaintiff’s restaurant. 456 


If jurisdiction of federal court rested not on diversity of citizenship but rather on its 
function as a national court to enforce a substantive right created by Congress, then any 
limitations which state imposes on its courts would be irrelevant; it is of no moment that 
complaint states common law action for breach of contract along with allegation under federal 
trademark laws. 477 


Court follows ruling that Lanham Act does not create independent ground for federal 
jurisdiction, nor sanction claim for damages for unfair competition in United States between 
American citizens; claims under facts of case are governed by state law. 587 


Complaint shows that plaintiffs rely on common law doctrine; they neither designated 
nor used language of Section 43(a) of Lanham Act in framing their complaint, and case is not 
one within jurisdiction of court under removal provisions of 28 U.S.C. 1338; Federal Court 
does not have jurisdiction of action brought on grounds of infringement of common law trade- 
mark, absent diversity or pendent jurisdiction. 709 


Although diversity affords one basis for jurisdiction, jurisdiction also exists under Lanham 
Act since controversy involves mark registered pursuant thereto; moreover, mark was collec- 
tive mark unknown to common law. 711 


Venue in a diversity action is in judicial district where all the plaintiffs or all the 
defendants reside, and as partnership may be sued only in district where all partners reside, 
actions must be dismissed as against defendant and defendant partnership. 834 


Plaintiff asserts claim of infringement of registered trademarks; evidence shows this is 
substantial claim, and if court decides claim adversely to plaintiff, it may retain jurisdiction 
and decide related question of unfair competition. 1117 


Claim for infringement of a trademark not federally registered was not properly removed 
to federal district court in view of plaintiff's election to rely on common law and Massachusetts 
statutes, and its failure to allege possible claim under Lanham Act. Where plaintiff asserted 
against manufacturer and retailer seller of products bearing infringing mark the single wrong 
of using an infringing label and trademark and other deceptive practices to pass off the product 
as that of plaintiff, there was no separate and independent claim or cause of action against the 
manufacturer, as required for removal to federal district court by 28 U.S.C.A. 1441(c). 1141 


Plaintiff's motion to remand action to state court is denied, since federal court has juris- 
diction of cause of action under Lanham Act, which is substantial federal claim related to 
remaining causes of action framed in terms of common law unfair competition. 1249 


In an infringement and unfair competition action brought in federal court based upon 
diversity of citizenship, the jurisdictional amount is determined by the value of the right 
involved, not by the amount of the injury sustained as a result of defendant’s acts. 1251 


Owner of restaurant trade name OMAR KHAYYAM sues for injunction against use of name 
by another; since Municipal Court jurisdiction cannot exceed $3,000.00 and since plaintiff 
showed great value of his trade name, plaintiff’s claim is held to exceed jurisdictional limitation 
of Court. 1466 
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Declaratory Judgment Act remedial in character and is to be interpreted liberally. Question 
of actual controversy turns on facts of each case and is matter of degree. Facts show actual 
controversy here despite inability of plaintiff to show threat of litigation. Threat of litigation 
not essential where threat is implicit in ietter of protest and in action taken by defendant. 1469 








PLEADING AND PRACTICE 










An action to restrain trademark infringement is equitable in nature and notwithstanding 
a claim for damazes incidental to such relief no right to a jury trial exists. 336 



















even 
456 Court will disregard and criticize unauthorized communications by counsel discussing cases 
it referred to on argument submitted after argument. 348 
n its 
any License agreement provided for arbitration of any dispute “arising out of or relating to” 
that | the licensing contract, but the issue here is unfair competition, sounding in tort, not contract, 
Jera] | and requires consideration of acts beyond the contract, and therefore the motion to stay plaintiff 
477 | is denied. 596 
jeral After nearly twenty years only extraordinary circumstances would allow decree which 
ween adjudicated trademark rights to be attacked collaterally. 694 
587 In view of principle that source of right sued on is determinative of controlling law, and 
stad since Lanham Act provides essential basis for all rights in collective mark, questions involved 
not | re within ambit of federal law; desirability of applying uniform federal law in this area is 
] 





711 


manifest. 










PRELIMINARY INJUNCTION 






A judgment prohibiting use of a telephone number employed by the defendants in con- 





ham 
llec- ducting a business under an infringing name was modified so as to permit use thereof for the 
711 other businesses of defendants. 969 





Plaintiff, registrant of SPICE ISLANDS for spices and other food products, using SPICE 
ISLANDS COMPANY as its trade name, is entitled to an injunction restraining defendant from 
the use of SPICE LAND as trademark and trade name for the packaging and selling of spices. 
Marks are confusingly similar and plaintiff is entitled to protection. 1244 








MoTIONS 






Motion for summary judgment sustained where depositions and exhibits filed in district 
court left no genuine issues of material fact remaining, and where defendants used imitation 
of plaintiff's collective service mark, resulting in confusion; secondary meaning and actual 
deception were shown. 477 







Actions for trademark infringement of plaintiff's mark sun prop by defendant’s use of 
marks SNOW DROP and SKI prop. Defendant’s motions to dismiss met by plaintiff’s motions to 
dismiss portion of each counterclaim and for summary judgment. Defendant asserts that it 
has made no sales in commerce or use of the mark sNow prop. Plaintiff, by its motion for 








ris- : oe Be : ; ‘ ‘ 
lo summary judgment, seeks a determination that defendant is not entitled to registration of 
249 SKI DROP or SNOW DROP. Where court has jurisdiction, it can determine as a subsidiary issue 





ownership of the mark, but in instant case court should defer action until remedies in Patent 
Office are exhausted. Motions denied. 606 











FINDINGS 






Since court’s determination on infringement is dispositive on appeal, it finds no occasion 
to pass on propriety of finding below that mark was valid. Since trial court rested its finding 
of infringement primarily on similarity of meaning between marks, appellate court is in as 
good a position as trial judge to determine possibility of confusion. 970 
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Where defendant in a trademark infringement action denied the infringement and further 
asserted the invalidity of plaintiff's mark, the infringement issue was first disposed of in order 
to avoid deciding the possibly hypothetical issue of validity. 1228 


Court, by examining basic facts found by district court, can determine whether or not an 
inference of likelihood of confusion is warranted. 1456 


ConFrLict oF Laws 


While the Parkway license was signed in Philadelphia the corporate seal was affixed in 
Illinois and therefore federal court must apply the conflict of law rules of state where case 
is tried. Under Pennsylvania law interpretation of instrument must be in accordance with 
law of place of contracting and that is where the last act necessary for formation of contract 
occurred and therefore law of Illinois must be applied. 1232 


Costs 


Action for copyright infringement and unfair competition in which the court made partial 
judgment for plaintiff and denied defendant’s counterclaim. Defendant moves to modify judg- 
ment with regard to the affixing of the labels on the goods pursuant to the order of the court, 
and for the modification of the awarding of costs to plaintiff. While plaintiff did not prevail 
in all respects judgment was entered in his favor and, it is entitled to recover its costs notwith- 
standing that its copyright action was unsuccessful. 584 


Costs of printing omitted, material will await final decision. 622 


In view of wanton and willful character of defendants’ acts, plaintiff is entitled to recover 
costs, expenses and attorneys’ fees. 747 


Court finds no authority for award of attorneys’ fees. 970 


Defendant is required to pay costs of case, but not counsel fees since there is not a showing 
that infringer acted in bad faith, but on advice of counsel, and when threatened with lawsuit, 
made substantial changes, and indicated a willingness to discuss further changes. 1117 


The cost to appellee of adding relevant and material papers to the record were properly 
taxable against appellant. 1146 


CONTEMPT PROCEEDINGS 


Infringer found guilty of civil contempt where it failed to remove mark from trucks 
independently owned but used for delivery of infringer’s goods; conduct in committing viola- 
tions was found inexcusable. 469 


Title U.s. FARM UNION NEws for a publication directed to farmers is so similar to IOWA 
UNION FARMER, use of which was prohibited by injunction, as to constitute contempt of court 
for which the president of the corporation was fined $1,000.00; such fine being reduced to 
$500.00 upon condition that respondent cause the said title and other designations, including the 
truthful statement FORMERLY IOWA UNION’ FARMER, to be dropped. Although the amount of 
damage sustained by plaintiff as a consequence of plaintiff’s violation of an injunction was not 
susceptible of ascertainment, there was no doubt that damage far in excess of the amount of 
the fine had been incurred; even the plaintiff's attorney's fees were higher in total. 699 


APPELLATE PROCEDURE 


Applicant for registration in former opposition proceeding in which opposition was dis- 
missed but registration denied by Patent Office sued Commissioner in District Court for review, 
but action was dismissed by District Court for lack of jurisdiction. On appeal, it appearing 
that no review of the Commissioner’s denial of registration was had within the appeal period, 
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the complaint is moot, and since another suit is pending in the District Court directly chal- 
lenging the action of the Patent Office that court should not be influenced by dicta statements 
of Commissioner. 586 


Owner of registrations for NYLONIZED, which were canceled from Supplemental Register 
because one had not been used prior to registration and the other was merely descriptive, had 
a right to proceed in the Federal District Court against the Commissioner alone without joining 
the parties who had initiated the cancellation proceedings. 705 


Findings of District Court must be left undisturbed unless clearly erroneous, and if they 
support the ultimate conclusion they are sufficient. 730 


Questions not raised in the opposition papers or urged on appeal are not properly before 
the court for consideration. 756 


Fact that plaintiff accepted payment of judgment by defendant while filing cross appeal 
with regard to the question of profits on the sales of ink, type and solvents and the issue of 
offset of losses, does not bar plaintiff from pursuing its appeal and cross appeal, since the 
appeal would only serve to increase the judgment rather than decrease it. 858 


IX. STATE STATUTES 


A California trademark registration is only evidence of the fact that registration issued and 
is insufficient to rebut prima facie evidence of a federal registration allegedly based upon 
subsequent use. 95 


Under Maryland law, questions to be answered in trademark case are whether or not 
plaintiffs have valid trademark or trade name, and whether or not there is such similarity 
between names used by parties as to be likely to cause confusion in minds of ordinary purchaser. 
Under Maryland statute mere fact that Secretary of State had accepted name for registration 
as trademark was not determinative of whether or not that name constituted valid, technical 
trademark. 310 


JUNIOR BOOT SHOP is only dressed-up way of saying “children’s shoe store” and words are 
not qualified for registration for trademark under California law. 344 


In proceeding under New York Penal Law Section 964, relief is denied to LA PLAYA 
SEXTET as against LA PLATA SEXTET. 468 


Under New York Penal Law Section 964 it must be established that there is a likelihood 
that reasonable persons will be misled and while evidence need not be beyond a reasonable 
doubt it must be clear and convincing. There also must be conclusive evidence of an intent 
to deceive and mislead the public. The proofs not conforming to these standards, court dis- 
missed petition brought by prior user of STERILIZED DIAPER SERVICE to enjoin another’s use of 
STERI-CLEAN DIAPER COMPANY, INC. 450 


Under California Law, disclosure in confidence of an idea and representative scripts for 
a series of radio and television programs based upon the files of state police agencies, furnishes 
no cause of action against one to whom idea was so disclosed and who subsequently participated 
in the development of a television series using a similar theme. California has abrogated the 
rule of protectability of an idea and accepts only traditional theory of common law copy- 
right. 950 


Section 964 of the New York State Penal Law provides a summary remedy to prevent 
misleading or deceiving the public as to the identity of a person, firm or corporation; it may 
be invoked only after a clear and convincing right to relief has been established and when 
there is conclusive evidence of intent to deceive. Thus, mere similarity of names does not 
give a right to relief. 1208 
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Defendants’ contention that complaint does not state cause of action for unfair competition 
is based on lack of competition between magazine and the records. Plaintiff's claim is based 
upon theory of unfair competition. Under Illinois law question is whether defendants’ conduct 
will cause confusion in the trade and the purchasing public. Palming off is no longer the test 
and competition is not requisite. 1216 


X. COPYRIGHTS 


Plaintiff appeals from dismissal of complaint against Harvard and Dean Griswold of Law 
School alleging that a series of reports on foreign tax systems published by Harvard Law 
School embodies an idea owned exclusively by plaintiff. Evidence shows that plaintiff wrote 
Griswold requesting his suggestions on a loose-leaf Argentinian tax service which was to be 
supplemented with similar services for other Latin American nations. After correspondence 
as to services and compensation negotiations were terminated by Griswold. After plaintiff 
published Argentine tax service, Harvard Law School, in cooperation with United Nations, 
published series of reports known as World Tax Series. Plaintiff makes no claim that defen- 
dants have copied text of his tax service but claims that they have stolen his idea. Plaintiff 
has no property right in idea unless it was original and novel conception. Voluntary public 
disclosure of an idea by originator makes it public property. Idea will be protected only if 
acquired under such circumstances that the law will imply a contractual or fiduciary relation- 
ship between the parties. 319 


Actions for copyright infringement seeking injunction and damages of not less than $250. 
to which defendant claims right to jury trial. Plaintiffs moved to strike defendant’s demand 
for a trial by jury and filed stipulation waiving evidence of actual damage and damages in 
excess of statutory minimum. Court denied motion stating it was bound by a prior decision 
and held that plaintiffs’ copyright was infringed by defendant’s. Court failed to award damages 
on theory damages would have to be assessed by jury. Both parties appeal. Whole case was 
equitable in nature as to which defendant had no constitutional or statutory right to a jury 
trial. However, injunction was not a “final decision” within the statute since that part of the 
complaint seeking damages still remained undetermined and appeal by plaintiffs must be dis- 
missed. Argument that claim of damages in lieu of proof of actual damages resulting from 
infringement is a penalty which is inherently beyond the power of a court of equity to enforce 
is invalid. 326 


Action for copyright infringement and unfair competition in which court made partial 
judgment for plaintiff and denied defendant’s counterclaim. Defendant moves to modify judg- 
ment with regard to the affixing of labels on the goods pursuant to the order of the court, 
and for modification of the awarding of costs to plaintiff. While plaintiff did not prevail in all 
respects it is entitled to recover its costs notwithstanding that its copyright action was 
unsuccessful. 584 


Action to quiet title to certain historical documents written by William Clark of the 
Lewis and Clark Expedition. Whereabouts of documents unknown for 150 years, found in 
attic of Mrs. Foster in desk of General Hammond, and documents are claimed by various 
heirs. Minnesota Historical Society asserts claim for work done in arranging, editing and 
preserving documents, and United States intervenes, claiming documents as part of the work 
product of a military expedition. Trial court held documents to be rough notes of Clark 
made by him for his own personal use and not official papers to which the United States 
could claim paramount title. Since papers were in possession of General Hammond, a presump- 
tion of ownership arises which government must overcome. 

Letter of President Jefferson to Lewis indicates that Lewis was to keep official records. 
Evidence shows that other members of Expedition kept private journals to which government 
made no claim. Decision of trial court, based upon substantial evidence, affirmed. 611 
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Simulation of plaintiff’s copyrighted label by a competitor held to be copyright infringe- 
ment for which an injunction against the participating corporations and their president was 
granted along with statutory damages and attorney’s fees. 826 


Forms and insurance instruments are proper subjects for copyright protection although 
a stiff standard of proof exists to establish infringement thereof. Material essential to the 
practice of a published idea is not protectible and a showing of copying in the exact form is 
required. Unconditional dissemination of less than one hundred sets of insurance forms to 
prospective customers prior to securing copyright thereon constituted general publication which 
forfeited copyright. Distribution to a special group for a limited purpose without a right to 
reproduce or redistribute, is a limited publication which does not have such a result. 

Threats of instituting infringement proceedings in order to secure a monopoly in a type 
of insurance business employing certain allegedly copyrighted forms does not constitute unfair 
competition or an antitrust violation if such threats are not unreasonable or deceitful. 

Attorney’s fees were properly refused to a plaintiff even though it had succeeded in having 
defendant’s alleged copyright declared invalid. 871 


A copyright is limited in its term, whereas a registration may be renewed indefinitely, and 
therefore the registration of a book title would be inconsistent with the copyright statute. 
Property rights in book titles are more properly protectible under the law of unfair com- 
petition. 1255 


XI. PATENTS 


Fact that claims of patent application become public property unless covered by issued 
patent does not justify exploitation by one to whom details had been previously disclosed, since 
it would permit licensee to gain economic advantage over trade. Upon issuance of patent, 
claims contained in patent application and not the subject of the issued patent become public 
property. 1375 


Plaintiff, a British company, and defendant, a New Jersey corporation, manufactured 
and sold an “elastic stop nut” containing a red fibre insert which provided locking qualities 
indispensable to industry, under license from the inventor. Defendant was licensed to sell in 
U. S. and other sections of America, and plaintiff was licensed throughout the balance of the 
world. Patents and licenses have expired and rights to manufacture this product are now 
in public domain. Plaintiff has extended sales into U. S. Defendant objected on ground red 
insert identified its product and applied to register this feature. Upon obtaining registration 
it was deposited with Customs and further importation of British product stopped. Plaintiff 
seeks cancellation of registration on ground that defendant has no exclusive right and regis- 
tration was fraudulently obtained to unlawfully suppress competition. Defendant moves to 
strike first count of complaint for lack of jurisdiction under Declaratory Judgment Act and 
to strike entire complaint for failure to state claim upon which relief could be granted. 
Motion granted. 1469 





